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— —Remedies

— — —Criminal responsibility

— — —Civil liability—Injunction

— — — —Impounding

— — — —Damages

— — — —Attorney’s fees and costs

—Recourse against circumvention

— —Prohibition

— —Effective dates

— —Exceptions and exemptions

— — —Classes of works exempted by
administrative rule

— — —Nonprofit libraries, archives, and
educational institutions

— — —Law enforcement, intelligence, and other
government activities

— — —Reverse engineering

— — — —Encryption research

— — — —Personally identifying information

— — — —Security testing

— —Remedies for violation of the anti-
circumvention prohibition

— — —Civil remedies

— — —Criminal sanctions

—Recourse against interference with copyright
management information

— —Definition of “copyright management
information”

— —The ban and its effective date

— —Exception and limitations

— —Remedies

—Transfers

—Tax treatment of copyrights

Securing copyright—Copyright arises upon
creation

—Notice

—Duration

—Deposit and registration
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§ 6:117
§ 6:118
§ 6:119
§ 6:120
§ 6:120.50
§ 6:121
§ 6:122
§ 6:123
§ 6:124

§ 6:125
§ 6:126
§ 6:127
§ 6:128
§ 6:129
§ 6:129.30

§ 6:129.40

§ 6:130

§ 6:131
§ 6:132

§ 6:133
§6:134
§6:135
§ 6:136
§ 6:137
§ 6:138
§ 6:139
§ 6:140

§ 6:141
§ 6:142

§ 6:143
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—Nationality or domicile requirement

Other exclusive rights

—Distribution and exclusion from importation

—Performance

— —Music Modernization Act of 2018

—Display or exhibition

—Derivative works

—Moral rights

—Rights not recognized by the United States—
Performers’ performance rights

— —Resale rights

— —Public lending right

Collective works

Government interest in copyrights

Authorship and ownership

Summary table—Significant Supreme Court
copyright cases and decisions

Copyright cases filed at the United States
Supreme Court for which petition for writ of
certiorari was not granted

International and foreign copyright protection—
Protection of foreign authors and their works in
the United States

—The rise and demise of the manufacturing clause

—Protection of American authors and their works
abroad

— —Universal Copyright Convention (U.C.C.)

— —Berne Convention

— —Pan-American conventions

— —WIPO copyright treaty

— —Bilateral treaties

— —“Neighboring rights” conventions

—Extraterritorial reach of U.S. copyright law

—Adjudication in the United States of claims
arising under foreign copyright law

—Importation and copyright infringement

— —Border enforcement through the U.S.
Customs Service

— —Importation as an act of copyright
infringement

Appendix 6(A) Copyright Form TX for Nondramatic Literary

Work

Appendix 6(B) Copyright Form SR for Sound Recording
Appendix 6(C) Copyright Form VA for Visual Arts

Appendix 6(D) Copyright Form PA for Performing Arts
Appendix 6(E) Copyright Form MW for Semiconductor Mask
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Appendix 6(F

) Copyright Form SE for Serial Work

Appendix 6(G) Copyright Form Copyright Form GR/PPh/

CON for Group Registration of Published
Photographs

Appendix 6(H) Copyright Form RE for Renewal Registration

Appendix 6(I)

Copyright Form RE/Addendum for Works
Not Registered during Original Term

Appendix 6(J) Copyright Form RE/CON Continuation Form

for Renewal Registration

Appendix 6(K) Copyright Form D-VH for Vessel Hull Design
Appendix 6(L) Copyright Form D-VH/CON for Vessel Hull

Design Continuation

PART III. THE SUBSTANTIVE
REQUISITES OF A VALID PATENT

CHAPTER 7. STATUTORY SUBJECT

MATTER

§7:1 Introduction

§7:2 Statutory subject matter: Inventions patentable

§7:3 Statutory subject matter: Animals

§ 7:4 Processes

§ 7:4.30 Summary Table of Supreme Court Decisions on
Patent Eligible Subject Matter under 35 U.S.C.
§ 101

§ 7:4.50 Processes—Natural phenomena and applications
of laws of nature—Mayo v. Prometheus and
Association for Molecular Pathology v. Myriad—
USPTO Myriad-Mayo Guidance

§ 7:4.52 — —Diagnostic Methods as Unpatentable Subject
Matter—Athena Diagnostics v. Mayo
Collaborative Services

§7:5 —Computer programs

§ 7:5.40 Supreme Court’s decision in Alice Corp. Pty. Ltd.
v. CLS Bank International

§ 7:5.45 Patent & Trademark Office Preliminary
Examination Instructions for Determining
Subject matter Eligibility in view of the Supreme
Court’s decision in Alice v. CLS Bank

§ 7:5.46 Patent & trademark office interim guidance on
patent subject matter eligibility (2014 interim
eligibility guidance)

§ 7:5.47 Summary of Examples for Practitioners from

USPTO Guidance on Patent Subject Matter
Eligibility
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§7:5.48 Summary of Patent & Trademark Office Guidance
on Patent Subject Matter Eligibility (July 2015
Update)

§7:5.49 Summary of Patent & Trademark Office Guidance
on Patent Subject Matter Eligibility (May 2016
Update)

§ 7:5.50 Summary of Patent & Trademark Office Guidance
on Patent Subject Matter Eligibility—Business
Methods (December 2016 Update)

§ 7:5.51 Summary of patent & trademark office guidance
on patent subject matter eligibility (July 2017
Update)

§ 7:5.52 USPTO0—2019 Revised Patent Subject Matter
Eligibility Guidance

§ 7:5.54 —Practical Effects of the USPTO 2019 Revised
Patent Subject Matter Eligibility Guidance
§ 7:5.56 —October 2019 Update to the 2019 Revised

Patent Subject Matter Eligibility Guidance

§ 7:5.57 Summary of Patent & Trademark Office Guidance
on Patent Subject Matter Eligibility—Update on
Patent Subject Matter Eligibility, Including on
Artificial Intelligence (July 2024 Update)

§ 7:5.57.50 USPTO Issues Revised Office Policy on Subject
Matter Eligibility in view of Director review of
PTAB decision in Ex parte Desjardins

§ 7:5.58 USPTO Issues Review Memorandum on Subject
Matter Eligibility (August 2025)

§ 7:5.59 USPTO Report on Patent Examination outcomes
after the Supreme Court’s decision in Alice v.
CLS Bank—and the 2019 Revised Patent
Subject Matter Eligibility Guidance

§ 7:5.60 USPTO preparing a study on patent eligibility
jurisprudence

§ 7:5.70 USPTO Commences Pilot Program for Patent
Prosecution Permitting Applicants to Defer
Responding to Rejections based on Subject
Matter Eligibility

§ 7:5.73 Summary of USPTO Efforts to Provide Some
Certainty to Patent Eligibility Subject Matter
Jurisprudence

§ 7:5.80 Summary of Federal Circuit decisions—35 U.S.C.
§ 101 Patentable subject matter analysis

§ 7:5.81 —35 U.S.C. § 101 Patentable subject matter
analysis for cases decided after the Supreme
Court’s decision in Alice v. CLS Bank

§ 7:5.82 —Patent eligibility—Determining whether a claim
element is well understood, routine, and
conventional—Berkheimer v. HP Inc

§ 7:5.83 —Summary Table of Federal Circuit Decisions on
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§7:5.84

§ 7:5.86

§ 7:6
§ 7:7
§7:8
§7:9
§ 7:10
§ 7:11
§ 7:12
§7:13
§7:14
§ 7:15

§7:16
§ 7:17
§7:18
§ 7:19

§ 7:20
§ 7:21
§ 7:22
§ 7:23

Patent Eligible Subject Matter under 35 U.S.C.
§ 101

Practice guidance for patent application and claim
drafting in view of the Supreme Court’s decision
in view Alice v. CLS Bank

Patent & Trademark Office Interim Guidance for
Determining Subject matter Eligibility for
Process Claims in View of Bilski v. Kappos

Processes—“Use patents” and new uses

—Product-by-process claims

Products

—Machine (apparatus)

—Manufacture

—Composition of matter

Nonstatutory subject matter

—Subject matter specifically excluded by statute

—Discoveries

—Subject matter the novel aspects of which
require mental activity

— —Printed matter

— —Methods of doing business

— —Mental processes

Multiple and alternative protection: Successive
and simultaneous

—Utility patent and design patent

—Patent and copyright

—Patent and trademark

—Copyright and trademark

Appendix 7(A) Examination Guidelines for Computer

Related Inventions M.P.E.P. § 2106,
§ 2106.01, and § 2106.02

Appendix 7(B) Interim Guidelines for Examination of Patent

Applications for Patent Subject Matter
Eligibility

Appendix 7(C) Examination Guidelines for Living Subject

Matter Inventions

Appendix 7(D) Interim Guidance for Determining Subject

Matter Eligibility for Process Claims in
view of Bilski v. Kappos (Interim Bilski
Guidance)

Appendix 7(E) 2012 Interim Procedure for Subject Matter

Eligibility Analysis Process Claims
Involving Laws of Nature (Interim Mayo
Guidance)

Appendix 7(F) 2014 Procedure for Subject Matter Eligibility

Analysis of Claims Reciting or Involving
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Laws of Nature/Natural Principles,
Natural Phenomena, and/or Natural
Products

Appendix 7(G) Patent Eligibility Quick Reference Sheet for
Claims Reciting or Involving Laws of
Nature, Natural Phenomena, & Natural
Products (Guidance)

Appendix 7(H) Collected Summary of USPTO Examiner
Guidance—Examples of Patent Eligible
Subject Matter Analysis under 35 U.S.C.
§ 101

Volume 4

CHAPTER 8. DESIGN PATENTS AS

STATUTORY SUBJECT MATTER

§8:1 In general
§ 8:2 What constitutes statutory design

§ 8:2.50 USPTO Issues Guidance for Computer Implemented
Designs and Icons

§ 8:3 Novelty of designs

§ 84 Ornamentality of a design

§8:5 Nonobviousness of designs

§ 8:6 Originality of a design

§8:7 Infringement of a design patent

§ 8:7.20 Complaint for design patent infringement and initial
defenses

§ 8:7.50 Remedies and Damages for infringement of design
patents

§ 8:8 Design drawing

§ 8:9 Design claim

§ 8:10 Presumption of validity

§ 8:11 Other design patent peculiarities

§ 8:12 Special requirements of design patent applications
and applicable rules

§ 8:13 —Specification and claim

§ 8:14 —Drawing

§ 8:15 —Declaration

§ 8:16 —Fees

§ 8:17 —Foreign priority

§ 8:18 —Term

§ 8:19 Special Requirements of design patent applications
and applicable rules—Accelerated examination of
design patent applications

§ 8:20 USPTO Implementation of the Hague Agreement for
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International and Domestic Filing Design Patent
Applications

§ 8:21 The USPTO Establishes a Design Patent
Practitioner Bar for Design Patent Practitioners

Appendix 8(A) Guide to Filing a Design Patent Application

Appendix 8(B) Grant and Specification of U.S. Design
Patent (Des. 378,181)

Appendix 8(C) Applicant’s Declaration for Utility or Design
Application

Appendix 8(D) Hague Agreement on Industrial Designs—
U.S. Patent Statute 35 U.S.C. § 381—35
U.S.C. § 390

Appendix 8(E) Changes to Implement the Hague Agreement
Concerning International Registration of
Industrial Designs—Rules of Practice

CHAPTER 9. PLANT PATENTS AS

STATUTORY SUBJECT MATTER
§ 9:1 Plants

§ 9:2 Plant Patent Act

§9:3 Plant Variety Protection Act

§9:4 Plants—Form S&T-470

§9:5 —Supporting exhibits—Exhibit A—Origin and
breeding history of the variety

§ 9:6 — —Exhibit B—Statement of Distinctiveness

§9:7 — —Exhibit C—Objective description of the variety

§9:8 — —Exhibit D—Optional Supporting Information

§9:9 Plants—Supporting exhibits—Exhibit E—Statement of
ownership

§ 9:10 Plants—Comparison of plant patent and plant variety
protection

§ 9:11 —Utility patent protection for new plant varieties
§ 9:12  Outline of special requirements for plant patent

applications
Appendix 9(A) Certificate of Plant Variety Protection (No.
8200092)
Appendix 9(B) Application for a Plant Variety Protection
Certificate

Appendix 9(C) Plant Variety Exhibit E—Statement of the
Basis of Ownership

Appendix 9(D)  Applicant’s Declaration for Plant Application

Appendix 9(E) Grant and Specification of U.S. Plant Patent
(PL. 2,160)

Appendix 9(F) International Convention for the Protection
of New Varieties of Plants

lix



PatEnT Law FUNDAMENTALS

CHAPTER 10. NOVELTY

§ 10:1
§ 10:1.50

§ 10:2
§10:2.50

§ 10:2.60

§ 10:2.70

§ 10:2.80

§ 10:2.85
§ 10:2.90

§ 10:3
§10:4
§ 10:5
§ 10:6
§ 10:7
§10:8
§ 10:8.50

§ 10:9

§ 10:10

§ 10:11

§ 10:12

§ 10:12.50

§ 10:13

§ 10:14
§ 10:14.50

§ 10:15
§ 10:16
§ 10:17
§ 10:18
§ 10:19

1x

Introduction

The America Invents Act (AIA) revisions to 35
U.S.C. 102, Conditions for Patentability, novelty
and loss of right to patent

Prior art

The America Invents Act (AIA) revisions to 35
U.S.C. 102, Definition of Prior Art

Practical Effects of the First-to-File Amendments
of the ATA and the Proposed Regulatory Changes

Exceptions for Patent Applicant’s Pre-Filing
Activities and Grace Periods under the AIA 35
U.S.C. § 102(b)(1)(A) and 102(b)(1)(B)

Exceptions for Prior Art under AIA 35 U.S.C.
102(b)(2)(A), (B), and (C) as applied to U.S.
Patents, Patent Applications, and WIPO PCT
Applications

USPTO narrow interpretation of “subject matter”
for Exceptions

USPTO requirements for applicant submissions to
benefit from exceptions

Patents and printed publications as prior art

Physical novelty required for anticipation

Doctrine of inherency

Novelty and anticipation

35 U.S.C.A. § 102(a)

35 U.S.C.A. § 102(b)

The America Invents Act (AIA) revisions to 35
U.S.C. 102(b), 1-year grace period for prior
disclosures by the inventor

35 U.S.C.A. § 102(b)—“In public use”

— —Experimental use

— —Secret use

—“On sale”

The America Invents Act (AIA) revisions to 35
U.S.C. 102(b), effect on the “on sale” bar

35 U.S.C.A. § 102(b)—Comparison of 35 U.S.C.A.
§ 102(a) and 35 U.S.C.A. § 102(b)

Abandonment (35 U.S.C.A. § 102(c))

The America Invents Act (AIA) revisions to 35
U.S.C. 102(c), common ownership exclusion from
prior art

35 U.S.C.A. § 102(d)

35 U.S.C.A. § 102(e)

35 U.S.C.A. § 102(D)

35 U.S.C.A. § 102(g)

Late claiming and intervening rights—Statutory
time limitations on claiming
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§ 10:20 Nonstatutory doctrine of late claiming
§ 10:21 Intervening rights

Appendix 10(A) Changes To Implement the First Inventor
To File Provisions of the Leahy-Smith
America Invents Act

Appendix 10(B) Examination Guidelines for Implementing
the First Inventor To File Provisions of
the Leahy-Smith America Invents Act

CHAPTER 11. UTILITY

§ 11:1 Introduction

§ 11:2  Utility as a requisite of patentability

§ 11:3  “Useful” versus “how to use”

§ 11:4  Operability

§ 11:5 Immoral or illegal

§ 11:6  Standard for mechanical-type inventions

§ 11:7 Standard for chemical and pharmacological inventions

Appendix 11(A) Examination Guidelines for the Utility

Requirement
CHAPTER 12. NONOBVIOUSNESS
§12:1 Introduction
§ 12:2 The negative rules of invention
§12:3 The nonobviousness standard of 35 U.S.C.A. § 103

§ 12:3.20 The America Invents Act (AIA) revisions to 35
U.S.C. § 103, Conditions for Patentability,
nonobvious subject matter

§ 12:3.40 35 U.S.C.A. § 103(b) Exception to nonobvious

requirement

§ 12:3.60 35 U.S.C.A. § 103(c) Exception to nonobvious
requirement

§ 12:4 Mental state of the inventor is irrelevant to
patentability

§12:5 Proper application of 35 U.S.C.A. § 103

§ 12:6 —Making antecedent factual determinations
under 35 U.S.C.A. § 103

§ 12:7 —What constitutes “prior art” under 35 U.S.C.A.
§ 103

§ 12:8 —What constitutes a “difference” under 35
U.S.C.A. § 103

§12:9 —Ascertaining the level of ordinary skill

§12:10 —Perspective legal drawing conclusion under 35
U.S.C.A. §103

§12:11 —“The subject matter as a whole”

§12:12 —“At the time the invention was made” (hindsight

and afterthoughts)
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§12:13 Comparison of the application of 35 U.S.C.A. § 103
in patent application prosecution and in patent
enforcement proceedings

§12:14 Patent application prosecution before the Patent &
Trademark Office—Prima facie obviousness,
motivation to combine prior art references and

rebuttal

§12:15 Manner of adducing evidence in ex parte
prosecution

§ 12:16 Patent enforcement proceedings—Presumption of
patent validity

§12:17 — —Manner of adducing evidence in inter partes
enforcement proceedings

§12:18 Appellate review of determinations under 35
U.S.C.A. § 103

§12:19 Case law prior to 35 U.S.C.A. § 103 as viable
precedent

§ 12:20 The nonobviousness standard of 35 U.S.C.A.
§ 103—Is there a constitutional standard of

invention?

§ 12:21 Analogous and nonanalogous art

§ 12:22 Impact of certain factors on the application of 35
U.S.C.A. §103

§ 12:22.30 The doctrine of Inherency in Obviousness
Determinations

§ 12:23 Impact of certain factors on the application of 35
U.S.C.A. § 103—Obviousness and equivalence

§12:24 —Combinations of old elements

§12:25 —Simplicity and sophistication

§ 12:26 —Predictability (“obvious to try”); expectation of
success

§ 12:27 —Superiority, criticality, and optimization

§ 12:28 —“Teaching away from”

§ 12:29 —Identifying the source of a problem and its
solution

§ 12:30 —Infringer’s promotion

§ 12:31 —Chemical inventions

§ 12:32 — —Structurally obvious compounds

§ 12:32.50 The USPTO’s Examiner Guidance and Training on
prior art databases of the Federal Drug
Administration (FDA) and National Institutes of
Health (NIH) to search drugs, formulations and
their methods of treatment or use

§ 12:33 Impact of certain factors on the application of 35
U.S.C.A. § 103—Chemical inventions—Purity

§12:34 — —Chemical processes

§ 12:35 — —Change in physical form and physical
mixtures
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§ 12:36 — —Genetic engineering

§ 12:37 — — —Hybridoma

§ 12:38 — — —Recombinant DNA

§ 12:39 —Computer software

§ 12:40 Secondary considerations

§12:41 —Unexpected results

§ 12:42 —Synergism (synergy)

§12:43 —Objective evidence of nonobviousness (the
subtests of invention)

§ 12:44 — —Commercial success

§ 12:45 — —Long-felt demand

§ 12:46 — —Commercial acquiescence

§ 12:47 — —Skepticism of experts

§ 12:48 — —Praise for the invention

§ 12:49 — —Copying

§ 12:50 —“Blocking patents” may defeat objective evidence
of nonobviousness

Appendix 12(A) Court Decisions on the Scope of Relevant
Prior Art

Appendix 12(B) Level of Ordinary Skill in Particular Arts
for Obviousness

PART IV. OBTAINING PATENT
PROTECTION

CHAPTER 13. PREPARATION OF PATENT

APPLICATIONS

§13:1 Introduction

§ 13:1.50 Patent Law Treaty (PLT) revises requirements for
USPTO application filing

§ 13:1.60 Required submissions for filing a patent
application and common filing mistakes

§ 13:2 Oath or declaration

§ 13:2.50 —America Invents Act amendments for assignee
filing

§13:3 —To accompany an application for an original
patent

§13:4 —To accompany an application for a reissue
patent

§13:5 Drawings

§ 13:6 Exhibits

§ 13:6.50 USPTO Rules for Electronic Submission of a
Sequence Listing, a Large Table, or a Computer
Program Listing Appendix in Patent Applications
§13:7 Specification

Ixiii



§ 13:7.50
§ 13:7.60
§ 13:8

§ 13:9
§13:10
§13:11
§13:12
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§ 13:13.50

§13:14

§ 13:14.50
§13:15

§ 13:15.20

§ 13:15.30

§ 13:16
§ 13:17
§ 13:17.10

§ 13:18
§ 13:18.50
§13:19
§ 13:20
§ 13:21
§ 13:21.50
§ 13:21.60
§ 13:22

§ 13:23
§ 13:24

§ 13:25
§ 13:26

§ 13:27

§ 13:28
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USPTO notice of missing parts

USPTO Extended Missing Parts Pilot Program

Specification—Title and abstract

—Cross-references to other applications

—Background of invention

—Summary of invention

—Brief description of drawings

—Detailed description

The America Invents Act (AIA) revisions to 35
U.S.C. 112, specification

Specification—Detailed description—“Written
description” of invention (inter alia, “undue
breadth”)

USPTO revised training materials on the written
description requirement

Specification—Detailed description—Enabling
disclosure (inter alia “undue breadth”)

USPTO Guidance on Assessing Enablement in
Utility Applications in View of the Supreme
Court Decision in Amgen v. Sanofi

Specification—Detailed description—Enabling
disclosure (inter alia “undue breadth”)—Prophetic
Examples with Predicted Experimental Results

— —Best mode

—Claims

— —Particularly pointing out and distinctly
claiming the invention

Duty of disclosure

—USPTO Proposed Revision of 37 C.F.R. § 1.56

Information disclosure (prior art) statements

—Filing [37 C.F.R. § 1.97]

—Format [37 C.F.R. § 1.98]

Proposed rules modifying Information Disclosure
Statement (IDS) practice before the USPTO

USPTO Quick Path Information Disclosure
Statement (QPIDS) Pilot Program

Outline of special requirements for biotech patent
applications

—Biological material deposit requirement

—Symbols for and format of nucleotide and amino
acid sequence data

—Adequate written disclosure

Filing the patent application at the Patent and
Trademark Office

—USPTO proposed program “Modernizing Patent
Application Filing”

—USPTO new rule for eFiling patent applications
in structured text format (DOCX)
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Appendix 13(A) 37 C.F.R. § 1.76—Application Data Sheet

Appendix 13(B) Substitute Statement in Lieu of Oath or
Declaration

Appendix 13(C) Applicant’s Declaration for Plant
Application

Appendix 13(D) Requirements for Using the Electronic
Filing System for Patent Applications and
Related Forms

Appendix 13(E) [Reserved]
Appendix 13(F) [Reserved]

Appendix 13(G) Changes To Implement the Inventor’s Oath
or Declaration Provisions of the Leahy-
Smith America Invents Act

Appendix 13(H)  USPTO’s Revised Rules for Compliance
with the International Sequence Listing
Standard ST.26 (37 C.F.R. 1.831—1.835
and 1.839)

CHAPTER 14. PATENT CLAIMS: ANALYSIS
AND SYNTHESIS

§ 14:1 Introduction

§ 14:2 Purpose of patent claims

§ 14:2.50 Breadth of Claims, Claim Language and Scope

§ 14:3 Purpose of patent claims—Defining the invention

§14:4 —Pointing out the invention

§ 14:5 Claims must express novel structure

§ 14:6 Structural versus functional language

§ 14:6.50 Functional Claiming

§ 14:7 Three unities implicit in all claims

§ 14:8 Claim syntax

§ 14:9 —Preamble or introductory phrase

§ 14:10 —Transitional phrase

§ 14:11 —Body of claim

§ 14:12 Claim grammar

§ 14:13 —Antecedent basis must be present

§ 14:14 —Alternative language

§ 14:15 —Markush group

§ 14:16 —Double inclusion of elements

§ 14:17 —Specific expressions—“Substantially”

§ 14:18 — —“About”

§ 14:19 — —“Close to”; “close proximity”; “closely
approximate”; “in abutment with”; “joined”; and
“connected”

§ 14:20 — —“Generally”

§ 14:21 — —“Normally” (“ordinarily”)
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§ 14:22 — —“Similar to”; “and the like”

§ 14:23 — —“Such as” (“preferably,” “particularly,” and
“especially”)

§ 14:24 — —“Optionally”

§ 14:25 — —“At least”

§ 14:26 — —“Whereby” and “so that” clauses

§ 14:27 —Relative terminology (terms of degree)

§ 14:28 —“In a manner similar to”

§ 14:29 —Ranges and proportions

§ 14:30 —Common Phrases and Claimed Element Terms

§ 14:31 Expressions of nonobviousness in claims

§ 14:32 Independent and dependent claims

§ 14:33 Broadening and narrowing of claims

§ 14:34 —Combination-subcombination relationship

§ 14:35 —Genus-species relationship

§ 14:36 —Means plus function claims

§ 14:37 —Step plus function claims

§ 14:37.25 Functional Claims in view of 35 U.S.C. § 112(f)
and USPTO Guidance

§ 14:38 Claims drawn to different statutory classes

§ 14:39 —Machine

§ 14:40 —Manufacture

§ 14:41 —Method

§ 14:42 —Composition

§ 14:43 —Design

§ 14:44 —Plant

§ 14:45 Dominant and subservient claims

§ 14:46 Ascertainment of the meaning of claim terms and
claim construction

§ 14:46.30 —Cases affirming infringement or reversing a

finding of non-infringement in view of claim
language interpretation

§ 14:46.50 —Cases affirming non-infringement in view of
claim language interpretation or reversing a
finding of infringement in view of claim language
interpretation

§ 14:46.70 —Claim terms are to be given their ordinary and
customary meaning

§ 14:46.75 Approaches to Indefiniteness under 35 U.S.C.
§ 112; Patent Examination, Post Grant
Proceedings, and the District Courts

§ 14:47 Courts should resolve claim construction prior to
analyzing a claim for patentability requirements
(35 U.S.C.A. §§ 101, 102, 103, and 112)

Appendix 14(A) Examination of Patent Applications That
Include Claims Containing Alternative
Language, Notice of proposed rule
making (10 Aug 2007)
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Appendix 14(A)(1) American Intellectual Property Law

Association (AIPLA) Comments on
Proposed Rules: “Examination of
Patent Applications That Include
Claims Containing Alternative
Language,” 72 Federal Register 44992
(August 10, 2007)

Appendix 14(A)(2) Intellectual Property Owners Association

(IPO) Comments on Proposed Rules:
“Examination of Patent Applications
That Include Claims Containing
Alternative Language,” 72 Federal
Register 44992 (August 10, 2007)

Volume 5

CHAPTER 15. PROSECUTING PATENT

APPLICATIONS

§ 15:1 Introduction

§ 15:1.5 Quick Primer to the Patent & Trademark Office
(USPTO)

§ 15:1.6 USPTO Announces Multi-year Strategy for
Improving Patent & Trademark Office
Performance

§ 15:1.60 Patent & Trademark Office Publishes Initiatives
To Ensure the Robustness and Reliability of
Patent Rights

§ 15:1.7 USPTO Re-Evaluates Patent Examiner Time
Goals

§ 15:1.15 Summary of provisions for expediting
examination of patent applications

§ 15:1.20 Patent & Trademark Office initiative for
resolving conflicts with applicants—The
Ombudsmen program

§ 15:1.50 Patent & Trademark Office proposed three track
examination process

§ 15:2 Role of the patent attorney
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CHAPTER 15B. POST GRANT REVIEW OF
ISSUED PATENTS—INTER PARTES
PROCEEDINGS: INTER PARTES REVIEW
(IPR), POST GRANT REVIEW (PGR),
COVERED BUSINESS METHOD REVIEW
(CBM)

I. INTER PARTES REVIEW—INTRODUCTORY
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