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patent, 5.15.3 (354)
. . patents, 5.15.13 (389)
. . reception of invention, 5.15.11 (385)
. . self-evidence, 5.15.1 (344)
. . simplicity, 5.15.5 (364)
. . technically or practically obvious,

5.15.6 (367)
. . utility, 5.15.7 (368)

. relevant date, 5.14.9 (340)

OVER-CLAIMING, see also LATENT

DEFECTS
. claims broader than invention made,

8.4.1 (667)
. claims broader that invention dis-

closed, 8.4.2 (668)
. generally, 8.4 (665)

PATENT
. application, see PATENT APPLI-

CATION
. defined, 1.1.1 (3)
. Patent Act
. . history and development of, 1.1.4

(11)
. patent system, purpose of, 1.1.2 (6)
. patentability, criteria for, see PA-

TENTABILITY
. theory, 1.1.3 (7)
. . exploration control theory, 1.1.3.4

(10)
. . induce commercialization theory,

1.1.3.2 (9)
. . information disclosure theory,

1.1.3.3 (9)
. . invention motivation theory, 1.1.3.1

(8)
. U.S. patent system
. . comparison with, 1.1.5 (13)
. . key features, 1.1.5.1 (13)
. versus copyright, 1.1.1 (3)

PATENT ACT
. history and development of, 1.1.4

(11)
. Section 55.2, see PATENTED

MEDICINES (NOTICE OF

COMPLIANCE) REGULATIONS

PATENT ANTICIPATION, see also
ANTICIPATION

PATENT APPLICATION
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PATENT APPLICATION — (cont’d)
. applying outside Canada, 1.2.1.3

(17)
. claim date (priority date), 1.2.1.2

(16)
. contents of, see CONTENTS OF

PATENT APPLICATION
. examination of, see EXAMINA-

TION OF PATENT APPLICA-

TIONS
. filing dates, 1.2.1.1 (15)
. generally, 1.2 (15)
. misrepresentation, 8.3 (661)
. patent prosecution highway, 1.2.1.4

(18)
. patentability, criteria for, see PA-

TENTABILITY

PATENT CLAIMS, 1.2.3.2 (28) see also
CONTENTS OF PATENT AP-

PLICATION

PATENT PROCEDURE
. filing application, 1.3 (31)
. filing date, 1.3.1 (31)
. public disclosure, 1.3.3 (31)
. serial number, 1.3.2 (30)

PATENT SYSTEM
. Canada, 1.1 (3)
. . patent, defined, 1.1.1 (3)
. . purpose of, 1.1.2 (6)
. . patent theory, 1.1.3 (7)

PATENT THEORY
. exploration control theory, 1.1.3.4

(10)
. induce commercialization theory,

1.1.3.2 (9)
. information disclosure theory,

1.1.3.3 (9)
. invention motivation theory, 1.1.3.1

(8)

PATENTABILITY
. criteria for, 1.2.2 (19)

. . inventiveness (non-obviousness),

1.2.2.4 (25)
. . novelty, 1.2.2.2 (22)
. . patentable subject matter, 1.2.2.1

(19)
. . utility, 1.2.2.3 (23)

PATENTABLE SUBJECT MATTER
. “art”, 2.1.2 (45)
. “composition of matter”, 2.1.6 (46)
. computer implemented inventions,

2.2.4 (76)
. invention defined, 2.1.1 (44)
. known compounds and process, new

uses for, 2.2.1 (47)
. life forms, 2.2.3 (70)
. “machine”, 2.1.4 (46)
. “manufacture”, 2.1.5 (46)
. methods of medical treatment, 2.2.2

(49)
. patentable, what is, 2.1 (44)
. . statutory provisions, 2.2.1 (47)
. “process”, 2.1.3 (45)
. United States, 2.1.7 (46)

PATENTED MEDICINES (NOTICE

OF COMPLIANCE) REGULA-

TIONS
. appeals, 10.5 (809)
. conclusion, 10.9 (813)
. damages (Section 8), 10.8 (812)
. . liability, 10.8.3 (812)
. . parties, 10.8.2 (812)
. impeachment proceedings, 10.6.1

(810)
. infringement proceedings, patents

not on Patent Register, 10.6.2 (810)
. issuance of (Section 7), 10.7 (811)
. overview, 10.1 (789)
. Patent List and s. 4 of Regulations,

10.2 (794)
. . listing, timing requirements for,

10.2.1 (795)
. . qualifying patents, 10.2.2 (795)
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PATENTED MEDICINES (NOTICE

OF COMPLIANCE) REGULA-

TIONS — (cont’d)
. Regulations,
. . 2017 amendments, 10.1.3 (793)
. . background and purpose, 10.1.1

(789)
. . mechanics of, 10.1.2 (792)
. section 6 proceedings, 10.4 (802)
. . case management, 10.4.4 (807)
. . discovery/pre-trial steps, 10.4.6

(808)
. . initiation of an action, 10.4.3 (805)
. . motion to strike, 10.4.5 (808)
. . notice of allegation, 10.4.1 (802)
. . receipt and response to NOA, 10.4.2

(803)
. . trial of the action, 10.4.7 (809)
. submission for Notice of Com-

pliance and s. 5 of Regulations, 10.3
(801)

PERSON SKILLED IN ART
. expert evidence, 5.10.4 (286)
. identifying, 5.10.1 (270)
. notional person, 5.10.2 (271)
. qualities and capabilities, 5.10.3

(276)
. . ordinary skill, 5.10.3.3 (278)
. . other, 5.10.3.8 (285)
. . practical interest, 5.10.3.2 (277)
. . reasonably diligent, 5.10.3.5 (284)
. . seeking success, 5.10.3.7 (285)
. . sufficient skill, 5.10.3.1 (276)
. . unimaginative, 5.10.3.4 (281)
. . willing to understand, 5.10.3.6 (285)

PLEADINGS, see also LITIGATION
. attack of, 9.2.5 (709)
. close of, 9.2.6 (719)
. counterclaim, 9.2.4 (708)
. reply, 9.2.3 (708)
. settlement, offers and discussions,

9.2.6.1 (719)

. statement of claim, 9.2.1 (700)

. statement of defence, 9.2.2 (706)

. striking of pleadings (timing issues),

9.2.5.1 (709)

PRE-TRIAL MATTERS, see also LI-

TIGATION
. bifurcation, 9.4.3 (744)
. costs, security for, 9.4.1 (737)
. expert evidence, 9.4.5 (745)
. notice to admit, 9.4.4 (745)
. pre-trial conference, 9.4.6 (750)
. severance of issues, 9.4.3 (744)
. summary judgment, 9.4.2 (738)
. summary trial, 9.4.2 (738)

PRIOR ART, see also INVENTIVE-

NESS
. age of prior art, 5.9.3.9 (265)
. all of relevant art, 5.9.3.2 (248)
. art cafter relevant date, 5.9.3.4 (252)
. art cited in patent, 5.9.3.3 (251)
. assessing obviousness, 5.9 (241)
. . current Act, 5.9.2 (242)
. . old Act, 5.9.1 (241)
. . other issues, 5.9.3 (247)
. disclosure to person skilled in the

art, 5.9.3.1 (247)
. expert evidence as to, 5.9.4 (268)
. how art was located, 5.9.3.7 (262)
. information outside field of person

skilled in art, 5.9.3.5 (253)
. mosaic, 5.9.3.12 (266)
. nature of disclosure, 5.9.3.8 (263)
. paper references, 5.9.3.11 (266)
. person skilled in art, see PERSON

SKILLED IN ART
. recent art, 5.9.3.10 (265)
. relevance of diligent search, 5.9.3.6

(255)

PROSECUTION OF PATENT AP-

PLICATIONS, see also EX-
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AMINATION OF PATENT AP-

PLICATIONS
. amendments to patents, 1.4.4.4 (38)
. disclaimer, 1.4.4.5 (38)
. examiner, role of, 1.4.4.1 (34)
. office action, responding to, 1.4.4.2

(34)
. prosecution history estoppel, 1.4.4.6

(40)
. re-examination, 1.4.4.4 (38)
. refusal to grant patent, appealing,

1.4.4.3 (36)
. re-issue, 1.4.4.5 (38)

REISSUE OF PATENTS, see also
LATENT DEFECTS

. appeal, 8.10.6 (693)

. certificate of board, 8.10.5 (692)

. re-examination, 8.10.1 (690)

. re-examination board, establishment

of, 8.10.3 (691)
. re-examination proceeding, 8.10.4

(692)
. request for re-examination, 8.10.2

(691)

REMEDIES, see also LITIGATION
. aggravated damages, 9.6.7 (779)
. appeals, 9.7 (782)
. . appeal book, 9.7.3 (784)
. . appearance, 9.7.2 (784)
. . authorities, book of, 9.7.6 (786)
. . cross-appeal, 9.7.2 (784)
. . hearing, requisition for, 9.7.5 (785)
. . memorandum of, 9.7.4 (785)
. . notice of appeal, 9.7.1 (783)
. costs, 9.6.9 (779)
. damages, 9.6.3 (765)
. . burden of proof, 9.6.3.3 (767)
. . compensatory damages, 9.6.3.1

(765)
. . entitlement, 9.6.3.6 (773)
. . Patent Act damages, 9.6.3.2 (766)

. . post-issuance activities, re, 9.6.3.5

(768)
. . reasonable compensation, 9.6.3.4

(767)
. destruction of infringing goods,

9.6.2 (765)
. injunctive relief, 9.6.1 (763)
. . Anton Piller orders, 9.6.1.3 (765)
. . interim injunctions, 9.6.1.1 (763)
. . interlocutory injunctions, 9.6.1.1

(763)
. . permanent injunctions, 9.6.1.2 (764)
. interest, 9.6.8 (779)
. orders, 9.6.11 (781)
. profits, 9.6.4 (773)
. . burden of proof, 9.6.4.1 (775)
. punitive damages, 9.6.5 (777)
. settlement, offers of, 9.6.10 (781)
. special damages, 9.6.6 (778)

SECURITY INTERESTS, see also
BUSINESS ASSETS

. legal requirements, 11.3.1 (866)

. . financing licence as security interest,

11.3.1.2 (867)
. . licensing collateral, 11.3.1.3 (761)
. . patent or licence as object of security

interest, 11.3.1.1 (866)
. . perfection and priorities, 11.3.1.4

(869)
. patent securitization, 11.3.2 (871)

SOUND PREDICTION, see also UTI-

LITY
. after-the-fact validation, 4.11.2 (184)
. breadth of claim, and, 4.11.3 (186)
. demonstrated utility and proper

disclosure, 4.11.4 (188)
. generally, 4.11 (178), 8.5 (668)
. obviousness, 4.11.5 (190)
. predicted utility (3-part test), 4.11.1

(180)

TRIALS, see also LITIGATION
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TRIALS — (cont’d)
. adducing evidence, 9.5.2 (752)
. demonstrative evidence, 9.5.2.3

(760)
. expert evidence, 9.5.2.2 (752)
. expert evidence, admissibility,

9.5.2.2.1 (753)
. opening statements, 9.5.1 (751)
. use of discovery, 9.5.2.4 (761)
. witnesses, 9.5.2.1 (752)

USING, see also INFRINGEMENT
. Monsanto decision, 7.2.2.1 (603)
. product of patented process of ma-

chine, 7.2.2.3 (606)
. unintended manner, 7.2.2.2 (605)

UTILITY
. assessing,
. . relevant addressee, 4.4 (143)
. . relevant date, 4.3 (142)
. burden and standard of proof, 4.12

(178)
. commercial success as evidence of,

4.10 (176)
. degree of, required, 4.5 (145)
. disclosure and, 4.7 (150)
. element of invention, 4.2 (141)
. introduction, 4.1 (140)
. inutility, grounds for, see IN-

UTILITY
. predicted utility (3-part test), 4.11.1

(180)
. relevant addressee for assessing, 4.4

(143)
. relevant date for assessing, 4.3 (142)
. sound prediction and, see SOUND

PREDICTION
. subject matter, relation to, 4.6 (148)

WORDS AND PHRASES, see also
CLAIM CONSTRUCTION

. external material, use of, 6.7.3 (509)

. . dictionaries, 6.7.3.1 (510)

. . file wrapper estoppel, 6.7.3.2 (512)

. . foreign decisions and issue estoppel,

6.7.3.7 (520)
. . other Canadian decisions on same

patent, 6.7.3.6 (519)
. . other patents of same owner, 6.7.3.5

(518)
. . prior art, 6.7.3.3 (517)
. . testimony of inventor, 6.7.3.4 (517)
. generally, 6.7 (475)
. pre-construction set-up, 6.7.1 (476)
. . defendant’s product, 6.7.1.4 (484)
. . objective attitude, 6.7.1.3 (482)
. . relevant date, 6.7.1.1 (477)
. . skilled reader, 6.7.1.2 (479)
. use of language: synecdoche or me-

tonymy, 6.7.4 (522)
. . examples of, 6.7.4.1 (525)
. use of patent specification, 6.7.2

(486)
. . “comprising” or “consisting of”,

6.7.2.5 (490)
. . dependent claims, 6.7.2.8 (502),

6.7.2.9 (508)
. . disclosure and drawings, 6.7.2.6

(494)
. . other independent claims, 6.7.2.10

(508)
. . patentee as lexicographer, 6.7.2.2

(487)
. . patent read as a whole, 6.7.2.1 (486)
. . preamble to the claim, 6.7.2.4 (489)
. . use of abstract, 6.7.2.3 (489)
. . use of variants clause, 6.7.2.7 (501)
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