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ACQUIRED
DISTINCTIVENESS, 53-57,
81-83

ACQUISITION OF RIGHTS
THROUGH REGISTRATION
* adoption, 171-172

* making known prior to June 17,
2019, 172-174

e post-June 17, 2019, 177

* proposed use prior to June 17,
2019, 174-175

* trademarks registered abroad
prior to June 17, 2019, 175-177

ADVERTISING, see BRAND
ADVERTISING, PROTECTION

ADVERTISING STANDARDS
CANADA ADVERTISING
DISPUTE PROCEDURE 2019,
439

ANTICYBERSQUATTING
CONSUMER PROTECTION
ACT (US), 129

ANTI-SPAM LEGISLATION
(CASL)

e commercial electronic message
(CEM)

e * altering transmission data, 157
e ¢ basic rule re sending, 152

e « compliance programs, 160-161
e o computer programs, 157

e ¢ consent

implied, 156-157

seeking, 153

e o content, 152
e o defined, 151-152

e exceptions to consent
requirement, 153-156

e o penalties for non-compliance
and enforcement, 159-160

e o trangitional provisions, 159
e ¢ unsubscribe mechanism, 152
e« generally, 151, 167

ARTISTIC WORKS

* rights associated with artistic
work, 378-380

e what is protected, 377-378

ASSIGNMENT
* industrial designs, 352-353
e trademarks, 213-217, 242

ASSOCIATED TRADEMARKS,
85

AVAILABILITY SEARCHES,
68-71

BRAND

¢ defined, 15-16

BRAND ADVERTISING,
PROTECTION

e Advertising Standards Canada
Advertising Dispute Procedure
2019, 439

e brand management, and, 452

e common law rights — passing
off, 409

e comparative advertising
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INDEX

BRAND ADVERTISING,
PROTECTION (cont’d)

Canadian Code of Advertising
Standards, 438-439, 441

Competition Act, 432-434
Copyright Act, 437
generally, 432, 441

torts of injurious falsehood and
unlawful interference with
economic relations, 437-438

Trademarks Act, 434-436

e copyright protection

ownership, 407-408, 439
parodies, 408-409

» generally, 407, 439
* misleading advertising

access to Competition
Tribunal, 418-419, 439

“astroturfing”, 440-441
correction notices, 424
criminal offences, 412-414
generally, 409, 439, 440
legislative framework, 409-412

product performance claims,
424-427, 441

representations

* Internet, application of
Competition Act, 419

* misleading, 419-423, 440

* misleading price, 427-432,
441

* responsibility for, 415-416

e social media, 419, 441
reviewable matters

» generally, 414-415

e remedies, 416-418

* trademark protection

e » slogans and taglines, 406-407,

439

BRAND COMPONENTS

brand expression, 1

consistency and brand
recognition, 4

differentiation, 2-3

distribution channels, control of,
4-5

“fluid” versions of brand, 4
generally, 1-2

internal branding, 5

legal protection of brand, 5

repositioning or revitalizing
brand, 3-4

review of brand, 3

BRAND EQUITY

brand knowledge, 8
brand loyalty, 8
building brand equity, 8
defined, 7-8, 16
importance of, 8-9

BRAND EXECUTION, 6
BRAND EXTENSIONS

adverse implications, 10-11
brand equity, and, 10
checklist, 86-87

generally, 10-11

licensing, 11

risks of launching new product
or service, 21-22

BRAND IMAGE

brand advertising, and, 439
brand execution, 6
brand position, 6



BRAND IMAGE (cont’d)

BRAND KNOWLEDGE, 7, 8, 24

corporate social responsibility
programs, 7

defined, 6

BRAND LOYALTY, 8, 16
BRAND MANAGEMENT

POLICIES
brand name selection, 444

control of distribution channels,
4

controlling brand expression,
445-447

educational programs, 449-450
enforcing rights, 452-453
generally, 16, 443

licensing programs, 447-448

obtaining and maintaining
trademark registrations, 444-445

online branding, 444
policing the marketplace
* generally, 450

* monitoring the Trade-marks
Journal, 450-451

» specific investigations carried
out by brand owner, 452

e watch services, 451-452

protecting brand advertising, 454

protecting product packaging,
454

protecting product shape and
appearance, 453-454

records retention, 448-449

BRAND NAME

change of name, 22-23
international considerations
e brand image, 24

INDEX 457

e ¢ brand names, 23-24
¢ selection
e ¢ cautions, 20-21

* ¢ characteristics of good name,
19-20

e o checklist, 86-87
* ¢ choosing name, 17-18
e o federal legislation, and, 21

* generally, 444

trademark protection in Canada

e amendments to Trademarks
Act, 27-28

* o Budget Implementation Act,
2018, No. 2, 48-50

e o Canada-European
Comprehensive Economic
Trade Agreement
Implementation Act, 43-48

e o Combating Counterfeit
Products Act, 28

e o FEconomic Action Plan 2014
Act, No. 1, 28-43

e o« generally, 25-27

e o Olympic and Paralympic
Marks Act, 43

e o Trademarks Act, in force date
for amendments, 50

e o Trademark Regulations,
amended, 50

BRAND NAME PROTECTION,
see ENFORCEMENT —
PROTECTION OF BRAND
NAMES, REGISTRATION

BRAND POSITION/BRAND
POSITIONING, 6, 14, 402

BRAND SYSTEMS
e brand portfolio strategy, 13, 16
e economic considerations, 13
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BRAND SYSTEMS (cont’d)
* endorsement role of corporate
brands, 12

* hierarchy of brands used
concurrently, 11

e private label brands, 12
* strong autonomous brands, 12

CANADIAN CODE OF
ADVERTISING STANDARDS,
434-435

CANADIAN INTERNET
REGISTRATION
AUTHORITY DISPUTE
RESOLUTION POLICY
(CDRP), 118-123

CERTIFICATION MARK, 30,
51, 57-59, 194, 196

CHECKLISTS

e brand, 15-16

* brand advertising, 439-441

¢ brand name selection, 86-88

e enforcement, 321-323

* Internet branding, 165-167

* product packaging, 400-403

e product shape and appearance,
363

* registration, 240-242
CO-BRANDING

» advantages vs disadvantages, 14
e caselaw, 14-15

e defined, 13, 16

» generally, 16

* steps to be taken, 15

COINED OR INVENTED
WORDS, 20, 56, 78-79, 87

COMBATING COUNTERFEIT
PRODUCTS ACT, 28, 48, 50,
131, 290, 292, 298, 322, 399

COMMERCIAL ELECTRONIC
MESSAGE (CEM), 151-152,
153, 155-157, 159, 160-161, 167

COMMON LAW RIGHTS

* passing off

e ¢ Dbasis of action, 306-311, 322

e ¢ brand advertising, 409

e o damage, 316-317

e o defences

consent, 320

descriptive trademarks, 317-
318

estoppel by convention, 320
functionality, 319
geographical words, 318-319
loss of distinctiveness, 318
plaintiff’s own goods, 317

use of defendant’s own
name, 320

use of registered trademark,
319

* ¢ misrepresentation, 314-316

*  reputation or goodwill, 313-
314

e s.7(b), (c), 311-313

* registration, 169-171, 240, 241
COMPARATIVE
ADVERTISING

* Canadian Code of Advertising
Standards, 438-439

* Competition Act, 432-434
* Copyright Act, 437
* generally, 432



COMPARATIVE

ADVERTISING (cont’d)

e torts of injurious falsehood and
unlawful interference with
economic relations, 437-438

e Trademarks Act, 434-436

COMPETITION ACT

e comparative advertising, 432-434
* Internet representations, 419

* purpose, 409-410

CONFUSING TRADE MARKS
e criteria for determining, 244-251
 duration of use, 253-254

* generally, 84-85, 321, 322

¢ inherent distinctiveness, 251-253
e nature of trade, 258-259

* nature of goods, service or
business, 254-258

* resemblance, degree of
e o gappearance, 260-263
e ¢ idea, 264-265

e o sound, 263-264

COPYRIGHT

* brand advertising

e o ownership, 407-408, 439

e ¢« parodies, 408-409

e industrial design, and, 336-339
» product packaging, protection of
e » Qacquisition, 371-372

e o compilations, 374-375

e o derivative works, 375

e o fixation, 374

o originality, 372-374

COUNTERFEITS, SALE ON
INTERNET, 130-132

INDEX 459
CRITICISM OR GRIPE SITES,
132-134, 167

CYBERSQUATTING AND
RELATED CONCERNS

actions in the courts, 109-112

Anticybersquatting Consumer
Protection Act (US), 129

* Canadian Internet Registration
Authority Dispute Resolution
Policy (CDRP), 118-123, 166-
167

generally, 108-109

Uniform Dispute Resolution
Policy (UDRP), 112-118, 166-
167

Uniform Rapid Suspension
System (URS)

* appeal, 128

* ¢ circumstances showing bad
faith registration, 124

e o determination, timing of, 127-
128

e ¢ evidence, 127

e o examiner, 127

e o fees, 126

e « form of complaint, 126

e ¢ grounds for complaint, 123-
124

* ¢ initiating proceedings, 125,
166-167

* « Notice of Lock, 125

e ¢« penalties, 129

e o purpose, 123

e o response to complaint, 126
e o review, 124-125

e » suspension, 128

WHOIS, online directory service,
99
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DESCRIPTIVE OR
DECEPTIVELY
MISDESCRIPTIVE
TRADEMARKS

e coined or invented words, 78-79

* conditions of or persons
employed in production of
goods, 80

e disclaimer, 80-81

e generally, 74-78

» geographical words, 79-80
* suggestive words, 78

DISTINCTIVENESS

* acquired/secondary meaning, 53-
57, 81-83

» generally, 31

DISTINGUISHING GUISE
e defined, 324

e definition repealed, 29, 31, 33,
53, 327

e generally, 51, 199, 293

e prior to June 17, 2019, 270, 326-
329

DOMAIN NAMES

* acquisition and management

e » management, 105-107, 166

e o registration, 101-105, 166

e availability, 98-101

* cybersquatting and related
concerns

e o actions in the courts, 109-112

e o Anticybersquatting Consumer
Protection Act (US), 129

e ¢ (Canadian Internet Registration
Authority Dispute Resolution
Policy (CDRP), 118-123

» « generally, 108-109

e Uniform Dispute Resolution
Policy (UDRP), 112-118

e Uniform Rapid Suspension
System (URS), 123-129

defined, 93
domain name system, 93-96

Internet Corporation for
Assigned Names and Numbers
(ICANN), 95, 97-98

New gTLD Program, 96-98

protecting as trademarks, 107-
108

Second Level Domain (SLD), 94

Top Level Domain (TLD), 94,
442

e country code (ccTLD), 94, 96
e generic (gTLD), 94-95, 444

Uniform Resource Locator
(URL), 94

WHOIS, online directory service,
99

ENFORCEMENT —

PROTECTION OF BRAND
NAMES

common law rights — passing
off

¢ basis of action, 306-311, 326
e damage, 316-317

e defences

e o consent, 320

e o descriptive trademarks, 317-
318

e« estoppel by convention, 320
e o functionality, 319

e o o ogeographical words, 318-319

e o Joss of distinctiveness, 319
e « plaintiff’s own goods, 317



ENFORCEMENT —
PROTECTION OF BRAND
NAMES (cont’d)

use of defendant’s own
name, 319-320

use of registered trademark,
319

* misrepresentation, 314-316

e reputation or goodwill, 311-
313

e s.7(b), (c), 310-313
confusing trademarks

 criteria for determining, 244-
251

e duration of use, 253-254
* generally, 321, 322

¢ inherent distinctiveness, 251-
253

e nature of trade, 258-259

* nature of goods, service or
business, 254-258

* resemblance, degree of

e o appearance, 260-263

idea, 264-265

sound, 263-264

criminal offence, 304-306

generally, 243-244

infringement

* depreciating value of goodwill

attached to trademark, 295-
298, 321

* generally, 289-295, 320-321
new border regime
e detained goods

measures relating to, 301-
302

rights owner’s expense, at
the, 302-304

INDEX 461

generally, 298, 322

prohibition on importation or
exportation, 298-300

request for assistance, 300-301

* opposition proceedings

appeal, 285-289
evidence, 276-282
hearing, 282-285

instituting opposition, 265-276,
322

EUROPEAN UNION
INTELLECTUAL PROEPRTY
OFFICE (EUIPO), 131

EXPUNGEMENT
* Federal Court, by

e grounds

abandonment, 238
entitlement, 239

filed in bad faith, 239-240
not distinctive, 236-238
not registrable, 236

s. 18, 234-235

unreasonably limit
development of any art or
industry, 240

jurisdiction, 230-232
limitations, 233-234

* person interested, 232-233
generally, 241-242

non-use

* absence of use, 225-227

after June 17, 2019, 229-230
appeal, 228-229

decision, 227-228

evidence, 221-225

s. 45, 219-221
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FRAMING, 140-141, 167

GENERAL DATA
PROTECTION
REGULATION (GDPR), 100-
101

GRIPE SITES, 132-134, 167

HAGUE AGREEMENT

* generally, 359

* Hague registrations, 361-363

* international applications, 359-
361

INDUSTRIAL DESIGNS

* basic elements of design, 331-
333

e design must appeal to and be
judged solely by the eye, 333-
334

 features applied to useful article
dictated solely by utilitarian
function, 334-335

* other intellectual property rights
e o copyright, 336-339

*  patents, 339-340

e o trademarks, 336

* protection, see PRODUCT
SHAPE AND APPEARANCE,
PROTECTION

e sets and kits, 335-336

INFRINGEMENT

* action for passing off vs action
for infringement, 309-310

 confusing similar, and, 120-121

* depreciating value of goodwill
attached to trademark, 295-298,
321

» generally, 289-295, 320-321
e Internet branding, and, 110
e linking, and, 140

* metatags and use of other’s trade
name or mark, 135-136

* parodies, and, 132-133, 408-409
* product packaging

e o direct, 397-398, 403

e o secondary, 398-399, 403

e+ 2015 Border Enforcement
Measures, 399, 403

* widespread use of trademark by
others and loss of distinctiveness,
237

INTERNET

* anti-spam legislation, 151

* jurisdictional issues, 141-148

* privacy issues, 148-151, 167

INTERNET BRANDING

» advantages of Internet, 90-91

e “bricks and mortar” businesses,
use of Internet, 91

* co-ordination of online and
traditional branding efforts, 91-
92

e domain name system, 93-96

e dot.com boom, brand
development, and, 90

» generally, 89-92, 165-166, 442

¢ Internet, defined, 92-93

¢ social media sites, and, 92

INTERNET CORPORATION
FOR ASSIGNED NAMES

AND NUMBERS (ICANN), 94,
95, 97-98, 102-105

KEYWORDS, 137-139

LICENSING

e industrial design, 349-350
e programs, 447-448

e trademarks, 217-219, 242



LINKING, 140-141, 167

LITERARY WORKS

* rights associated with literary
work, 376-377

* what is protected, 375-376

MARKETPLACE POLICING
* generally, 450

* monitoring the Trade-marks
Journal, 450-451

* specific investigations carried out
by brand owner, 452

e watch services, 451-452
METATAGS, 135-136

MISLEADING ADVERTISING

e access to Competition Tribunal,
418-419

e correction notices, 424

e criminal offences, 412-414

e generally, 409, 439

* legislative framework, 409-412

e product performance claims,
424-427

* representations

e o Internet, application of
Competition Act, 419

* » misleading, 419-423

* « misleading price, 427-432
* ¢ responsibility for, 415-416
* reviewable matters

o« generally, 414-415

e o remedies, 416-427

MORAL RIGHTS

* acts not constituting infringement
of, 339

e assignment not permitted, 393
» generally, 394-395, 402-403

INDEX 463

* infringement, 399
* performers, 394-395, 402-403
e waiver, 394, 395

MOUSE TRAPPING, 134-135

NICE CLASSIFICATION
SYSTEM, 34-36, 37, 197-198,
245, 272

OFFICIAL MARKS, 64-68, 87

OPPOSITION PROCEEDINGS
¢ amendments, 275-276

* appeal to Federal Court, 285-289
* basis for opposition

e o after June 17, 2019, 271-272

e o prior to June 17, 2019, 267-
271

e evidence, 276-282
 foreign trademark owner, 271
* hearing, 282-285

* instituting opposition, 265-276,
322

* onus of proof, 278
* stay of proceedings, 276

e striking statement of opposition,
273-274

ORGANIZATION FOR
ECONOMIC COOPERATION
AND DEVELOPMENT
(OECD), 130-131

ORIGINALITY

* copyright, 372-374, 401

e defined, 340

e industrial design, and, 340-343

OWNERSHIP
e author, 383, 403
e compilations, 385
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OWNERSHIP (cont’d)
e computer generated works, 384-
385

contracts of service

e o absence of agreement to the
contrary, 393

e o control test, 391-392
e o economic reality test, 392-393
e o generally, 390-391

e » organization or integration test,

392

e ¢ work must be made in course
of employment, 393

engravings
e o after November 7, 2012, 389
¢ defined, 388

e prior to November 7, 2012,
389, 402

generally, 383

photographs
e o after November 7, 2012, 388
e o« generally, 385

e o prior to November 7, 2012,
386-388, 402

* sketches and drawings, 389-390

PARODIES, 408-409

PASSING OFF — COMMON
LAW RIGHTS

e basis of action, 306-311, 322

* brand advertising, 409

e damage, 316-317

e defences

e o consent, 320

e o descriptive trademarks, 317-
318

* ¢ estoppel by convention, 320
* « functionality, 319

e o geographical words, 318
e o Joss of distinctiveness, 319
e » plaintiff’s own goods, 317

e o yuse of defendant’s own name,
320

e« use of registered trademark,
319

* misrepresentation, 314-316
* reputation or goodwill, 313-314
* s. 7(b), (c), 311-313

PATENTS

* industrial designs, and, 339-340

PHISHING AND RELATED
PROBLEMS, 129-130, 167

PHOTOGRAPHS

¢ defined, 378

e ownership

e o after November 7, 2012, 388

» « generally, 385

e o prior to November 7, 2012,

386-388, 402

POP-UP ADVERTISEMENTS,
134

PRIVACY ISSUES

e Internet, and, 148-151, 167

* Personal Information Protection
and Electronic Documents Act
(PIPEDA), 148-151

* WHOIS Privacy Policy, 122

PRODUCT PACKAGING,
PROTECTION

e artistic works

e o defined, 401

e  rights associated with artistic
work, 378-380

* « what is protected, 377-378



PRODUCT PACKAGING,
PROTECTION (cont’d)

assignment

* must be in writing, 395-396
* statutory provisions, 395

* subject matter, 396-397
brand management, and, 454
copyright

* acquisition, 371-372

* compilations, 374-375, 401
e connecting factors, 401

e derivative works, 375

e fixation, 374

e generally, 400-401
 originality, 372, 374, 401

e points of attachment, 401
generally, 369-370, 400-403
infringement

* direct, 397-398, 403

* secondary, 398-399, 403

e 2015 Border Enforcement
Measures, 399-400, 403

literary works

e rights associated with literary

work, 376-377
* what is protected, 372-373
marking, 382-383, 402
moral rights, 394-395, 402
ownership
e author, 384, 402
e compilations, 385

e computer generated works,
384-385

e contracts of service

e o absence of agreement to the

contrary, 389
e o control test, 391-392
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e e o economic reality test, 392-
393

e e o generally, 390-391

* ¢ o organization or integration
test, 392

e e+ work must be made in
course of employment, 393

*  engravings
e o o after November 7, 2012, 389
e o o defined, 388-389

e e e prior to November 7, 2012,
389, 402

e o generally, 383-384

e o photographs

e o o after November 7, 2012, 388
e o o ogeperally, 385-386

e e ¢ prior to November 7, 2012,
386-388, 402

» o sketches and drawings, 389
registration, effect, 380-382, 402
e term of protections, 382-383
trademarks, 370-371, 400
PRODUCT SHAPE AND

APPEARANCE,
PROTECTION

* amendment of register

e ¢ expungement, 355

e o gstatutory provisions, 354
 assignment and licence, 352-353
e brand management, and, 453-454
* distinguishing guise

* o defined, 326-327

* ¢ definition repealed, 330

e prior to June 17, 2019, 326-
329

» generally, 325-326, 367
* Hague Agreement
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INDEX

PRODUCT SHAPE AND
APPEARANCE,
PROTECTION (cont’d)

* generally, 359, 369
* Hague registrations, 361-363

* international applications, 359-
361

industrial designs

* basic elements of design, 331-
333

e design must appeal to and be
judged solely by the eye, 333-
334, 367

» features applied to useful
article dictated solely by
utilitarian function, 334

* other intellectual property
rights

copyright, 336-339
patents, 339-340
trademarks, 336

* sets and kits, 335-336
infringement, 356-359
marking, 350-351, 367

novelty after November 5, 2018,
342-343, 367

originality prior to November 5,
2018, 340-342

proprietor

* designs executed for
consideration, 352, 367

* first proprietor, 351-352, 367

publication prior to November 5,
2018, 343-344

registration
* application, 344-346, 367
 divisional application, 346

e examination of application to
determine registrability, 346

exclusive right acquired by
registration, 349, 367-368

filing date, 347
priority of applications, 347

registration package from
Industrial Design Office,
contents, 350

where Minister determines
design not registrable, 346

* three dimensional shape or mode
of packaging goods after June
17, 2019, 330, 367

° term

e o after November 5, 2018, 354,
367

e prior to November 5, 2018,
354

trade dress or get-up of goods

e ¢« common to the trade, 366
functionality, 365-366
generally, 362-364, 368
similarity of get-up, 365
substitution of goods, 367

PROHIBITED MARKS, 59-64,
85

PROTECTION OF BRAND
NAMES, see REGISTRATION

RECORDS RETENTION,
BRAND MANAGEMENT
AND, 448-449

REGISTRATION

* acquisition of rights

e o adoption, 171-172

* « making known prior to June
17, 2019, 172-174

e o post-June 17, 2019, 177

* « proposed use prior to June 17,
2019, 174-175



REGISTRATION (cont’d)

e o trademarks registered abroad
prior to June 17, 2019, 175-
177

advertisement, 205

allowance after June 17, 2019,
208-209

allowance prior to June 17,
2019, 208

applications
e o after June 17, 2019

e o o divisional applications, 199-
200

e o« o foreign priority claims, 200-
201

e oo geperally, 196-198

e o o gtandard characters, 198

generally, 241

prior to June 17, 2019, 192-
196

transitional provisions, 204

attacking registration, 242
benefits, 169-171

e common law rights, 169-170,
240, 241

concurrent rights, 212
disclaimer, 204-205
effect of registration, 209-210

entitlement after to June 17,
2019, 192

entitlement prior to June 17,
2019

marks registered and used
abroad, 189-191, 241

marks used or made known in
Canada, 188-189

proposed use marks, 191

examination after June 17, 2019,
202-204

INDEX 467

examination prior to June 17,
2019, 201-202

generally, 169-171, 240
invalidity, 210-212

Madrid Protocol applications
after June 17, 2019

* applications for international
registration, 206-207

* generally, 205-206, 240

e territorial extension to Canada,
207-208

marking, 210

public notice of rights, 240
registrability

* acquired distinctiveness, 81-83

¢ associated trademarks after to
June 17, 2019, 85

* associated trademarks prior to
June 17, 2019, 85

e checklist, 86-88

* confusing with registered
trademark, 84-85, 241

* descriptive or deceptively
misdescriptive trademarks, 74-
81

e generally, 71-72

* names of goods or services,
83-84, 241

e primarily merely a name or
surname, 72-74

* prohibited trademarks, 86

term of protection and renewal
after to June 17, 2019, 212-213,
242

term of protection and renewal
prior to June 17, 2019, 212

trademark use
* deviating use, 186-188
» exported goods, 186
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INDEX

REGISTRATION (cont’d)

SEARCH ENGINE RANKINGS,

e generally, 177-179
e services, 183-185

* use of ® symbol for registered

marks, 242

e use of ™ potation for
unregistered marks, 242

e goods, 180-183

139

SECONDARY MEANING, 53-

57, 81-83

SINGAPORE TREATY ON THE

LAW OF TRADEMARKS, 27,
31, 41-42, 43

SOCIAL MEDIA

branding, and, 92

generally, 161-162, 165, 167
hashtags, 163

influencers, 165

trademark claims, 164-165

unauthorized or negative
publicity, 163-164

user names, 162-163

TRADE DRESS OR GET-UP

OF GOODS

common to the trade, 366
functionality, 365-366
generally, 362-364, 368
similarity of get-up, 364-365
substitution of goods, 367

TRADEMARK PROTECTION

IN CANADA

Budget Implementation Act,
2018, No. 2, 48-50

Canada-European
Comprehensive Economic Trade

Agreement Implementation Act,
43-48

Combating Counterfeit Products
Act, 28

Economic Action Plan 2014 Act,
No. 1

applications, 36-37
associated trademarks, 41

broadened scope for
applications, 31-32

certification marks, 30
changes in nomenclature, 29
Convention priority, 37

declaration of use not required,
39-40

distinctiveness, 30
distinguishing guise, 31, 33
divisional applications, 38-39
entitlement, 32-33

errors, correction of, 40

Nice Classification system, 34-
36

oppositions, 37-38
registration without use, 28
regulations, 42-43

s. 45, 41

term of protection, 41-42
transfer of trademarks, 41

utilitarian function, 33-34, 85-
86

generally, 25-27

Olympic and Paralympic Marks
Act, 43

Quebec, Charter of the French
language, 26-27

registration system, 25-26

Singapore Treaty of the Law of
Trademarks, 41-42



TRADEMARK PROTECTION IN

CANADA (cont’d)
e Trademarks Act

e ¢« amendments, 27-28, 28-43

e ¢« in force date for amendments,
50

* Trademark Regulations,
amended, 50

TRADEMARK USE

* deviating use, 186-188

* distinctiveness, maintaining, 241
* exported goods, 186

» generally, 177-179, 241

* services, 183-185

* goods, 180-183
TRADEMARKS

e defined, 29, 52

* licensing, 217-219

e product packaging, protection of,

369-370
* purpose, 25
* registration, obtaining and
maintaining, 444-445
TRADEMARKS ACT
e amendments, 27-28, 28-43
* certification mark, 57-59

* distinctiveness and secondary
meaning, 53-57

¢ in force date for amendments, 50

e official marks, 64-68
* prohibited marks, 59-64

e trademarks after to June 17,
2019, 52-53

* trademarks prior to June 17,
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