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Free World Trust v. É lectro Santé Inc., [2000] 2 S.C.R. 1024 .......... 462 

https://Amazon.com


x TABLE OF CONTENTS 

5. Remedies ................................................................................ 474 

Monsanto Canada Inc. v. Rivett, [2009] F.C.J. No. 410 .................. 474 
Jay-Lor International Inc. v. Penta Farm Systems Ltd., 59 C.P.R. 
(4th) 228 ................................................................................. 481 

6. Patented Medicines (Notice of Compliance) Regulations ............ 483 

Bristol-Myers Squibb Co. v. Canada (Attorney General), 39 C.P.R. 
(4th) 449 ................................................................................. 484 

Chapter 4 Trademarks 

1. Introduction ........................................................................... 491 

(a) Purpose of Trademark Law ............................................... 491 

Mattel U.S.A. Inc. v. 3894207 Canada Inc., 49 C.P.R. (44th) 
321 ................................................................................... 492 

(b) What is a Mark? ............................................................... 498 

The Eastman Photographic Materials Company Limited v. The 
Comptroller-General of Patents, Designs, and Trade-Marks, 
[1898] A.C. 571 ................................................................. 499 
Kirkbi AG v. Ritvik Holdings Inc. / Gestions Ritvik Inc., 43 
C.P.R. (4th) 385 ................................................................. 503 
Christian Louboutin S.A. v. Yves Saint Laurent Am. Holding 
Inc., case no. 11-3303-cv ..................................................... 513 
Playboy Enterprises Inc. v. Germain, 16 C.P.R. (3d) 517 .......... 521 
Cdn. Olympic Assn. v. Allied Corp., [1990] 1 F.C. 769 ............ 526 

2. Registration ............................................................................ 528 

(a) Procedure ......................................................................... 528 

(b) Use – S. 4 .......................................................................... 528 

Clairol International Corp. v. Thomas Supply & Equipment Co., 
55 C.P.R. 176 ..................................................................... 529 
Express File Inc. v . HRB Royalty Inc., 39 C.P.R. (4th) 59 ....... 533 
Cie générale des établissements Michelin - Michelin & Cie v. 
CAW – Canada, [1997] 2 F.C. 306 ........................................ 538 
BMW Canada Inc. v. Nissan Canada Inc. 2007 FCA 255 ......... 545 

(c) Confusion – S. 6 ................................................................ 550 

Mattel U.S.A. Inc. v. 3894207 Canada Inc., 49 C.P.R. (4th) 
321 ................................................................................... 551 
Masterpiece Inc. v. Alavida Lifestyles Inc., 2011 SCC 27 ......... 564 
Marlboro Canada Limited v. Phillip Morris Products S.A., 2012 
FCA 201 ........................................................................... 577 

(d) Bars to Registration .......................................................... 584 

i. Clearly Descriptive/ Deceptively Misdescriptive ............... 584 

Masterpiece Inc. Alavida Lifestyles Inc., 2011 SCC 27 ...... 586 



TABLE OF CONTENTS xi 

Ridout Wines Ltée v. Les Vins Brights Ltée [1986] 
T.M.O.B No.243 .......................................................... 587 

ii. Lacking Distinctiveness ................................................. 590 

Astrazeneca AB v. Novopharm Ltd., 2003 FCA 57 ............ 591 

iii. Section 10 ................................................................... 599 

Scotch Whisky Assn. v. Glenora Distillers International 
Ltd. 2009 FCA 16 ......................................................... 599 

3. Invalidating Registration – S. 18(1) .......................................... 604 

Boston Pizza International Inc. v. Boston Market Corp. 27 C.P.R. 
(4th) 52 ................................................................................... 605 

4. Infringement of Registered Marks ........................................... 611 

(a) S. 19 ................................................................................. 612 

(b) S. 20 ................................................................................. 612 

Veuve Clicquot Ponsardin c. Boutiques Cliquot Ltée 2006, SCC 
23, 1 S.C.R. 824 ................................................................. 612 

(c) S. 22 ................................................................................. 620 

Clariol International Corp. v. Thomas Supply & Equipment Co., 
55 C.P.R. 176 ..................................................................... 621 
Veuve Clicquot Ponsardin c. Boutiques Cliquot Ltée 2006, SCC 
23, 1 S.C.R. 824 ................................................................. 627 
Cie générale des établissements Michelin - Michelin & Cie v. 
CAW – Canada, [1997] 2 F.C. 306 ........................................ 636 

5. Defences to Infringement ......................................................... 642 

6. Passing Off ............................................................................. 642 

(a) Common Law (No Mark Required) .................................... 643 

Reckitt and Colman Products Limited (trading as Colmans of 
Norwich) v. Borden Inc. and others, [1990] 1 All E.R. 873 ....... 645 
Orkin Exterminating Co. v. Pestco Co. of Canada, 5 C.P.R. (3d) 
433 ................................................................................... 657 
Ciba-Geigy Canada Ltd. v. Apotex Inc. [1992] 3 S.C.R. 120 ..... 673 

(b) S. 7(a) ............................................................................... 682 

Rowell v. S. & S. Industries Inc. [1966] S.C.R. 419, 56 ............ 682 

(c) S. 7(b) ............................................................................... 684 

Kirkbi AG v. Ritvik Holdings Inc. / Gestions Ritvik Inc., 43 
C.P.R. (4th) 385 ................................................................. 685 
Pharmacommunications Holdings Inc. v. Avencia International 
Inc., 2009 FCA 144 ............................................................ 687 



xii TABLE OF CONTENTS 

7. Remedies for Infringement ...................................................... 689 

Chapter 5 Trade Secrets and Confidential Information 

1. What is a Trade Secret? .......................................................... 691 

R. L. Crain Ltd. v. Ashton and Ashton Press Manufacturing Co. 
Ltd. ........................................................................................ 693 
Thomas Marshall (Exports) Ltd v Guinle, [1979] F.S.R. 208 ........... 694 
Pharand Ski Corp. v. Alberta, 37 C.P.R. (3d) 288 .......................... 696 
Merck Frosst Canada Ltd. v. Canada (Health), 2012 SCC 3 ............ 700 

2. Secrecy Requirement .............................................................. 708 

Coco v AN Clark (Engineers) Ltd, [1968] F.S.R. 415 .................... 709 

3. Rights and Duties of Employees ............................................... 711 

Herbert Morris Ltd v Saxelby, [1916] 1 A.C. 688 .......................... 716 
Balston Ltd v Headline Filters Ltd (No.1), [1987] F.S.R. 330 .......... 720 
Delrina Corp. v. Triolet Systems Inc., 47 C.P.R. (3d) 1 Affirmed 17 
C.P.R. (4th) 289 ....................................................................... 726 
Shafron v. KRG Insurance Brokers (Western) Inc., 2009 SCC 6 ...... 731 

4. When is a Duty of Confidence Breached and What Remedies are 
Available? .............................................................................. 737 

Lac Minerals Ltd. v. International Corona Resources Ltd., [1989] 2 
S.C.R. 574 ............................................................................... 740 
Cadbury Schweppes Inc. v. FBI Foods Ltd., [1999] 1 S.C.R. 142 .... 745 

Chapter 6 Privacy 

1. Torts and Privacy ................................................................... 751 

Jones v. Tsige, 2012 ONCA 32 ................................................... 753 
Aubry v. Editions Vice-Versa, [1998] 1 S.C.R. 591 ....................... 771 

3. PIPEDA ................................................................................. 775 

Englander v. Telus Communications Inc., 2004 FCA 387 ............... 778 
Johnson v. Bell Canada, 2008 FC 1086 ........................................ 792 
Cit Cards Canada Inc. v. Pleasance, 2011 ONCA 3 ........................ 802 
United Food and Commercial Workers, Local 401 v. Alberta 
(Attorney General), 2012 ABCA 130 .......................................... 806 

Appendix 1 Copyright Act ............................................................ 817 

Appendix 2 Industrial Design Act .................................................. 965 

Appendix 3 Patent Act .................................................................. 977 

Appendix 4 Trade-marks Act ......................................................... 1061 

Appendix 5 Personal Information Protection and Electronic 
Documents Act ........................................................... 1105 


