Index

AGREEMENTS, ANNOTATED
Agreement disclaiming confidentiality,
APP 1D
Development agreement, APP 9A
Dispute resolution clauses, APP 12A
Escrow provisions, APP 10C
General security agreement, APP 6C

Independent contractor agreement, APP
3A

Intellectual property transfer agreement,
APP 6B

Maintenance and support agreement, APP
10A

Mutual non-disclosure agreement, APP
1C

Non-disclosure party agreement
favouring disclosing party, APP 1A
favouring recipient of disclosure, APP

Outsourcing and service level agreement,
APP 11A

Patent license agreement, 4 APP 5

Representations and warranties
computer systems, APP 6A
intellectual property, APP 6A
privacy, APP 6A

Software license agreement, APP 10B

ALTERNATIVE DISPUTE
RESOLUTION

Advantages and disadvantages Generally,
§ 12:8
Costs, allowing arbitrator to award, § 12:8

Detailing procedures to reduce time and
costs, § 12:8

Joint mediation and arbitration, § 12:8
Options Generally, § 12:8

APPLICATION HOSTING SERVICES
Outsourcing, type, § 11:2

ASSIGNMENT
Licensed rights by licensor of patent,
§5:31
Licensee, by, § 5:35
Patent, of, § 5:30
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ASSIGNMENT—Cont’d
Short form assignment of intellectual
property rights, APP 6D

BANKRUPTCY AND INSOLVENCY

Amendments to legislation

proposed: Bill C-55, § 5:46
Copyright

assignee, § 3:11

licensee, § 3:11
Cross-border licensing, and, § 7:5
Employer bankruptcy, patents, § 3:6
General provisions of legislation, § 5:44
Patent licenses, effect upon, § 5:45,

§ 5:46

Software licensor, of, § 10:5 to § 10:10
Trustee in bankruptcy

escrow agreement, potential to attack,
§10:41

BANKRUPTCY AND INSOLVENCY
ACT (BIA)
Pension plans prescribed by employer,
APPAS § A5:91
unpaid amounts, bankruptcy, APP AS
§ A5:169

unpaid amounts, receivership, APP AS
§ A5:170

BIOTECHNOLOGY AGREEMENTS
Co-development agreements, special
issues, § 8:7

BUY-IN CONTRACT
Outsourcing contract, type, § 11:32

CHANGE-OF-CHARACTER CLAUSE

See OUTSOURCING (INFORMATION
TECHNOLOGY)

CO-DEVELOPMENT AGREEMENTS
Crafting effective agreements
difficulties involved, § 8:3
examples of effective agreements, § 8:4
Issues influencing

cost control of pharmaceutical products
by governments, § 8:21

drug delivery technologies, § 8:24
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CO-DEVELOPMENT AGREEMENTS
—Cont’d
Issues influencing—Cont’d
market demand, ability to satisfy,
§ 8:23
pharmacogenomics, § 8:20
royalty stacking, § 8:22
Mixing of elements in transaction, § 8:1
Reasons for entering, § 8:2
Sample provisions
contribution of parties, measuring,
§ 8:14
disclosure of information regarding
activities, § 8:15
intellectual property rights, incorporat-
ing into joint venture, § 8:17
joint activities, governance and control,
§ 8:13
personnel of either party, use of, § 8:16
royalty provisions, § 8:18
Structuring agreements
application of agreement, § 8:7
biotechnology agreements, issues, § 8:7
clarity of definitions, § 8:7
criteria of evaluation
readiness to move to next phase,
§ 8:10
specificity and discretion, balance
between, § 8:10
success of project, § 8:10
impacting rights and obligations of par-
ties, § 8:6
incentives to carry out agreement,
§ 8:11
equal treatment of results with
internal activities, § 8:11
forgivable loans, § 8:11
royalty increases, § 8:11
options to receive various rights, § 8:12
reciprocity between parties
contribution to resources, costs,
§ 8:9
cross-licensing intellectual property
rights, § 8:9
exploitation of product developed,
§8:9
research and development tasks,
§$ 8:9
scope of technology, § 8:7
target no longer subject of agreement,
§$8:8
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CO-DEVELOPMENT AGREEMENTS
—Cont’d
Technology and pharmaceutical
companies, between, § 8:1
Vendor customer, § 8:5

CO-MARKETING AGREEMENTS

See CO-DEVELOPMENT AGREE-
MENTS

COMPANIES’ CREDITORS
ARRANGEMENT ACT (CCAA)
Pension plan, restriction, APP A6 § A6:8

CONFIDENCE, BREACH OF
Generally, § 1:3, § 1:6

CONFIDENTIAL INFORMATION
Defined
broad definition, problems created by,
§1:2
clarity of definition, need for, § 1:2
Courts, by, § 1:2
degree of confidentiality to be applied,
§1:2
ideas entitled to protection, § 1:2
parties’ relationship, information from,
§1:2
“quality of confidentiality,” factors,
§1:2
third parties, information from, § 1:2
three-part test, § 1:2
trade secrets, § 1:2
Employment relationship, in, see
EMPLOYMENT RELATIONSHIPS
Exclusions from
employee general professional knowl-
edge, § 1:4
importance in drafting contracts, § 1:4
jointly created trade secrets, § 1:4

General Data Protection Regulation, APP
13S

Independent contractors, see INDEPEN-
DENT CONTRACTORS
Internal policies
agreements with employees, contrac-
tors, § 1:8
generally, § 1:8
computer-based systems, securing,
§1:8
entry and exit interviews with
employees, § 1:8
fragmenting information, § 1:8
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CONFIDENTIAL INFORMATION
—Cont’d
Internal policies—Cont’d
agreements with employees, contrac-
tors, § 1:8—Cont’d
identifying types of information and
activities, § 1:8
inadvertent disclosures, § 1:8
“need to know”’ strategies, § 1:8
selectively marking documents,
§1:8
tangible information, § 1:8
third party confidentiality agree-
ments, monitoring acceptance,
§1:8
written policy, formulating, § 1:8
Managing
external policies
buildings, restricting access, § 1:9
infection by third party trade secrets,
preventing, § 1:9
jointly created trade secrets, manag-
ing, § 1:9
“need to know” policies, § 1:9
non-disclosure agreements, § 1:9
phased disclosure, § 1:9
refusing to disclose, § 1:9
““social engineering,” protecting
against, § 1:9
technical personnel interaction, con-
trolling, § 1:9
importance of, § 1:7
Misappropriation, see MISAPPROPRIA-
TION OF CONFIDENTIAL
INFORMATION
Precautions to protect, § 1:2
Three categories of information, § 1:5,
§ 1:6

Trade secrets, distinguished from, § 1:5

CONFIDENTIALITY AGREEMENTS
Drafting
checklist of considerations, § 1:11
confidentiality provisions, § 1:5
Due diligence, and, § 6:18
Exclusions from confidential information
employee general professional knowl-
edge
factors in determining, § 1:4
general know-how, distinguished

from proprietary information,
§1:4
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CONFIDENTIALITY AGREEMENTS
—Cont’d
Exclusions from confidential information
—Cont’d
jointly created trade secrets
Canadian position, § 1:4
contractual approaches to, § 1:4
“co-owned’” information, § 1:4
English position, § 1:4
managing, § 1:9
United States position, § 1:4
Negotiating
checklist of considerations, § 1:10
Rationale for, § 1:1

CONTRACT, BREACH OF
Generally, § 1:3

CONTRACT-OUT CONTRACT
Outsourcing contract, type, § 11:33

CONVERTIBLE NOTE FINANCING
Basic features
convertible notes, § 4:17
default, events constituting, § 4:17
demand notes, distinguished from term
notes, § 4:17
interest rate, § 4:17
security interest, § 4:17

subordination of one debt to another,
§ 4:17

COPYRIGHT

See also EMPLOYMENT RELATION-
SHIPS; INDEPENDENT
CONTRACTORS

Amendments to legislation

proposed: Bill C-32, § 13:1

proposed: Bill C-60, § 10:12
Author as employee, § 6:13
Cinematographic works, APP A2 § A2:32
Compilations

author’s rights in, § 10:11
Defined, § 6:13

Due diligence, and, see DUE DILI-
GENCE

Joint authors, § 6:13

Protection
exemptions, § 6:13
scope of, § 6:13
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CROSS-BORDER LICENSING
Canada, obtaining export control permit,
§7:3
Commodities crossing borders
information/data, § 7:3
money, § 7:3
personnel or contractors, § 7:3
products, § 7:3
Designing cross-border license
definitive agreement or framework
agreement, § 7:4
double jeopardy, § 7:5
enforceability of agreement, § 7:4
indemnities, § 7:5
local laws applicable, § 7:5
antitrust regulation, § 7:5
bankruptcy laws, § 7:5
boycott rules, § 7:5
currency restrictions, § 7:5
human rights, labour laws, § 7:5
money laundering legislation, § 7:5
privacy legislation, § 7:5
regulatory approvals, § 7:5
research prohibitions, § 7:5
reverse engineering, § 7:5
tax laws, § 7:5
representation, warranties from foreign
licensees, § 7:5
Due diligence checklist for international
licensing, APP 7A
Due diligence considerations
advice on foreign law, obtaining, § 7:21
antitrust, trade policy regulations of
foreign party, § 7:26
arbitration clauses, § 7:28
choice of language of contract, § 7:28
choice of law restrictions, § 7:28
cost of prosecution and maintenance of
rights, § 7:28
exclusivity, commercial implications,
§7:31
field of use provisions, § 7:32
geographical limitations, § 7:32
sub-license, right to, § 7:32
overview, § 7:19
ownership of licensed product, § 7:30
payment terms
currency of royalty payments, § 7:33
exchange controls, § 7:33
license fees, § 7:33
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CROSS-BORDER LICENSING—Cont’d
Due diligence considerations—Cont’d
regulatory approvals under foreign law,

remedies in foreign legal system,
effectiveness, § 7:27
royalties, foreign restrictions on, § 7:22
tax withholding under foreign law,
§7:24
technology transfers, foreign restric-
tions on, § 7:23
termination of agreement
date effective, § 7:34
post-termination obligations, § 7:34
termination date, § 7:34
termination events, § 7:34
validity of licensor’s proprietary rights,
§7:20
Framework for analysis, § 7:2
Intellectual property issues
field of use restrictions, § 7:9

former “‘closed” economies, property
created in, § 7:10
implied licenses, § 7:8
joint ownership of trade secrets, § 7:11
licensee estoppel, CITE0167 7:7
Negotiation
alternatives to negotiation, developing,
§7:12
controlling aspects of, § 7:17
creative compromises, developing,
§7:14
detailed implementation, providing,
§7:12
due diligence, § 7:12
integration risks, providing for, § 7:16
linking key issues, § 7:15
multiple levels of negotiation, aware-
ness of, § 7:13
tactics, approaches, § 7:18
ambiguity, use of to assist party,
§7:18
deliberate oversights in drafting
agreement, § 7:18
lack of authority to make concession,
§7:18
salami slicing, § 7:18
tit-for-tat approach, § 7:18
Overview, § 7:1
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CROSS-BORDER LICENSING—Cont’d
Performer’s performance, APP A2
§ A2:29
conditions, APPA2 § A2:29
conditions for copyright, APP A2
§ A2:29
Principle provisions of licensing agree-
ment
recitals, § 7:29
use rights, different aspects of, § 7:29
Right to remuneration, APP A2 § A2:33
Canada, APPA2 § A2:36
Rome Convention country, APP A2
§ A2:35
royalties, APP A2 § A2:37
Sound recordings, APP A2 § A2:34
conditions for copyright, APP A2
§ A2:34
Term of rights
performer’s performance, APP A2
§ A2:41
United States, export control require-
ments, § 7:3
Works, APPA2 § A2:12

CROSS-LICENSING
Intellectual property rights, § 8:9
Patents, § 5:52

DEVELOPMENT AGREEMENTS
See CO-DEVELOPMENT AGREE-
MENTS; SOFTWARE DEVELOP-
MENT AGREEMENTS

DISPUTE AVOIDANCE
Awareness of rights and obligations,
§12:4
Contractual provisions
clarity of obligations, § 12:3
escalation procedures, § 12:3
self-help provisions, § 12:3
Cost of litigation and dispute resolution,
§ 12:6
Extraterritorial remedies, § 12:15
Key issues
civil search warrants, § 12:9
expert witnesses, § 12:10
external material, use in contract inter-
pretation, § 12:14
pre-action discovery, Norwich orders,
§ 12:11
third party infringers, § 12:13
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DISPUTE AVOIDANCE—Cont’d
Nuisance value of disputes
generally, § 12:6
ways to reduce nuisance value, § 12:7
Overview, § 12:1

Paper trail and exchange of correspon-
dence, § 12:5

DOMAIN NAME
Availability, determining, § 6:15
Defined, § 6:15

Due diligence, and, see DUE DILI-
GENCE

Protection, scope of, § 6:15
Registration of, § 6:15

“DOUBLE OUTSOURCING”

See OUTSOURCING (INFORMATION
TECHNOLOGY)

DOWNSTREAM ACTIVITIES
Patent licensing, § 5:13

DUE DILIGENCE
Business life cycle, in
multinational companies, § 6:11
overview, § 6:8
revenue generating companies, § 6:10
start-up companies, § 6:9
Checklist
international licensing, APP 7A
Confidentiality agreements, § 6:18
Copyright
infringement
risk evaluation, § 6:13
risk management, § 6:13
steps involved, § 6:13
Cross-border licensing, see CROSS-BOR-
DER LICENSING
Domain names
infringement
risk evaluation, § 6:15
risk management, § 6:15
steps involved, § 6:15
Employee agreements, § 6:17
Fiduciary duty, § 6:14
Good faith, implied duty of, § 6:22
Government procurement contracts,
§ 6:21
Independent contractor agreements,
§ 6:17
Information technology issues, § 6:4
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DUE DILIGENCE—Cont’d
Intellectual property issues, § 6:3
International licensing, § 7:19 to § 7:34
Joint venture agreements, § 6:20
License agreements, § 6:19
Non-disclosure agreements, § 6:17
Outsourcing, see OUTSOURCING
(INFORMATION TECHNOLOGY)
Patents
protection, scope of, § 6:12
risks, managing, § 6:12
steps involved, § 6:12
Privacy issues, § 6:5
Research grants, § 6:21
Software development agreements, § 9:8
Trade-marks
infringement
risk evaluation, § 6:15
risk management, § 6:15
steps involved, § 6:15
Trade secrets
risk management, § 6:14
steps involved, § 6:14
Valuation, impact upon, § 6:2

EMPLOYMENT RELATIONSHIPS
Confidential information arising in
generally, § 1:5
employee general professional knowl-
edge
exclusion from confidential informa-
tion, § 1:4
general know-how, distinguished
from proprietary information,
§1:4
employer protection, legal doctrines
limiting, § 1:5
employment agreements
generally, § 1:5
due diligence inquiries, and, § 6:17
fiduciary duties owed to former
employer, § 1:5
characteristics of fiduciary relation-
ship, § 1:5
executives and senior officers, § 1:5
non-executives, § 1:5
good faith, implied duty of, § 1:5
non-competition agreements, § 1:5
Copyright
“author” defined, § 3:8
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EMPLOYMENT RELATIONSHIPS
—Cont’d
Copyright—Cont’d
economic rights of copyright owner,

§3:8

joint authorship, rights and obligations,
§3:8

overview in employment context,
§3:8,§6:13

registration of copyright, legal effect,
§3:8

rights of employee creating work dur-
ing employment, § 3:9
Employee agreements, due diligence,
§ 6:17
Employee creating technology during
employment, § 3:1, § 3:2
Patents
assignment of patent rights to
employer, § 3:5
bankruptcy of employer, consequences
of, § 3:6
bequeathing patent rights on death,
§3:5
employment contract addressing rights,
§ 3:5
invention made by university person-
nel, § 3:7
licensing of patent rights, § 3:5

rebuttable presumption regarding
ownership, § 3:3

rights of employee creating invention,
§3:3

senior employees, officers, directors,
§3:3

true inventor, determining, § 3:2

trust principles, applicability, § 3:3

Trade secrets

confidential information, distinguished
from, § 6:14
contracts of employment, § 6:14
exclusions, § 3:12
fiduciary duties, criteria for finding,
§ 6:14
implied duty of good faith, § 6:14
jointly created trade secrets, § 3:12
senior officers, fiduciary duties, § 6:14
three categories of information, § 6:14

ESCROW AGENT
Position of, § 10:38
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ESCROW AGREEMENTS
Drafting
entire hard drive in escrow, § 10:39
escrow agent, position of, § 10:38
release of materials
disputes regarding triggering factor,
§10:38
rights of licensee upon release,
CITEO0167 10:37
triggering factors, § 10:36
trustee in bankruptcy, potential to
attack, § 10:41
updating escrow materials, frequency,
§ 10:42
verification procedures, § 10:39
Factors necessitating, § 10:35 to § 10:42

Source code, reluctance to disclose,
§ 10:35 to § 10:42

EXCLUSIONS FROM CONFIDENTIAL
INFORMATION

See CONFIDENTIALITY AGREE-
MENTS

EXCLUSIVE LICENSES
Patents, § 5:8, § 5:50

EXPORT CONTROL REQUIREMENTS
Canada, § 7:3
United States, § 7:3

FIDUCIARY RELATIONSHIP
See also EMPLOYMENT RELATION-
SHIPS
Characteristics of, § 1:5
Commercial contracts, § 6:22
Employment relationship, § 1:5

GOOD FAITH, DUTY OF
Commercial contracts, § 6:22
Employment relationships, § 1:5

GOVERNMENT PROCUREMENT
CONTRACTS

Due diligence considerations, § 6:19

INDEPENDENT CONTRACTORS

Agreements

due diligence, and, § 6:17
Copyright

assignment of copyright by contractor,

§3:10
bankruptcy of recipient of copyright,
§3:11
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INDEPENDENT CONTRACTORS
—Cont’d
Copyright—Cont’d
assignment of copyright by contractor,
§ 3:10—Cont’d
moral rights, § 3:10
partial assignment, § 3:10
restrictions upon, § 3:10
death of author, § 3:10
license of copyright
bankruptcy of licensee, § 3:11
implied license, § 3:10
rights of contractor as author, § 3:10
senior officers, directors, § 3:10
Creating inventions
rights of contractor as inventor, § 3:4
agreements to assign rights, § 3:4
implied term in contract, § 3:4
presumption in absence of contract,
§3:4
Trade secrets, and
exclusions
general knowledge about profession,
§3:12
specific provisions in non-disclosure
agreement, § 3:12
jointly created trade secrets, § 3:12

INFORMATION TECHNOLOGY
OUTSOURCING

Sse OUTSOURCING (INFORMATION
TECHNOLOGY)

INFRINGEMENT
Backup copies, APP A2 § A2:56
Computer programs

interoperability of computer programs,
APPA2 § A2:76
Disabilities, persons with perceptual
sending copies outside Canada, APP
A2 § A2:86
Educational institutions
performances, APP A2 § A2:59
Encryption research, APP A2 § A2:77
security, APPA2 § A2:78
Infringement of copyright
clarification, APP A2 § A2:45
secondary infringement, APP A2
§ A2:45
Library, archives and museums
deeming, APPA2 § A2:70
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INFRINGEMENT—Cont’d
Limitation regarding copies in digital
form, APPA2 § A2:70
condition for providing copy, APP A2
§ A2:71
Literary collections, APP A2 § A2:65
Miscellaneous, APP A2 § A2:89
Network services, APPA2 § A2:84
Non-commercial user-generated content,
APPA2 § A2:53
Temporary reproductions, APP A2
§ A2:80

INTELLECTUAL PROPERTY
Auctions, § 6:23
Outsourcing, ownership rights, § 11:39
Types, protection enjoyed by, § 6:7

INTERNATIONAL PROTECTION OF
TRADE SECRETS
National approaches
Asia
China, § 2:8
Hong Kong, § 2:8
Japan, § 2:8
Korea, § 2:8
Malaysia, § 2:8
Singapore, § 2:8
Taiwan, § 2:8
Eastern and Central Europe
Bulgaria, § 2:7
other former USSR States, § 2:7
Poland, § 2:7
Romania, § 2:7
Russia, § 2:7
Latin America
Argentina, § 2:5
Brazil, § 2:5
Mexico, § 2:5
overview, § 2:5
United States
California, § 2:4
Colorado, § 2:4
doctrine of inevitable disclosure
generally, § 2:4
defendant’s arguments, § 2:4
employee bound by implied
restrictive covenant, § 2:4
enjoining employee from assum-
ing new employment, § 2:4
plaintiff’s arguments, § 2:4
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INTERNATIONAL PROTECTION OF
TRADE SECRETS—Cont’d
National approaches—Cont’d
United States—Cont’d
historical evolution of relevant law,
§2:4
Michigan, § 2:4
New York State, § 2:4
Texas, § 2:4
U.S. Economic Espionage Act, 1996,
§2:4
Washington State, § 2:4
Western Europe
France, § 2:6
Germany, § 2:6
Italy, § 2:6
overview, § 2:6
Switzerland, § 2:6
United Kingdom, § 2:6
Overview, § 2:1
Risks of operating in global marketplace,
§2:1
Treaties
generally, § 2:2
NAFTA Agreement
compared with TRIPS Agreement,
§2:2
relevant provisions, § 2:2
TRIPS Agreement, § 2:2
compared with NAFTA Agreement,
§2:2
main prerequisites for recognition of
trade secrets, § 2:2
Wide variation among countries, § 2:1

INTERNET AGREEMENTS
See also INTERNET DISTRIBUTION
Generally, § 13:1, § 13:2
Adpvertising regulation, § 13:1

Deceptive marketing practices, APP
1301 to APP 1303

Distribution - see legal aspects

General Data Protection Regulation, APP
13S

Legal aspects
generally, § 13:1
community sites, liability of, § 13:1
competition law, § 13:1
consumer protection, § 13:1
contract formation, § 13:1
contracts, electronic, § 13:1
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INTERNET AGREEMENTS—Cont’d
Legal aspects—Cont’d
copyright modernization, § 13:1
defamation, § 13:1
electronic contracts, § 13:1
end-user, contract with, § 13:1
future legislation, § 13:1
intellectual property, § 13:1
liability of community sites, § 13:1
marketing regulation, § 13:1
potential legislation, § 13:1
privacy, § 13:1
Online distribution - see legal aspects
Practical aspects
generally, § 13:2
business models, § 13:2
distribution models, § 13:2
online distribution models, § 13:2
“privacy policy,” § 13:2
“terms of use,” § 13:2

INTERNET DISTRIBUTION

See also INTERNET AGREEMENTS

Generally, § 13:3 to § 13:7

Agreement, website hosting, § 13:5

Breach of website hosting agreement,
§ 13:5

Business models, § 13:2

Competitors’ websites, links to, § 13:4

Digital rights management, § 13:6

DRM, § 13:6

E-commerce dealers, links by, § 13:4

Encroachment, § 13:3

Exclusive territories, § 13:3

General Data Protection Regulation, APP
13S

Hosting agreement, website, § 13:5

Links to competitors’ sites, § 13:4

Peer-to-peer networks, § 13:7

PTP networks, § 13:7

Website hosting agreement, § 13:5

INTERNET MALLS
Outsourcing, type, § 11:5

INTERPRETATION
Telecommunication, APPA2 § A2:8
WCT country, APPA2 § A2:3
WPPT country, APPA2 § A2:3

INVENTION
Defined, § 5:19

© 2021 Thomson Reuters, Rel. 5, 12/2021

INVENTORSHIP
Contributors, consultants, status of, § 5:27
What constitutes, § 5:27

JOINT VENTURE AGREEMENTS
Due diligence, and, § 6:20

LICENSEE ESTOPPEL DOCTRINE
Generally, 0167 5:33

“LOST OPPORTUNITY”
Damages for, § 1:6

MERGERS AND ACQUISITIONS
Due diligence, and, § 6:1
see also DUE DILIGENCE
PIC assets, treatment of, § 6:1

MISAPPROPRIATION OF
CONFIDENTIAL INFORMATION
Causes of action
breach of confidence, § 1:3, § 1:6
breach of contract, § 1:3
breach of fiduciary duty, § 1:3, § 1:6
breach of good faith duty, § 1:3
misappropriation of confidential infor-
mation, § 1:3
Remedies
category of information affecting rem-
edy, § 1:6
damages
“lost opportunity,” § 1:6
market factors generally, § 1:6
unjust enrichment, § 1:6
permanent injunction, § 1:6
potential bases for action, § 1:6
fiduciary duty, § 1:6
property-based remedies, § 1:6

MORAL RIGHTS

Copyright, assignment by independent
contractor, § 3:10

MULTI-STAGE CONTRACT
Outsourcing contract, type, § 11:36

NAFTA AGREEMENT
Generally, § 2:2

“NEED TO KNOW” STRATEGIES
Confidential information, as, § 1:8

NON-COMPETITION AGREEMENTS
Generally, § 3:13
Contractual obligations, § 3:15
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NON-COMPETITION AGREEMENTS
—Cont’d
Implied obligations, § 3:14

confidentiality and non-solicitation
(RBC v. Merril Lynch), § 3:14

NON-DISCLOSURE AGREEMENTS

See CONFIDENTIALITY AGREE-
MENTS

NON-SOLICITATION AGREEMENTS
Generally, § 3:13
Contractual obligations, § 3:15
Implied obligations, § 3:14

confidentiality and non-solicitation
(RBC v. Merril Lynch), § 3:14

OUTSOURCING (INFORMATION
TECHNOLOGY)
Activities, relationships possible, § 11:1
Benefits, § 11:1
Contracts
capabilities better retained in-house,
§ 11:31
checklist for, § 11:42
types
buy-in contract, § 11:32
contract-out contract, § 11:33
multiple contractor contract, § 11:36
multi-stage contract, § 11:36
overview, § 11:31
preferred contractor contract, § 11:35
preferred supplier contract, § 11:34
resource and result focussed, § 11:31
transaction or relationship focussed,
§ 11:31
Defined, § 11:1
Differences from in-house responsibility
application not easily isolated, § 11:13
capabilities evolving too quickly,
§11:14
economic efficiency, § 11:15
returning in-house, costs of, § 11:17
switching vendors, costs of, § 11:16
Drafting effective agreements
definition of services, deliverables and
integration, § 11:40
goals of effective drafting, § 11:1
guidelines generally, § 11:37 to § 11:41
acceptance testing, § 11:39

adjusting charges to volume fluctua-
tions, § 11:39
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OUTSOURCING (INFORMATION
TECHNOLOGY)—Cont’d
Drafting effective agreements—Cont’d
guidelines generally, § 11:37 to § 11:41
—Cont’d
asset sales, § 11:39
bankruptcy, customer’s, § 11:39
change-of-character clauses, § 11:39
disaster recovery, § 11:39
dispute resolution mechanisms,
§ 11:39
“double outsourcing,” § 11:39
employment liability, responsibility
for, § 11:39
implementation schedule for each
task, § 11:39
incomplete contracts, § 11:38
indemnities, § 11:39
intellectual property rights, owner-
ship, § 11:39
limitation of liability clauses, § 11:39
loosely worded contracts, § 11:38
non-competition provisions, § 11:39
rewards and penalties for perfor-
mance, § 11:39
service levels meaningfully speci-
fied, § 11:39
sub-contracting, potential problems,
§ 11:39
system security, § 11:39
technology escrow provisions,
§ 11:39
termination provisions, § 11:39
vendor opportunism, avoiding,
§ 11:37 to § 11:41
warranties by vendor, § 11:39
service level agreements
availability service guarantees,
§ 11:39
downtime, uptime measurement,
§ 11:39
measuring and reporting service
levels, § 11:39
multi-server platforms, § 11:39
objective and measurable standards,
§ 11:39
Failure, reasons for, § 11:1
Motivating factors Generally, § 11:1
Myth distinguished from fact
efficiency achieved only through
outsourcing, § 10:20
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OUTSOURCING (INFORMATION
TECHNOLOGY)—Cont’d
Myth distinguished from fact—Cont’d
outsourcing vendor viewed as strategic
partner, § 10:20
Negotiation of contract, preparation for
approaches to benchmarking, § 11:22
to § 11:30
back out plan, § 11:22
due diligence from buyer’s perspective
baseline services, measuring, § 11:25
expertise research on prospective
vendors, § 11:24
growth rates, determining, § 11:27
performing on own IT systems,
§ 11:23
risk assessment, § 11:23
service level measures and reports,
§ 11:26
success criteria, § 11:28
technical and legal expertise required,
§ 11:22
technical maturity of buyer, assessing,
§ 11:22
Privacy considerations
generally, § 11:43 to § 11:47
future Canadian developments, § 11:47
proposed amendments to privacy
legislation, § 11:47
outside Canada, § 11:45
practical approaches to, § 11:46
Risks
generally, § 11:1
conflict between vendor’s profit motive
and customer’s service needs,
§ 11:18
effective buyer-supplier relationship
more difficult, § 11:18
lack of understanding of vendor
capabilities, § 11:18
Selective outsourcing, § 11:19
Tensions
outsourcing and in-house, § 11:19
Transformation, achieving
generally, § 11:21
information sharing, § 10:21
motiviation, § 10:21
project size and scope, § 10:21

selection of vendors and service
providers, § 10:21
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OUTSOURCING (INFORMATION
TECHNOLOGY)—Cont’d
Types
application service provider (ASP)
models
application hosting services, § 11:2
websourcing, § 11:2
business process outsourcing, § 11:9
credit card services, § 11:6
customer relations management, § 11:4
hardware outsourcing, § 11:8
Internet malls, § 11:5
managed services outsourcing, § 11:11
shared services outsourcing, § 11:10
software development, § 11:7
software maintenance, § 11:7
website hosting, § 11:3

PATENTABLE SUBJECT-MATTER
See PATENTS

PATENT EXHAUSTION
Generally, § 5:38, § 5:39

PATENT LICENSING
Anti-competitive behaviour, § 5:14
Assignment

assignment clauses, § 5:30
defined, § 5:30
issued patent, of, § 5:30
owner, by, § 5:30
partial assignment, § 5:30
pending patent application, of, § 5:30
prior to filing of application, § 5:30
Bankruptcy and insolvency
amendments to legislation
proposed: Bill C-55, § 5:46
general provision of Act, § 5:44
patent licenses, effect upon, § 5:45,
§ 5:46
Boilerplate licensing provisions
entire agreement clause, § 5:58
severability clause, § 5:59
Calculation, royalty and damage, § 5:61
to § 5:63
US case law, § 5:61, § 5:62
Consultation
office Practice Respecting Inventive
Concept, APP 5F3
statutory Subject Matter Under the
Patent Act, APP 5F4
Cross-licensing, § 5:52
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PATENT LICENSING—Cont’d

Decisions
Federal Court of Appeal
Amazon.com, APP SH
Defined, § 5:29
Downstream activities, § 5:13
Due diligence checklist, 7 APP 1
Exclusive licenses, § 5:8
Have-made rights
foundry arrangements, § 5:41
infringement immunity, providing,
§ 5:40
Importance of, § 5:1
Improvements to patented technology
by licensee, § 5:4
by licensor, § 5:4
Indemity provisions, § 5:16
License agreement
due diligence, and, § 6:19
Licenses
assignment by licensee, § 5:35
assignment of licensed rights by licen-
sor, § 5:31
exclusive licenses, § 5:50
implied licenses, § 5:32

licensee estoppel, doctrine of,
CITEO167 5:33

limitation of liability clauses, § 5:17
nature of transaction, § 5:31
rights of related companies, § 5:36
sub-licensing by licensee, § 5:34
voluntary licenses, § 5:31
Litigation relating to third party infring-
ers, control of, § 5:7
Non-exclusive licenses, § 5:8
Patent exhaustion, doctrine of
authorized sale of patented product,
§5:37 to § 5:42
foundry arrangements, application to,
§ 5:39
limitations to doctrine, § 5:38, § 5:39
use restrictions as condition of sale,
§5:39
utility and patent exhaustion, § 5:39
Patent pooling, § 5:52
Product bundling, § 5:51
Prosecution of patent, control of, § 5:7
Reporting requirements, § 5:12
Rights with respect to patented subject-
matter, § 5:3
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PATENT LICENSING—Cont’d

Royalties
basis of calculation, § 5:9
milestone payments, § 5:10
minimum royalties, § 5:10
stacking, § 5:6

Set-off
equitable set-off, § 5:60
legal set-off, § 5:60

Standard setting within an industry,

§ 5:53

Sublicensing, § 5:11

Technology
defined, § 5:2
scope, § 5:2

Temination of license agreements, § 5:15
case law, § 5:15

Tied selling, § 5:51

Validity of patent
representations and warranties regard-

ing, § 5:5

PATENT POOLING
Generally, § 5:52

PATENTS
See also PATENT LICENSING
Abuse
Competition Act, under, § 5:48 to
§ 5:56
Intellectual Property Enforcement
Guidelines, under, § 5:48 to
§ 5:56
Patent Act, under, § 5:47
refusal to license, § 5:49
Computer-related inventions, § 6:12
Co-ownership, rights and obligations,
§5:28
Defined, § 5:19, § 6:12
Drafting, § 5:19
Due diligence, and, see DUE DILI-
GENCE
Enforceability
experimental use, § 5:22
legal rights of patentee, § 5:22
material allegation in petition untrue,
§ 5:22
term of patent, § 5:22
third party acquisition prior to issuance
of patent, § 5:22
Exclusive licenses, § 5:50
Filing an application, § 5:19
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PATENTS—Cont’d
Form and function, § 5:19
Hybrid license agreements, § 5:56
Infringement
defences to claim of
prosecution history estoppel, § 5:25
defined, § 5:24
directors’ liability, § 5:24
essential elements, determination of,
§5:24
extraterritorial liability, § 5:24
infringing device process, § 5:24
officers’ liability, § 5:24
permanent injunction, availability of,
§ 5:24
prior to issuance of patent, compensa-
tion, § 5:26
Invalidity; rights of related companies to
claim remedies, § 5:24
grounds for, § 5:21, § 5:23
judicial declaration of, § 5:23
“Invention,” defined, § 5:19
Inventorship
conception distinguished from verifica-
tion, § 5:27
contributors, consultants, status of,
§ 5:27
what constitutes, § 5:27
Issuance, § 5:19
Marking requirements, § 5:43
Patentable subject-matter
generally, § 5:19, § 5:20
exclusions
business methods in Canada, § 5:20
non-statutory subject matter,
§ 5:18 to § 5:28
obviousness, § 5:20
business methods in the U.S., § 5:20
patent office practice, amendments
to Canadian manual of,
§ 5:20
USPTO interim patent eligibility
guidelines, § 5:20
electronic signals in the U.S., § 5:20
higher life forms, § 5:20
methods of medical treatment as
business methods, § 5:20
scientific principles, § 5:20
Patent pooling, § 5:52
Patent rights
package or bundled licenses, § 5:55
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PATENTS—Cont’d
Patent search, conducting, § 5:19
Protection, scope of, § 6:12
Validity
invalidating factors
anticipation or lack of novelty,
§5:21
obviousness, § 5:21
recent Canadian case law, § 5:21
novelty requirement, § 5:21

PERSONAL INFORMATION
PROTECTION AND
ELECTRONIC DOCUMENTS ACT
(PIPEDA)

Collection without knowledge or consent,
APPA3 § A3:12

PHARMACOGENOMICS

Co-development agreements, as issue
influencing, § 8:20

PREFERRED CONTRACTOR
CONTRACT
Outsourcing contract, type, § 11:35

PREFERRED SUPPLIER CONTRACT
Outsourcing contract, type, § 11:34

PRODUCT BUNDLING
See PATENT LICENSING

PROSECUTION OF PATENT
Generally, § 5:7

REMEDIES

Account of profits, § 12:23

Apportionment, § 12:26

Assessment of damages, § 12:16 to
§12:30

Circumvention of technological protec-
tion measure, APPA2 § A2:125

Contractual versus non-contractual,
§12:24

Extraterritorial remedies, § 12:15

Factors to consider, APPA2 § A2:101

Future harm, § 12:21

Injunctions and other non-monetary reme-
dies, § 12:19

Injunctive relief, APP A2 § A2:106

Legal costs, § 12:29

Limitation periods, § 12:22

No award, APPA2 § A2:101

Non-infringing alternatives, § 12:27
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REMEDIES—Cont’d

Overall approach, § 12:17

Personal liability, § 12:20

Prohibition, APPA2 § A2:107

Protection of separate rights, APP A2
§ A2:120

Quality of rights/risk of liability, § 12:30

Reasonable royalties, § 12:28

Rights and interests protected, APP A2
§ A2:93

Statutory, § 12:25

Upper limits, § 12:18

RESEARCH GRANTS
Due diligence considerations, § 6:21

ROYALTIES
Basis of calculation, § 5:9
Milestone payments, § 5:10
Minimum royalties, § 5:10
Royalty stacking, § 5:6; § 8:22

SELECTIVE OUTSOURCING
Generally, § 11:19

SERVICE LEVEL AGREEMENTS

See OUTSOURCING (INFORMATION
TECHNOLOGY)

SOFTWARE DEVELOPMENT
AGREEMENTS
Common problems

advisors consulted too late, § 9:8

bad faith approaches to change control,
§9:8

contract activities not properly man-
aged, § 9:8

disclosure of technical information,
unilateral, § 9:8

due diligence failure, § 9:8

starting work before contract signed,
§9:8

testing activities, failure to carry out,
§9:8

unilateral concessions, making, § 9:8

Drafting mistakes

bias in favour of purchaser, § 9:9

data security, lack of, § 9:9

failure to specify

project deliverables, § 9:9
termination processes, § 9:9

testing and acceptance procedures,
§9:9

Index-14

SOFTWARE DEVELOPMENT
AGREEMENTS—Cont’d
Drafting mistakes—Cont’d
failure to specify—Cont’d
transition obligations on termination
of project, § 9:9

incentives for good performance, lack
of, § 9:9

integration risks, failure to manage,
§9:9

miscellaneous clauses, § 9:10

payment not adequately linked to per-
formance, § 9:9

Joint ownership of copyright

co-ownership of subdivided copyright
interests, § 9:29

implications, § 9:28
moral rights, § 9:28
term, § 9:28
other forms of joint ownership, § 9:27
works of joint authorship, § 9:26
collaboration, § 9:26
contribution, § 9:26
interpretation of test for joint author-
ship, § 9:26
test for joint authorship, § 9:26
Legal issues, § 9:30, § 9:31
liability clauses
fraudulent behavior, § 9:30
fundamental breach, § 9:31
Negotiations
ownership of underlying intellectual
property rights, § 9:14 to § 9:16
approaches to resolve disputes,
§9:14 to § 9:16
subcontractors, rights given to,
§9:14 to § 9:16
Open source code, § 9:12, § 9:13
Problems, overview, § 9:1
Reasons for failure
accountability lacking, § 9:7
alternative sources, difficulty develop-
ing, § 9:6
changing issues, § 9:3
complex, customized agreements, § 9:2
inadequate resources allocated to
contract drafting, § 9:4
lack of resources to implement
contract, § 9:5
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SOFTWARE DEVELOPMENT
AGREEMENTS—Cont’d
Sample provisions
ownership of intellectual property,
§9:17
quality of performance, § 9:20
termination clauses, § 9:19

transition activities on premature
termination, § 9:18

Systems development
generally, § 9:21 to § 9:24
audits, § 9:24
client interview, § 9:23
document review, § 9:22
inquiries, § 9:24
searches, § 9:24

SOFTWARE ESCROW AGREEMENTS
See ESCROW AGREEMENTS

SOFTWARE LICENSE AGREEMENTS
Bankruptcy of licensor
amendments to law, possible, § 10:10

disclaimer of license by bankruptcy
trustee

responses to, § 10:9
whether possible, § 10:7, § 10:8
executory nature of agreement, § 10:7
property, software license as, § 10:6
temporary conveyance of proprietary
right, § 10:7
Code and content
intellectual property rights,
distinguished from, § 10:3
providing different versions, § 10:2
segregating market, § 10:2
versioning examples, § 10:2
Competition law aspects, § 10:17
Copyright law and
amendments to legislation
proposed: Bill C-60, § 10:12
application programming interface
(API), § 10:16
copyright protection, § 10:16
introduction to API, § 10:16
Oracle v. Google, § 10:16
compilations
author’s rights in, § 10:11
rights of exclusive licensees, § 10:13
Robinson c. Films Cinar Inc., § 10:14
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SOFTWARE LICENSE AGREEMENTS
—Cont’d
Entitlement to use licensed technology,
§10:4
access and distribution, § 10:4
client/server license, § 10:4
enterprise license, § 10:4
exclusivity, § 10:4
permitted users, § 10:4
site specific license, § 10:4
territorial considerations, § 10:4
Overview, § 10:1
Sample provisions
acceptance testing clause, § 10:20
assignment of license, § 10:23
audit, § 10:26
limitation of liability clauses, § 10:25
payments, structure and timing, § 10:24
representations regarding infringement
of third party IP rights, § 10:18
sublicensing, § 10:21
termination clause, § 10:19
warranty
additional, by licensor, § 10:22
period, § 10:20
Use, scope
access only, § 10:3
ancillary software, § 10:3
intellectual property rights,
distinguished from software,
§ 10:3
internal purposes of licensee, § 10:3
make, use, sell, § 10:3
modify, § 10:3
source code, object of, § 10:3
sub-licensing, § 10:3
upgrades, § 10:3

SOFTWARE MAINTENANCE
AGREEMENTS
Day to day support, § 10:28
Licensee’s obligations
activities that would cancel mainte-
nance obligations, § 10:32
Malfunctions and errors
generally, § 10:29
defining, § 10:33
remedies for, § 10:34
Overview, § 10:27 to § 10:34

Services, consulting and development,
§10:31
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SOFTWARE MAINTENANCE
AGREEMENTS—Cont’d
Upgrades and updates, § 10:30

SOUND
Non-pharmaceutical patents, sound pre-
diction, § 5:21

SOURCE CODE
Escrow agreements, § 10:35 to § 10:42

Software development agreements,
§9:12,§ 9:13

SUB-CONTRACTING
Potential problems in outsourcing,
§ 11:39
Subcontractors, rights given to, § 9:14 to
§ 9:16

SUB-LICENSING
Patent licensee, by, § 5:11, § 5:34
Software license agreements, § 10:3

TECHNOLOGY
Defined, § 5:2

Improvements to patented technology,
§54

TIED SELLING
Generally, § 5:51

TRADE-MARKS
Defined, § 6:15

Due diligence, and, see DUE DILI-
GENCE

Protection, scope of, § 6:15

TRADE SECRETS
Advantages of protection, § 6:14

Confidential information, distinguished
from, § 1:5

Defend Trade Secrets Act of 2015, APP
2A

Defined, § 6:14
Disadvantages of protection, § 6:14

Due diligence, and, see DUE DILI-
GENCE
Employment relationship, and, § 3:12,
§ 6:14
see also EMPLOYMENT RELATION-
SHIPS
Exclusions from, § 3:12

Independent contractors, see INDEPEN-
DENT CONTRACTORS
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TRADE SECRETS—Cont’d

International protection, see
INTERNATIONAL PROTECTION

OF TRADE SECRETS

Jointly created, § 3:12
Managing, § 1:9
Protection, scope of, § 6:14
Qualifications

definition adequate, § 6:14

reasonable precautions to protect
secrecy taken, § 6:14

Three-part test, § 6:14

Trade knowledge, distinguished from,
§ 1:5

TRIPS AGREEMENT
Generally, § 2:2

TRUE INVENTOR
Patents, determining, § 3:2

UNJUST ENRICHMENT
Damages for, § 1:6

VENDOR OPPORTUNISM

Outsourcing problem, as, § 11:37 to
§ 11:41

VENTURE CAPITAL

Biotech companies, venture capital
financing

agricultural biotechnology research,
§4:3

assisted reproduction procedures
restricted, § 4:3

changing biotech business models,
§4:3

government funding of hospital and
university research, § 4:3

higher life forms, doctrines of patent-
ability, § 4:3

stem cell research, recent statutory
restrictions, § 4:3

Supreme Court of Canada, impact of
recent decisions, § 4:3

Business plan
checklist, § 4:40
Canadian marketplace for biotech venture
capital, § 4:2

Convertible note financing, see CON-
VERTIBLE NOTE FINANCING
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VENTURE CAPITAL—Cont’d
Financing terms
conversion of preferred stock
anti-dilution protection, § 4:6
minimum protection, § 4:6
price-based anti-dilution protec-
tion, § 4:6
automatic conversion, § 4:6
defined, § 4:6
formula
basic conversion formula, § 4:6
common stock issued and
outstanding, § 4:6
ratchet adjustment, § 4:6
weighted average adjustment,
§ 4:6
co-sale rights, § 4:14
dividends
cumulative dividends, § 4:7
decline in use of cumulative
dividends, § 4:7
dividend rate, § 4:7
multiple series, § 4:7
non-cumulative dividends, § 4:7
first offer rights, § 4:13
information rights, § 4:12
liquidation preference
deemed liquidation on sale of
company, § 4:5
defined, § 4:5
liquidation price, § 4:5
multiple series, § 4:5
non-participating preferred stock,
§ 4:5
participating preferred stock, § 4:5
waterfall preferences, § 4:5
“pay-to-play” provisions, § 4:9
preferred stock, issuing, § 4:4
redemption
mandatory, § 4:8
voluntary, § 4:8
registration rights, § 4:11
right of first refusal, § 4:14
voting rights
directors, election of, § 4:10
protective provisions, § 4:10
special voting rights, § 4:10
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VENTURE CAPITAL—Cont’d
Founders and employees, restrictions
upon, § 4:24 to § 4:28
company’s right of first refusal, § 4:27
non-competition clauses, § 4:28
non-solicitation clauses, § 4:28
vesting
employee stock options, § 4:26
founder’s shares, § 4:25
Key clauses recommended
company ownership of intellectual
property, § 4:35
conditions precedent to closing, § 4:38
confidentiality of information, § 4:32
directors and officers insurance, § 4:39
enforceability of LOIs, § 4:30
indemnification of investors for breach
of covenant, § 4:39
legal status of term sheet, § 4:30
“no-shop provision,” § 4:34
reimbursement of investors for expen-
ses, § 4:33
representations and warranties
company, by, § 4:36
investor, by, § 4:37
restricting publicity of financing, § 4:31
Milestone funding, § 4:15
Seed financing, § 4:2
Technology companies, investment in,
§4:1
Warrants, sese WARRANTS

VOLUNTARY LICENSE
Generally, § 5:31

WARRANTS
Anti-dilution provisions, § 4:22
Defined, § 4:18
Exercise price and coverage, § 4:19
Net exercise provisions, § 4:21
Term, § 4:20
Termination, § 4:20

WEBSITE HOSTING
Outsourcing, type, § 11:3

WEBSOURSCING
Outsourcing, type, § 11:2
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