Index

ABANDONMENT

Applications, 15:41.25 to 15:45.50,

15:104, 15:105
failure to pay maintenance fees,
15:41.30

Competing rights to same invention,
16:6

Novelty, 10:14

Trademarks, 5:73

ABBREVIATIONS
Trademarks, 5:47

“ABOUT”
Claim grammar, specific expression,
14:18

ABSTRACT
Applications, 13:8

ACADEMIC FACULTY

Competing rights to same invention,
17:27

ACCELERATED EXAMINATION
PROGRAM

See also Expedited Examination
(this index)

Comparison between accelerated
examination procedure and
prioritized examination proce-
dure, 15:12.59

Green technologies, global initiatives
for acceleration, 21A:17

Patent prosecution highway (PPH),
15:12.25

Pre-examination search report docu-
ment sample, App 15(P)

Prosecuting patent applications,
proposed rules for acceleration,
15:12.50, 15:12.55, 15:12.57

Summary of provisions for expedit-
ing examination of patent and
applications, 15:1.15

Support document sample, App
15(Q)

ACCELERATED EXAMINATION
PROGRAM—Cont’d
Termination proposed for accelerated
examination program, 15:12.57

ACCESS TO RESOURCES

USPTO, Intellectual Property
Attorney public locations, 1:41

ACCOUNT OF PROFITS
Australia, 34:7

ADJUDICATION
Judgments (this index)

Presumptions, prior adjudication,
20:20

ADMINISTRATIVE LAW

China, 26:1

Competing rights to same invention,
17:12

Copyrights, classes of works
exempted by administrative rule,
6:96

Germany, 28:1

People’s Republic of China, 26:1

Russian Federation, 32:1

Singapore, 35:1

South Korea, 31:1

United Kingdom, 33:1

ADMISSION TO PRACTICE
Applications, 15:70

ADVERSE JUDGMENT

Competing rights to same patent,
sample motion for adverse judg-
ment under ‘“‘new rules,”” App

16(Q)

ADVERTISING AND
ADVERTISEMENTS
Copyrights, 6:12
Trademarks, 5:80
AFFIDAVITS
Applications, 15:27 to 15:36, 15:80
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AFFIDAVITS—Cont’d
Competing rights to same invention,
16:50

AFRICAN INTELLECTUAL
PROPERTY ORGANIZATION
(OAPI)

Generally, 21:27

AFRICAN REGIONAL
INDUSTRIAL PROPERTY
ORGANIZATION (ARIPO)

Generally, 21:28
International patent law resources
and website addresses, 22:10

AFTERTHOUGHT
Nonobviousness, 12:12

AGENTS
Applications, complaints against
patent agents, 15:71.30
Authorized to represent the
trademark applicant, registra-
tion, 5:84.50
AGGREGATION
Applications, 15:22

AGREED STATEMENT

Competing rights to same invention,
16:51

AGREEMENTS

Contracts and Agreements (this
index)

ALICE v. CLS BANK
Practice guidance, 7:5.84
Statutory subject matter, 7:5.40
instructions in view of, 7:5.45

ALIENS AND CITIZENS
Copyrights (this index)

ALLOCATION

Competing Rights to Same Patent
(this index)

ALPHABETICAL LETTERS
Trademarks, 5:45

ALTERATION OF OFFICIAL
RECORDS

Applications, 15:77
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ALTERNATIVE PROTECTION
Statutory subject matter, 7:19 to 7:23

AMENDMENTS
Modification or Change (this index)

Post Grant Review of Issued
Patents (this index)

AMERICA INVENTS ACT (AIA)
Amendments
derivation proceedings under AIA
amendment, statute and
proposed regulation, App
16(R)
first inventor to file provisions,
10:2.60, App 10(A)
inter partes review of patents, stat-
ute and proposed regulations,
App 15B(B)
post grant review of patents, stat-
ute and proposed regulations,
App 15B(C)
Prior Art (this index)
Appellate review, AIA changes to
jurisdiction and venue, 15:66.50
Applications
grace periods and pre-filing activi-
ties, 10:2.70
inventor’s oath or declaration pro-
visions implementation, App
13(G)
persons other than inventor, real
party in interest, 17:31
prior art consisting of prior U.S. or
WIPO PCT application,
10:2.80
specifications, 13:13.50
supplemental examination, ATA
provision, 15:90.50
Assignee filing under AIA amend-
ments, 13:2.50
Board of Patent Appeals and Interfer-
ences, court review, 15.66.50
Changes. Amendments, above
Competing rights to same patent.
Derivation procedures, below
Derivation procedures
AIA amendment, statute and

proposed regulations, App
16(R)
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AMERICA INVENTS ACT (AIA)
—Cont’d
Derivation procedures—Cont’d
interference procedures replaced
by, 16:1.50 to 16:10, 16:71
practitioner guidance, proposed
rules of practice for deviation
proceedings, 16:72
proposed rules of practice for
deviation proceedings, 16:72
Examination guidelines for
implementing first inventor to
file provisions, App 10(B)
Fees, reexamination, App 15(V)
First Inventor Defense (prior user
rights), expansion under AIA,
20:46.50
First inventor to file
changes to implement provisions,
App 10(A)
examination guidelines, App
10(B)
practical effects of first to file
amendments, 10:2.60
Inter partes review of patents, statute
and proposed regulations, App
15B(B)
Inventor’s oath or declaration, 13:3,
App 13(G)

Means plus function claims, 15:22.50
Nonobviousness, revision, conditions

for patentability, 12:3.20
Novelty, revisions

applications, exception for prior art

consisting of, 10:2.80

common ownership exclusion from

prior art, 10:14.50

conditions for patentability,
10:1.50

definition of prior art, 10:2.50

exceptions, 10:2.70 to 10:2.90

first-to-file amendments, practical
effects, 10:2.60

grace period under AIA, excep-
tions, 10:2.70

loss of right to patent, 10:1.50

one-year grace period for prior

disclosures by inventor,
10:8.50

AMERICA INVENTS ACT (AIA)
—Cont’d
Novelty, revisions—Cont’d

pre-filing activities by applicant,
exceptions, 10:2.70

prior art, 10:2.50 to 10:18

prior U.S. patent, exception for
prior art consisting of,
10:2.80

proposed regulatory changes,
10:2.60

“subject matter”’ for exceptions,
narrow interpretation by
USPTO, 10:2.85

submission as exception, USPTO
requirements, 10:2.90

WIPO PCT application, exception
for prior art consisting of,
10:2.80

Oath or declaration

assignee filing under ATA amend-
ments, 13:2.50

inventor’s oath or declaration,
13:3, App 13(G)

original patent, application for,
13:3

Obtaining protection of patents, 1:37

“On sale” bar to patentability,
10:12.50

Persons other than inventor, real
party in interest, applications,
17:31

Post grant review of patents, statute
and proposed regulations, App
15B(C)

Post patent provisions, implementa-
tion, App 15B(A)

Preissuance submissions by third
parties, implementation, App
15(0)

Prior Art (this index)

Revisions. Amendments, above

Sales bar, effect on, 10:12.50

Specifications, 13:13.50

Supplemental examination of
applications, 15:90.50, App
15(V)

Time or date

novelty, one-year grace period for
prior disclosures by inventor,
10:8.50
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AMERICA INVENTS ACT (AIA)
—Cont’d
Time or date—Cont’d

post patent provisions,
implementation, App 15B(A)

preissuance submissions by third
parties, implementation of
AIA provisions, App 15(U)

AMERICAN ARBITRATION
ASSOCIATION
Rules of, App 19(A)

AMERICAN INTELLECTUAL
PROPERTY LAW
ASSOCIATION (AIPLA)

Examination of claims, comments on
proposed rule making alternative
language in claims, App
14(A)(1)

AMERICAN INVENTORS
PROTECTION ACT (AIPA)

Implementing regulations, tables cor-
relating effective dates of
components, App 15(E)

AMGEN V. SANOFI
USPTO guidance on assessing
enablement in utility applica-
tions in view of the Supreme
Court decision, 13:15.20

AMINO ACID SEQUENCE DATA

Applications, symbols for and format
of nucleotide and amino acid
sequence data, 13:24

ANALOGOUS AND
NONANALOGOUS ART

Nonobviousness, 12:21

ANCILLARY PROVISIONS
Licensing and assignment, 19:19 to
19:23

“AND THE LIKE”

Claim grammar, specific expression,
14:22

ANDEAN COMMUNITY
REGIONAL INTELLECTUAL
PROPERTY

Agreement, 21:29.50
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ANDEAN COMMUNITY
REGIONAL INTELLECTUAL
PROPERTY—Cont’d

Law decision 486, App 21(R)

ANIMALS
Statutory subject matter, 7:3

ANOMALIES
Misconceptions, 2:31 to 2:43

ANSWERS
See also Response (this index)
Generally, 20:78
Applications, 15:63
Complaint for infringement, App

200

ANTECEDENT BASIS
Claim grammar, 14:13

ANTICIPATION
Asymmetries and resulting anomalies
in patent law, 2:32
Novelty, 10:4, 10:6
Presumptions, 20:23
Rejection, 15:15

ANTICYBERSQUATTING
CONSUMER PROTECTION
ACT

Trademarks, 5:24

ANTITRUST LAWS

Monopolies, Restraints of Trade,
and Unfair Competition (this
index)

ANTON PILLER ORDER
Australia, 34:7

APPEAL AND REVIEW

Generally, 20:110 to 20:119

Applications, 15:45.50, 15:59 to
15:69, 15:90, 15:109 to 15:111

ARP for review of PTAB ex parte
appeals, re-examination appeals,
and reissue appeals, 15B:3.40

Board of Patent Appeals and
Interferences (this index)

Competing Rights to Same Patent
(this index)
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APPEAL AND REVIEW—Cont’d

Conduct matters, supplemental exam-
ination to review, 15:90.50

Copyright infringement, 6:85

Court of Appeals for Federal
Circuit (this index)

Duration, extension of term due to
regulatory review, 1:21 to 1:23

European Community

design patents, 21B:12, 21B:15
trade mark, 5:128.24, 5:128.30

European patents, 21:26

European Union, E.U. proposal for
appeals before Court of First
Instance, App 22(B)

Ex Parte Practice (this index)

Expenses, application proceedings,
15:66.60

expert witness fees, 15:66.63

Extension of term due to regulatory
review, 1:21 to 1:23

Extraordinary writs, 20:115

Federal Circuit Appellate Mediation
Program, 20:118.50

Federal circuit courts, 20:110 to
20:118.5, App 20(A), App
20(B), App 20(B)(1), App
20(H)

Final decisions and orders, 20:112

Frivolous appeals, 20:117, 20:118

Inter Partes Proceedings (this
index)

Interlocutory orders, 20:114

Israel, examiner’s decision, 37:5

Japanese Patent Office decisions,
30:9.50

Jurisdiction

35 USC 145, 15:66.60
America Invents Act changes to
jurisdiction and venue,

15:66.50

applications, 15:67

federal circuit courts, 20:110 to
20:118, App 20(A)

Model appeal brief to Federal Circuit
involving case of alleged
infringement for alleged unau-
thorized use of night vision
technology, App 20(H)

APPEAL AND REVIEW—Cont’d

Modifications for court of appeals for
federal circuit, App 20(B)

Multiple claims, piecemeal appeals in
actions with, 20:113

Nonobviousness, 12:18

Patent Trial and Appeal Board
(PTAB) (this index)

Piecemeal appeals in actions with
multiple claims, 20:113

Post Grant Review of Issued
Patents (this index)

Presumptions, Patent Appeals and
Interferences Board, 20:16

Ripeness for appeal, 20:111 to
20:114

Scope of appellate review, generally,
20:116

Supplemental examination to review
conduct matters, 15:90.50

Supreme Court, 20:119

Trademark registration examination,
appeals to Trademark Trial and
Appeal Board regarding, 5:95

USPTO in compliance with Supreme
Court’s decision in Arthrex,
15B:3.40

APPEALS REVIEW PANEL (ARP)

ARP for review of PTAB ex parte
appeals, re-examination appeals,
and reissue appeals, 15B:3.40

ARP together with director review
(DR) including the delegated
rehearing panel (DRP) replaces
the POP, 15B:6.12

USPTO in compliance with Supreme
Court’s decision in Arthrex,
15B:3.40

APPLICATIONS
Generally, 13:1 to 13:28

Abandoned application revival,
15:42.3

Abandonment, 15:41.25 to 15:45.50,
15:104, 15:105

Abstract, 13:8

““Accelerated examination”
procedures, proposed rules,
15:12.50, 15:12.55, 15:12.57
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APPLICATIONS—Cont’d

Access to USPTO files and filing
amendments via the patent
center, 15:171

Adding new matter, 15:23, 15:24

Administrative abandonment,
13:7.50

Admission to practice, 15:70

Affidavits, 15:27 to 15:36, 15:80

Agents, complaints against, 15:71.30

Aggregation, 15:22

Allowance of prosecution, 15:49

reasons, 15:49.30
Alteration of official records, 15:77
America Invents Act (ATA)
exceptions, 10:2.70 to 10:2.90
grace periods and pre-filing activi-
ties, 10:2.70
inventor’s oath or declaration pro-
visions implementation, App
13(G)
prior art consisting of prior U.S. or
WIPO PCT application,
10:2.80
provision for supplemental exami-
nation, 15:90.50
American Intellectual Property Law
Association (AIPLA)
examination of applications that
include claims containing
alternative language, com-
ments on notice of proposed
rule making, App 14(A)(1)

American Inventors Protection Act,
tables correlating effective dates
of components of, App 15(E)

Amino acid sequence data, 13:24

Answer of examiner, 15:63

Appellate review, 15:60 to 15:69,
15:90, 15:109 to 15:111

Argentina, 23:3

Attorneys

amended rules of patent practices
USPTO, 15:70.17

client, relationship to, 15:71.10

client engagement letter, 15:71.20

complaint against patent attorney,
15:71.30

conduct outside USPTO, 15:70.10
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APPLICATIONS—Cont’d

Attorneys—Cont’d
malpractice complaint in state
court, 15:71.55
privileges and responsibilities,
15:70.15, 15:71, 15:71.60 to
15:72

PTO, relationship to, 15:71.10
regulation, 15:70

retainer agreement, 15:71.20
role of patent attorney, 15:2

Attorneys or agents authorized to
represent the trademark,
registration, 5:84.50

Automated interview request, proce-
dure and form, 15:38.24

Avoiding attorney malpractice com-
plaint, 15:71.55

Avoiding disciplinary investigation,
15:71.50

Background of invention, 13:10

Bilateral Agreements in
Transnational Law (this index)

Biotech patent applications, 13:22 to
13:25
Brazil, 24:4, 24:4.10
Brief of appellant, 15:63, 15:63.10
Canada (this index)
Certificates
reexamination, App 15(D)
USPTO customer number form
and certificate action form,
App 15(J)
Changes in accelerated examination
practice, 15:12.55, 15:12.57
Chart comparing request for
continued examination,
continued prosecution, and
URAA transitional practice,
App 15(K)
Chile, 39:3
China (this index)
Claims
filing, rescinded new rules, 15:161
final rules for prosecution, App
15(N)
specification, 13:17, 13:17.10
Commercial success, 15:34
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APPLICATIONS—Cont’d
“Community patent review,”
15:12.70
Comparative tests or results, 15:31
Complaint against patent attorney or
agent, 15:71.30
Continuation or continuity
generally, 15:7 to 15:10
Canada, 25:12
chart comparing request for
continued examination,
continued prosecution, and
URAA transitional practice,
App 15(K)
EFS Web (electronic application
filing), 15:170, 15:170.50
filing application, rescinded new
rules, 15:160
Patent and Trademark Office final
rules for continuation
practice, App 15(M)
private PAIR (electronic applica-
tion file access), 15:170,
15:170.50
replacement previous systems for
private PAIR and EFS web,
15:170.50

unified replacement system for
private PAIR and EFS web,
15:170

Continued prosecution application,
chart comparing request for
continued examination, URAA
transitional practice and, App
15(K)

Cooperative Patent Classification
System (CPC), searches for
prior art, 1:29, 1:29.55 to
1:29.58

Copyrights, application for registra-
tion under Vessel Hull Design
Protection Act, 6:58, 6:59

Correction of defective patents,
15:100 to 15:105

Cross-references to other applica-
tions, 13:9

Customer number form and certifi-
cate action form, App 15(J)

Data sheet, App 13(A), App 13(B)

APPLICATIONS—Cont’d

Declaration
generally, 13:2 to 13:4
affidavit practice, 15:28 to 15:36
design patents, 8:15
plant application, App 9(D), App
13(C)
utility or design application, App
8(0)
Defective patents, correction of,
15:100 to 15:105
Defensive publication, 15:113, App
15(C)
Delay. Laches or delay, below
Delegation of authority to decide
petitions, 15:52 to 15:54
Description, 13:12 to 13:16
Design patents, 8:12 to 8:19
Disclaimer, 15:45, 15:100 to 15:105
Disclosure
generally, 13:18 to 13:21.60,
13:25
affidavit practice, 15:32, 15:35
commonly owned applications,
rescinded new rules, 15:162
duty, 13:18.50
fraud in Patent and Trademark
Office, 15:75 to 15:87
information Disclosure Statement
practice before USPTO, revi-
sion
generally, 13:21.50
Quick Path Information Disclosure
Statement (QPIDS) Pilot
Program, 13:21.60
specifications, 13:15, 13:15.30
Discovery, 20:82
Distinctively claiming invention in
specification, 13:17.10
Divisional application, filing, 15:10
Double patenting, 15:25, 15:25.30,
15:103
Drafting, generally, 13:1 to 13:28
Drawings
generally, 13:5
description, 13:5
design patents, 8:14
Duplicate claims, 15:21
Duty of disclosure, 13:18.50
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APPLICATIONS—Cont’d
eFiling of applications
private PAIR, 15:170.50
proposed Modernizing Patent
Application Filing program,
13:27
related forms, requirements for
using, App 13(D)
Electronic filing. eFiling, above
Electronic Office Action (e-Office
Action) program, prosecution
before primary examiner,
15:172
European Community
design patents, 21B:7 to 21B:15
trade mark (CTM), 5:128.02,
5:128.10, 5:128.12
European patents, 21:23, 21:24
Evidence, fraud in Patent and
Trademark Office, alteration of
official records, 15:90
Ex parte appeal process, 15:61.20
Ex parte practice
attorney or agent authorized to
represent the trademark
applicant, 5:84.50
examination, European patents,
21:24
prosecution before Primary
Examiner, 15:26, 15:37 to
15:50
Examination
Accelerated Examination
Program (this index)
American Intellectual Property
Law Association (AIPLA)
examination of claims contain-
ing alternative language,
comments on proposed rule
making, App 14(A)(1)
appellant’s brief and examiner’s
answer, 15:63
Australia, 34:5
automated interview request, pro-
cedure and form, 15:38.24
claims, rescinded new rules for
filing, 15:161
claims containing alternative
language
American Intellectual Property
Law Association (AIPLA)
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APPLICATIONS—Cont’d
Examination—Cont’d
claims containing alternative
language—Cont’d
comments on proposed rule
making, App 14(A)(1)
Intellectual Property Owners
Association (IPO) com-
ments on proposed rule
making, App 14(A)(2)
notice of proposed rule making,
App 14(A)
continued examination, 15:7 to
15:10
design patent applications, 8:19
electronic Office Action (e-Office
Action) program, 15:172
European patents, ex parte exami-
nation, 21:24
ex parte prosecution before Pri-
mary Examiner, 15:26, 15:37
to 15:50
Finland, 36:5
first action interview (FAI)
program, 15:38.10, 15:38.20
first to file provisions of AIA,
examination guidelines, App
10(B)
Germany, 28:5
green technology applications
accelerated examination, global
initiatives, 21A:17
streamlined examination, 15:132
intellectual property owners (IPO),
examination of claims
containing alternative
language, comments on notice
of proposed rule making, App
14(A)(2)
interview contacts and specialists,
15:38.22
oral interview with examiner,
15:38, 15:38.20
primary Examiner, generally,
15:12 to 15:13, 15:26, 15:37
to 15:50
priority examination for important
technologies, 15:133
reexamination, App 15(D)
Russian Federation, 32:6
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APPLICATIONS—Cont’d

Examination—Cont’d
Singapore, 35:4 to 35:6
South Korea, 31:7, 31:9.10,
31:9.20
streamlined examination of Green
Technology applications,
15:132
technology applications
green technology applications,
above in this group
priority examination for
important technologies,
15:133
three track examination process
proposal by USPTO, 15:1.50
United Kingdom, 33:6

WebEx video technology, 15:38.20

Exhibits, 13:6
Expedited Examination (this index)
Extended Missing Parts Pilot
Program, 13:7.60
Extension of patent term due to pros-
ecution delay, 15:106 to 15:111
Failure to pay maintenance fees,
abandonment, 15:41.30
Fast track appeals pilot program for
expedited patent appeal,
15:62.40
Fees
calculation of trademark applica-
tion fees based on the clas-
sification schedule, 5:85.50
design patents, 8:16
disclaimer, 15:104
European Community trade mark,
5:128.14
Extended Missing Part Pilot
Program, nonprovisional
application preparation,
13:7.60
micro entity status for paying
patent fees, App 15(T)
Office of Patent and Trademark
(this index)
trademark international classifica-

tion schedule of goods and
services, 5:85.50

APPLICATIONS—Cont’d
Filing
generally, 1:27 to 1:29.58
automated filing for certain peti-
tions, 15:52.50
claims, rescinded new rules for
filing, 15:161
continuation patent applications,
rescinded new rules for filing,
15:160
copyrights, application for registra-
tion under Vessel Hull Design
Protection Act, 6:59
disclosure statements, 13:20,
13:21.50, 13:21.60
electronic filing. eFiling, above
European Community
design patents, 21B:9
trade mark, 5:128.16
European patents, 21:24
extension of provisional filing
period, proposal for, 15:152
Hague Agreement
registration of industrial designs,
21B:18
USPTO implementation, 8:20
Modernizing Patent Application
Filing program, USPTO pro-
posal, 13:27
Patent and Trademark Office
eFiling patent applications in
structured text format,
13:28
filing application at, 13:26,
13:27
requirements
revision by Patent Law
Treaty, 13:1.50
submissions, 13:1.60
petitions to Commissioner, 15:55
prosecuting patent applications,
generally, 15:3 to 15:11
provisional filing period, proposal
for extension, 15:152
statutory subject matter, guide to
filing design patent applica-
tion, App 8(A)
to the group director, 15:53
to the office of petitions, 15:54
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APPLICATIONS—Cont’d

Filing—Cont’d

trademark registration, 5:90
validation program for applicants,
13:27

First action interview FAI program,
15:38.10, 15:38.20

Foreign Countries (this index)

Foreign priorities, design patents,
8:17

Format of nucleotide and amino acid
sequence data, 13:24

France, 27:4

Fraud in Patent and Trademark
Office, 15:73 to 15:90

Germany (this index)

Green technology applications

accelerated examination, global
initiatives, 21A:17
streamlined examination, 15:132

Guarantees, extension of patent term
due to prosecution delay, 15:106
to 15:109

Hague Agreement concerning
international registration of
industrial designs, 21B:17, App
21B(C)

Hearings, 15:64

Incomplete actions and responses,
15:48

Inequitable conduct in Patent and
Trademark Office, 15:73 to
15:90

Information Disclosure Statement
practice revision

generally, 13:21.50

Intellectual property owners (IPO)

examination of claims containing
alternative language, com-
ments on notice of proposed
rule making, App 14(A)(2)

Patent and Trademark Office final
rules for continuation
practice, App 15(M)

Intent, alteration of official records,
fraud in Patent and Trademark
Office, 15:84

Interferences, delays due to, 15:109
to 15:111
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APPLICATIONS—Cont’d
International Sequence Listing Stan-
dard, USTPO’s revised rules
compliance, App 13(H)
Interview contacts and specialists,
15:38.22
Israel, 37:3
Japan (this index)
Jurisdiction, appellate review, 15:68
Korea. South Korea (this index)
Laches or delay
extension of patent term due to
prosecution delay, 15:106 to
15:111
failure to pay maintenance fees,
abandonment, 15:41.30
revival of abandoned or lapsed
application, 15:43, 15:44,
15:104, 15:105
Lapsed patents, revival of, 15:42 to
15:45.50
Materiality, 15:76 to 15:83
Mexico, 38:3
Micro entity status for paying patent
fees, implementation, App
15(T)
Missing parts, USPTO notice of,
13:7.50, 13:7.60
Mistakes
defective patents, correction of,
15:100 to 15:105
filing a patent, 13:1.60
fraud in Patent and Trademark
Office, alteration of official
records, error in inventorship,
15:81
Modernizing Patent Application Fil-
ing program, USPTO proposal,
13:27
Nonobviousness, 15:36
Nonprovisional application, notice of
omitted item(s) by USPTO to
applicant, specifications,
13:7.50, 13:7.60
Notice
abandonment, 15:41.25
appeal, of, 15:62
missing parts by USPTO to
applicant, specifications,
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APPLICATIONS—Cont’d
Notice—Cont’d

APPLICATIONS—Cont’d
Office of Patent and Trademark

13:7.50, 13:7.60
Nucleotide and amino acid sequence
data, 13:24
Oath or declaration, 13:2 to 13:4
Office of Patent and Trademark
a Sequence Listing rules for
electronic submission,
13:6.50
generally, 15:1.5
access to USPTO files and filing
amendments via the patent
center, 15:171
admission to practice before PTO,
15:70
AIA exceptions, ‘“‘subject matter”
of prior art, 10:2.85, 10:2.90
amended rules for track one
prioritized examination, App
15(Q)(1)
annual patent practitioner registra-
tion fees, 15:71.70
appeal, abandoned application,
15:45.50
assignment of application to
examiner, 15:1.5
attorney, relationship to PTO,
15:71.10

avoiding disciplinary investigation,

15:71.50

backlog reduction stimulus plan
and initiative, 15:130

Bilateral Agreements in
Transnational Law (this
index)

Board of Patent Appeals and
Interferences

cancer immunotherapy pilot
program, 15:131

claims prosecution, final rules,
App 15(N)

complaint against patent attorney
or agent, 15:71.30

computer program listing
appendix, electronic submis-
sion rules, 13:6.50

conduct of patent attorney outside
USPTO, 15:70.10

—Cont’d

continuation practice, final rules,
App 15(M)

Cooperative Patent Classification
(CPCQ), joint classification
system of USPTO and patent
offices of other countries,
1:29.55 to 1:29.58

count system, 15:1.5

customer number form and certifi-
cate action form, App 15(J)

disciplinary procedures, revised
rules, 15:71.60

eFiling system proposal, 13:27

EFS Web (electronic application
filing), 15:170, 15:170.50

electronic submission rules,
13:6.50

engagement letter to client,
15:71.20

extended Missing Parts Pilot
Program, 13:7.60

fees. Office of Patent and
Trademark (this index)

filing application at
generally, 13:26, 13:27
mistakes, common, 13:1.60
requirements
revision by Patent Law
Treaty, 13:1.50
submissions, 13:1.60
fraud, 15:73 to 15:90
green Technology applications,
streamlined examination,
15:132
inequitable conduct, 15:73 to
15:90
initiatives for improved patent
quality, 15:121
Japanese Patent Office, patent
prosecution highway (PPH)
between USPTO and, 30:3.50
large tables, electronic submission
rules, 13:6.50

missing parts, USPTO notice to
applicant, 13:7.50, 13:7.60

Index-11



APPLICATIONS—Cont’d

Office of Patent and Trademark
—Cont’d

modernizing Patent Application
Filing proposed program,
13:27

multi-year improvement strategy
for USPTO performance,
15:1.6

nonprovisional application,
USPTO notice of omitted
item(s), 13:7.50, 13:7.60

ombudsmen program, 15:1.20

PAIR (electronic application file
access), private, 15:170,
15:170.50

patent practices before PTO,
revised rules, 15:70.15

pendency of application, 1:30 to
1:33

primer to PTO, 15:1.5

private PAIR (electronic applica-
tion file access), 15:170,
15:170.50

prosecuting patent applications,
generally, 15:112

prosecution before Primary
Examiner, 15:12 to 15:13

prosecution initiatives and
improvement programs,
15:120

resolving conflicts with applicants,
15:1.20

restriction practice, proposed
changes, 15:25.50

retainer agreement, 15:71.20

revised rules of practices, 15:70.15

rules for electronic submission,
13:6.50

sample format for revised amend-
ment practice, App 15(L)

sequence listings, electronic
submission rules, 13:6.50

supplemental examination to
review conduct matters,
15:90.50

three track examination process
proposal, 15:1.50

track one prioritized examination,
amended rules, App 15(Q)(1)
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APPLICATIONS—Cont’d

Office of Patent and Trademark
—Cont’d
validation program for applicants,
13:27

Omitted item(s) in nonprovisional
application, USPTO notice to
applicant, 13:7.50, 13:7.60

Oral interview with examiner, 15:38
to 15:38.22
PAIR (Patent Application and Infor-
mation Retrieval)
access to USPTO files, 15:170,
15:170.50

private electronic application file
access, 15:170, 15:170.50

Patent and Trademark Office. Office
of Patent and Trademark, above

Patent Application Information
Retrieval (PAIR), access to
USPTO files via, 15:170.50

Patent Bar, 15:70 to 15:72

Patent Cooperation Treaty (PCT)
case, App 21(A) to App 21(F)

Patent Grant

USPTO Issuing Electronic Patent
Grants, 15:50.50

Patent prosecution

action by examiner and applicant,
15:13

advisory action, 15:13.05

applicant8217s required response,
examiner8217s office action,
15:13.03, 15:13.04

applicant8217s required response
before examination, 15:13.02

challenges, obtaining
examiner8217s notice of
allowance, 15:13.07

examiner first action, 15:13.03

examiner8217s after final rejec-
tion, 15:13.05

examiner’s final office action,
15:13.04

formal examination, 15:13.03

notice of allowance, examiner,
15:13.06

notice of requirements, 15:13.02
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APPLICATIONS—Cont’d
Patent prosecution—Cont’d
prior art search, 15:13.03,
15:13.04
process of examination, 15:13.01
request for continued examination
(RCE), 15:13.05

USPTO preliminary review,
15:13.02

Pendency, guarantee of no more than
three-years, 15:108
Persons other than inventor, real

party in interest, America
Invents Act, 17:31

Petitions to Commissioner, 15:12.10,
15:51 to 15:59
Plant patents, 13:22, App 13(C)
Pointing out invention, 13:17.10
Post Grant Review of Issued
Patents (this index)
Post-prosecution pilot program (P3),
15:62.50
Pre-appeal brief conference, 15:62.45
Preissuance submissions by third
party, 15:12.80, App 15(U)
Presumptions, application for prelim-
inary injunction, 20:30
Primary examiner, prosecution before
electronic Office Action (e-Office
Action) program, 15:172
Primary Examiner, prosecution
before
generally, 15:12
“‘community patent review”’ pilot
program, 15:12.70
expediting examination and peti-
tions, 15:12.10, 15:12.58

Japanese Patent Office, patent
prosecution highway (PPH)
between USPTO and, 30:3.50

prioritized examination, 15:12.58
Prior art

generally, 13:19 to 13:21.60

affidavit practice, 15:28

AIA exceptions, 10:2.80 to
10:2.90

Cooperative Patent Classification
System (CPC), searches

APPLICATIONS—Cont’d
Prior art—Cont’d

using, 1:29, 1:29.55 to
1:29.58

fraud in Patent and Trademark
Office, alteration of official
records, 15:78

international classification systems
for searches, 21:16.60

patent Classification System,
searches using, 1:29.50

U.S. Patent Classification System,
searches using, 1:29

Prior invention, affidavit practice,
15:29
Priorities
European Community design
patent applications, 21B:9
European Community trade mark
applications, 5:128.16
foreign design patents, 8:17
term, 8:18

Private PAIR (electronic application
file access), 15:170, 15:170.50

Privileges and responsibilities of
attorneys

annual patent practitioner registra-
tion fees, 15:71.70

complaints against patent
attorneys, 15:71.30

disciplinary procedures, revised
rules, 15:71.60

engagement letter to client,
15:71.20

patent practices before PTO, prior
rules, 15:71

patent practices before PTO,
revised rules, 15:70.15

relationship of attorney to client
and PTO, 15:71.10

retainer agreement, 15:71.20
revised rules of practices, 15:70.15
Promotion services, 15:72

Proposed rules to change terminal
disclaimer practice, 15:103.50

Prosecuting, introduction, 15:1

Prosecuting patent applications, gen-
erally, 15:1 to 15:135
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APPLICATIONS—Cont’d
Protection of patent, obtaining, gener-
ally, 13:1 to 13:28
PTO. Office of Patent and
Trademark, above
Quick Path Information Disclosure
Statement (QPIDS) Pilot
Program, 13:21.60
Real party in interest, persons other
than inventor, America Invents
Act, 17:31
Reconsideration by examiner, 15:46
Records and recording
generally. Filing, above
fraud in Patent and Trademark
Office, alteration of official
records, 15:77
Reexamination
generally, App 15(D)
ex partes reexamination of patents:
statute and regulations, App
15A(A)
inter partes reexamination of
patents prior to the AIA
amendments: statute and
regulations, App 15A(B)
References, 15:33
Registration, 15:113, App 15(B)
Reissue
Quick Path Information Disclosure
Statement (QPIDS) Pilot
Program, 13:21.60
utility patents, App 15(A)
Rejection, 15:14 to 15:24.50, 15:30
to 15:36, 15:47, 15:47.50,
15:103
Replacement previous systems for
private PAIR and EFS web,
15:170.50
Replacement system for private PAIR
and EFS web, 15:170
Res judicata, 15:11
Response, 15:25.30, 15:26, 15:37 to
15:50
Restriction practice, 15:25, 15:25.30,
15:25.50
Revival of abandoned patent, 15:42
to 15:45.50, 15:104, 15:105
Sales, fraud in Patent and Trademark
Office, prior public sale, 15:79
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APPLICATIONS—Cont’d

Searches for prior art
Chinese Patent Office (CNIPA,
formerly SIPO) and European
Patent Office (EPO) agree-
ment that CNIPA, formerly
SIPO will use the Cooperative
Patent Classification System
(CPQO), 1:29.57
Cooperative Patent Classification
System (CPC), 1:29, 1:29.55
guide, abbreviated, 1:29.56
Korean Patent Office (KIPO) and
USPTO agreement that KIPO
will use Cooperative Patent
Classification System (CPC),
1:29.58
U.S. Patent Classification System,
1:29.50
USPTO and Korean Patent Office
(KIPO), Cooperative Patent
Classification (CPC), 1:29.58
Searches for prior art using U.S.
Patent Classification System,
1:29
Secrecy orders, delays due to, 15:109
to 15:111
Singapore, 35:4 to 35:6
Software, Glossary Pilot Program,
specifications, 15:12.60
South Korea (this index)
Special, petition to make, 15:12.10
Specifications
generally, 13:7 to 13:17
America Invents Act, amended
requirements, 13:13.50
design patents, 8:13
extended Missing Parts Pilot
Program, nonprovisional
applications, 13:7.60
filing and pre-filing considerations,
1:29
fraud in Patent and Trademark
Office, alteration of official
records, 15:83
glossary Pilot Program, software,
15:12.60
Japan, description requirements of
patent application specifica-
tion, 30:3



INDEX

APPLICATIONS—Cont’d
Specifications—Cont’d
missing parts, USPTO notice of to
applicant, 13:7.50, 13:7.60
nonprovisional application,
USPTO notice of omitted
item(s), 13:7.50, 13:7.60
omitted item(s), USPTO notice to
applicant, 13:7.50, 13:7.60
software, Glossary Pilot Program,
15:12.60
utility patents, reissue of, App
15(A)
State court, malpractice complaint
against patent attorney, 15:71.55
Statutory Subject Matter (this
index)
Summary of invention, 13:11
Symbols for and format of nucleotide
and amino acid sequence data,
13:24
Tainted patents, fraud in Patent and
Trademark Office, alteration of
official records, 15:88
Telephone contacts at U.S. Patent and
Trademark Office, App 15(G)
Term, 8:18
Terminal disclaimer, 15:102 to
15:105
Three track examination process pro-
posal by Patent and Trademark
Office
generally, 15:1.50
Time
American Inventors Protection
Act, tables correlating effec-
tive dates of components of,
App 15(E)
asymmetries and resulting
anomalies in patent law, 2:41
filing, 15:4, 15:5, 15:152
nonprovisional application,
response to USPTO notice of
omitted item(s), 13:7.50,
13:7.60
pendency of application, 1:30 to
1:33
petitions to Commissioner, filing
of, 15:55

APPLICATIONS—Cont’d
Time—Cont’d
response, 15:39 to 15:44
restriction and double patenting,
15:25.30

Title and abstract, 13:8

Trademarks (this index)

United Kingdom (this index)

U.S. National Stage Patent, App
21(G)

USPTO, initatives for patent rights,
15:1.60

USPTO. Office of Patent and
Trademark, above

USPTO deferred-fee provisional
application pilot program,
15:142

USPTO software tools and software
suite, Patents End to End
(PE2E), 15:12.05

USTPO’s revised rules compliance,
International Sequence Listing
Standard, App 13(H)

Utility patents

declaration, applicant’s declaration
for utility or design applica-
tion, App 8(C)

Quick Path Information Disclosure
Statement (QPIDS) Pilot
Program, 13:21.60

reissue, specification of, App
15(A)

WebEx video technology-based
interview, 15:38.20
Written disclosure, adequate, 13:25

APPROPRIATION IN TRADE
Trademarks (this index)

AQUA PRODUCTS, INC. v. MATAL

Inter partes review, post grant
proceedings, amendment of
claims in view of, 15B:23

Petitioner burden, USPTO guidance,
15B:24

ARBITRARY TRADEMARKS
Generally, 5:30

ARBITRATION
Generally, 20:122
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ARBITRATION—Cont’d

American Arbitration Association,
rules of, App 19(A)

Competing rights to same invention,
arbitration of interferences,
16:63

Licensing and assignment, 19:22

Litigation as parallel proceeding,
20:123

U.S. District Courts, arbitration
authorization by, App 19(B)

WIPO arbitration center, international

patent law resources and website
addresses, 22:10

ARCHITECTURAL WORKS
Copyrights, 6:22

ARCHIVES
Copyrights, 6:97

ARGENTINA

Generally, 23:1 to 23:4

Applications, 23:3

Infringement, patent grant and rights
to prevent, 23:4

International patent law resources
and website addresses, 22:10

Patentable subject matter, 23:2

Prosecution at Argentine Patent
Office, 23:3

ARTIFICIAL INTELLIGENCE

Biden administration’s executive
order on the use and administra-
tion of artificial intelligence,
3:4.40

European Union Regulation on
artificial intelligence develop-
ment and innovation, 21:26.74

Knowledge of a person having
ordinary skill in the art, and
related determinations of patent-
ability, 3:4.51

Patent and IP relation, 3:4

Relation to Inventorship including
Co-inventorship, 3:4.30

Requests public comments on the
impact of the proliferation of
artificial intelligence on prior
art, 3:4.51
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ARTIFICIAL INTELLIGENCE
—Cont’d
The USPTO guidance update on
patent subject matter eligibility,
3:4.52
USPTO Inventorship Guidance on
artificial intelligence inventions
and applications, 3:4.50
USPTO joins with the National Sci-
ence Foundation (NSF) in the
National AI Research Resource
pilot (NAIRR), 3:4.55
Works generated by or derived from,
6:22.30

ARTIFICIAL INTELLIGENCE (AI)
Copyrights
derivated works, 6:20

ASSIGNMENT
Licensing and Assignment (this
index)

ASYMMETRIES
Misconceptions, 2:31 to 2:43

“AT LEAST”

Claim grammar, specific expression,
14:25

ATTORNEYS
Applications (this index)
Authorized to represent the

trademark applicant, registra-
tion, 5:84.50
Discovery (this index)
Engagement letter
model format, App 15(R)
practice before Patent Bar,
15:71.20
Fees. Attorneys’ Fees (this index)
Intellectual Property, public locations
for accessing USPTO resources,
1:41
Malpractice complaint in state court,
avoiding, 15:71.55
Mathematics and patent attorney, 2:6
Patent, essential procedures used,
1:40
Patent applications, prosecuting.
Applications (this index)
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ATTORNEYS—Cont’d

Priviledge, attorney-client, Patent
Trial and Appeal Board (PTAB),
15B:54

Registration, authorized to represent
the trademark applicant, 5:84.50

Retainer agreement

model format, App 15(R)

practice before Patent Bar,
15:71.20

ATTORNEYS’ FEES
Copyright infringement, 6:91
Infringement (this index)
Trademark infringement, 5:66

AUDIOVISUAL WORKS
Copyrights, 6:20, 6:73

AUSTRALIA
Generally, 34:1 to 34:7
Account of profits, 34:7
Anton Piller Order, 34:7
Applications, patent prosecution
highway between USPTO and

Australian Intellectual Property
Office, 21A:6

Australian Intellectual Property
Office, patent prosecution
highway (PPH) between USPTO
and, 21A:6

Bilateral agreements in transnational
patent law, 21A:6

Courts, claim interpretation, 34:5.30

Damages, 34:7

Design

generally, 34:5.25

international and transnational,
21B:21

product, 34:5.25
registration and examination of
application, 34:5.25
statute, international and
transnational, 21B:21
Drafting, foreign applications,
34:5.40
Examination of patent applications,
34:5
Fast-track examination procedure,
34:5.10

AUSTRALIA—Cont’d
Infringement, 34:6
Injunctions, 34:7
Innovation patent, 34:5.20

International patent law resources
and website addresses, 22:10

Interpretation of claims, 34:5.30
Inventive step, 34:4

Litigation of patent rights, 34:7
Mareva injunction, 34:7

Modified examination option,
34:5.10

Monetary penalties, 34:7

Nonobviousness, 34:4

Novelty, 34:3

Obviousness, inventive step, 34:4

Patent prosecution highway (PPH)
between USPTO and Australian
Intellectual Property Office,
21A:6

Publication and examination of
patent applications, 34:5

Remedies for infringement of patent
rights, 34:7

Statutory subject matter, 34:2

AUSTRIA
Austrian Intellectual Property Office
patent prosecution highway (PPH)
between USPTO and, 21A:16
PCT-PPH, expansion of Patent
Prosecution Highway (PPH)
to include work products of
Patent Cooperation Treaty,
21A:14.50
International patent law resources
and website addresses, 22:10
Patent prosecution highway between
USPTO and Austrian Patent
Office, 21A:14.50, 21A:16
PCT-PPH, expansion of Patent Prose-
cution Highway (PPH) to
include work products of Patent
Cooperation Treaty, 21A:14.50

Transnational patent law, 21A:14.50,
21A:16

AUTHORS AND AUTHORSHIP
Copyrights (this index)
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BACKGROUND AND HISTORY
Generally, 1:25
Argentina, 23:1
Brazil, 24:1
Chile, 39:1
China, 26:1
France, 27:1
India, 29:1
Israel, 37:1
Monopolies, historical context in, 1:5
Singapore, 35:1
Trademarks, historical note on, 5:9

BACKLOG OF APPLICATIONS

Reduction stimulus plan and initia-
tive, 15:130

BAYH-DOLE ACT

Competing Rights to Same Patent
(this index)

BELGIUM

International patent law resources
and website addresses, 22:10

BELIZE

International patent law resources
and website addresses, 22:10

BERNE CONVENTION
Copyrights, 6:134

BIDEN ADMINISTRATION
Executive order on the use and

administration of artificial intel-
ligence, 3:4.40

BILATERAL AGREEMENTS IN
TRANSNATIONAL LAW
Generally, 21A:1 to 21A:23
Accelerated examination on inven-
tions for green technologies,
21A:17
Agreements and initiative, work-
sharing and efficiency, 21A:1.40
Applications
accelerated examination of green
technology applications,
21A:17
Australian Intellectual Property

Office, patent prosecution
highway (PPH) between

Index-18
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BILATERAL AGREEMENTS IN
TRANSNATIONAL LAW
—Cont’d

Applications—Cont’d

USPTO and, 21A:6

Austrian Patent Office, patent pros-
ecution highway (PPH)
between USPTO and, 21A:16

Canadian Intellectual Property
Office, patent prosecution
highway (PPH) between
USPTO and, 21A:5

Danish Patent Office (DKPTO),
patent prosecution highway
(PPH) between USPTO and,
21A:8

European Patent Office (EPO),
patent prosecution highway
(PPH) between USPTO and,
21A:7

expediting examination for protec-
tion in participating countries,
21A:1, 21A:1.50

Finnish Patent Office, patent prose-
cution highway (PPH)
between USPTO and, 21A:10

German Patent Office (DPMA),
patent prosecution highway
(PPH) between USPTO and,
21A:9

Hungarian Patent Office, patent
prosecution highway (PPH)
between USPTO and, 21A:13

Israeli Patent Office, patent prose-
cution highway (PPH)
between USPTO and, 21A:20

Japanese Patent Office, 21A:2,
21A:22

Korean Intellectual Property
Office, 21A:4, 21A:23

Mexican Institute of Industrial
Property (IMPI), patent prose-
cution highway (PPH)
between USPTO and, 21A:19

Nordic Patent Institute, patent
prosecution highway (PPH)
between USPTO and, 21A:21

Russian Patent Office (ROSPAT-
ENT), patent prosecution
highway (PPH) between
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BILATERAL AGREEMENTS IN
TRANSNATIONAL LAW
—Cont’d

Applications—Cont’d

USPTO and, 21A:18
Singapore Patent Office, patent
prosecution highway (PPH)
between USPTO and, 21A:11
Spanish Patent Office, patent pros-
ecution highway (PPH)
between USPTO and, 21A:15
United Kingdom Intellectual Prop-
erty Office (UK IPO), patent
prosecution highway (PPH)
between USPTO and, 21A:3

Australian Intellectual Property
Office, patent prosecution
highway (PPH) between USPTO
and, 21A:6

Austrian Intellectual Property Office

patent prosecution highway (PPH)
between USPTO and, 21A:16

PCT-PPH, expansion of Patent
Prosecution Highway (PPH)
to include work products of
Patent Cooperation Treaty
(PCT), 21A:14.50

Canadian Intellectual Property
Office, patent prosecution
highway (PPH) between USPTO
and, 21A:5

Chinese Patent Office (CNIPA,
formerly SIPO) and European
Patent Office (EPO) agreement
that CNIPA, formerly SIPO will
use the Cooperative Patent Clas-
sification System (CPC),
1:29.57

Cooperative Patent Classification
(CPC) (this index)

Danish Patent Office (DKPTO),
patent prosecution highway
(PPH) between USPTO and,
21A:8

European Patent Office. Office of
European Patent (EPO), below

Examination

expediting examination, 21A:1,
21A:1.50
green technologies, initiatives for

BILATERAL AGREEMENTS IN
TRANSNATIONAL LAW
—Cont’d

Examination—Cont’d
accelerated examination,
21A:17
patent prosecution highway (PPH),
see other lines in this topic
Finnish Patent Office, patent prosecu-
tion highway (PPH) between
USPTO and, 21A:10
German Patent Office (DPMA),
patent prosecution highway
(PPH) between USPTO and,
21A:9
Global Patent Dossier for the IP5
Country Patent Systems,
21A:1.72
Green technologies, accelerated
examination on inventions based
on, 21A:17
Hungarian Patent Office, patent pros-
ecution highway (PPH) between
USPTO and, 21A:13
IP5 Country Patent Systems, Global
Patent Dossier, 21A:1.72
Israeli Patent Office, patent prosecu-
tion highway (PPH) between
USPTO and, 21A:20
Japanese Patent Office
collaborative search pilot program
between USPTO and JPO,
21A:22
“new route”” pilot program
between USPTO and JPO,
21A:12
patent prosecution highway (PPH)
between USPTO and JPO,
21A:2
PCT-PPH, expansion of Patent
Prosecution Highway (PPH)
to include work products of
Patent Cooperation Treaty
(PCT), 21A:14
Korean Intellectual Property Office
(KIPO)
collaborative search pilot program,
USPTO and KIPO, 21A:23
cooperative Patent Classification
System (CPC), USPTO and
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BILATERAL AGREEMENTS IN
TRANSNATIONAL LAW
—Cont’d

Korean Intellectual Property Office
(KIPO)—Cont’d
KIPO agreement that KIPO
will use, 1:29.58
patent prosecution highway (PPH)
between USPTO and, 21A:4
PCT-PPH, expansion of Patent
Prosecution Highway (PPH)
to include work products of
Patent Cooperation Treaty
(PCT), 21A:14.50
Mexican Institute of Industrial Prop-
erty (IMPI), patent prosecution
highway (PPH) between USPTO
and, 21A:19
Nordic Patent Institute, patent prose-
cution highway (PPH) between
USPTO and, 21A:21
Office of European Patent (EPO)

Chinese Patent Office (CNIPA,
formerly SIPO) and European
Patent Office (EPO) agree-
ment that CNIPA, formerly
SIPO will use the Cooperative
Patent Classification System
(CPC), 1:29.57

cooperative Patent Classification
(CPC), joint prior art clas-
sification system of USPTO
and EPO, 1:29.55

patent prosecution highway (PPH)
between USPTO and, 21A:7

PCT-PPH, expansion of Patent
Prosecution Highway (PPH)
to include work products of
Patent Cooperation Treaty
(PCT), 21A:14

Office of Patent and Trademark
(USPTO)

Australian Intellectual Property
Office, patent prosecution
highway (PPH) between
USPTO and, 21A:6

Austrian Patent Office, patent pros-
ecution highway between
USPTO and, 21A:14.50,
21A:16
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BILATERAL AGREEMENTS IN
TRANSNATIONAL LAW
—Cont’d

Office of Patent and Trademark
(USPTO)—Cont’d

Canadian Intellectual Property
Office, patent prosecution
highway (PPH) between
USPTO and, 21A:5

Cooperative Patent Classification
(CPCQ), joint prior art clas-
sification system of USPTO
and EPO, 1:29.55

Danish Patent Office (DKPTO),
patent prosecution highway
(PPH) between USPTO and,
21A:8

expediting examination for protec-
tion in participating countries,
21A:1, 21A:1.50

Finnish Patent Office, patent prose-
cution highway between
USPTO and, 21A:10

German Patent Office (DPMA),
patent prosecution highway
between USPTO and, 21A:9

guide, abbreviated, prior ar
searches, 1:29.56

Hungarian Patent Office, patent
prosecution highway between
USPTO and, 21A:13

Japanese Patent Office, above

Korean Patent Office (KIPO),
above

Mexican Institute of Industrial
Property (IMPI), patent prose-
cution highway between
USPTO and, 21A:19

Office of European Patent (EPO),
patent prosecution highway
(PPH) between USPTO and,
21A:7, 21A:14

Patent Cooperation Treaty (PCT)
work products, expansion of
Patent Prosecution Highway
(PPH) to include, 21A:14,
21A:14.50

prior art searches using Coopera-

tive Patent Classification
System (CPC), 1:29, 1:29.55
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BILATERAL AGREEMENTS IN
TRANSNATIONAL LAW
—Cont’d

Office of Patent and Trademark
(USPTO)—Cont’d

Russian Intellectual Property
Office, patent prosecution
highway between USPTO
and, 21A:14.50

Russian Patent Office, patent pros-
ecution highway between
USPTO and, 21A:18

Singapore Patent Office, patent
prosecution highway between
USPTO and, 21A:11

Spanish Patent Office (SPTO),
patent prosecution highway
between USPTO and,
21A:14.50, 21A:15

United Kingdom Intellectual Prop-
erty Office (UK IPO), patent
prosecution highway between
USPTO and, 21A:3

Patent cooperation treaty collabora-
tive search and examination
pilot project between IP5
offices, 21A:1.51

Patent Cooperation Treaty (PCT)
work products, expansion of
Patent Prosecution Highway
(PPH) to include, 21A:14,
21A:14.50

PCT-PPH, expansion of Patent Prose-
cution Highway (PPH) to
include work products of Patent
Cooperation Treaty, 21A:14,
21A:14.50

Pilot Programs (this index)

Prior art searches using Cooperative
Patent Classification System
(CPC), 1:29, 1:29.55 to 1:29.58

Russian Intellectual Property Office,
expansion of Patent Prosecution
Highway (PPH) to include work
products of Patent Cooperation
Treaty (PCT), 21A:14.50

Russian Patent Office (ROSPAT-
ENT), patent prosecution
highway (PPH) between USPTO
and, 21A:18

BILATERAL AGREEMENTS IN
TRANSNATIONAL LAW
—Cont’d

Singapore Patent Office, patent pros-
ecution highway (PPH) between
USPTO and, 21A:11

Spanish Patent Office (SPTO)

patent prosecution highway (PPH)
between USPTO and, 21A:15

PCT-PPH, expansion of Patent
Prosecution Highway (PPH)
to include work products of
Patent Cooperation Treaty
(PCT), 21A:14.50

United Kingdom Intellectual Property
Office (UK IPO), patent prose-
cution highway (PPH) between
USPTO and, 21A:3

Work-sharing and efficiency, agree-
ments and initiative, 21A:1.40

BILATERAL TREATIES
Copyrights, 6:137

BILSKI v. KAPPOS

Determining subject matter eligibility
for process claims in view of
Bilski v. Kappos (Interim Bilski
Guidance), 7:5.86, App 7(D)

BIOLOGICAL-BASED
INVENTIONS
Biosimilar products
Amgen v. Sandoz, 18:24.25

FDA approval of biologic or
biosimilar medical products,
18:23, 18:23.50

injunctive relief, 18:25

litigation approaches in enforce-
ment, 18:24, 18:24.25
Competing rights to same patent
biosimilar medical products, FDA
approval, 18:23
proprietary rights in, 17:30
FDA approval of biologic or

biosimilar medical products,
18:23

BIOTECH PATENT
APPLICATIONS

Generally, 13:22 to 13:25
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BLANK FORMS BOARD OF PATENT APPEALS
Copyrights, 6:25 AND INTERFERENCES
—Cont’d
“BL(_)CI,(ING PATENTS”_ Standard of review, court, 15:68
Objective standard, defeating, 12:50 Trial section—contested case practice
BOARD OF PATENT APPEALS guide, App 16(C)
AND INTERFERENCES Venue, 15:66.50

Generally, 15:61 to 15:69
America Invents Act changes to juris-
diction and venue, 15:66.50
Attorney misconduct, ex parte
appeals, 15:65.10
Brief of appellant, App 15(S)
Composition, 15:61
Court review
generally, 15:66 to 15:69
AlA, 15:66.50
jurisdiction, 15:66.50, 15:67
procedure, 15:69
standard of review, 15:68
venue, 15:66.50
Current Rules for Inter Partes
Reexamination Appeals to
Board of Patent Appeals and
Interferences, Title 37 Part 41,
subparts A and C, App 15A(C)
Decision and disposition
oral hearing, 15:65
sanctions for attorney misconduct,
15:65
Ex parte appeal process, 15:61.20
Ex parte appeals, rules for practice
before Board including final
amendments for ex parte appeals
filed on or after Jan. 23, 2012,
App 15(I)
Expedited patent appeal. Pilot
Programs (this index)
Jurisdiction, 15:66.50, 15:67
Notice of appeal, 15:62, 15:63
Oral hearing, 15:64 to 15:65.10
Patent appeal filed prior to Jan. 23,
2012, rules for practice before
Board, Title 37 Part 41, subparts
A, B, and C, App 15(D)(1)
Pilot Programs (this index)
Procedure, court review, 15:69
Small entities, streamlined, expedited
appeal pilot program, 15:61.40
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BONA FIDE INTENTION TO USE
IN “COMMERCE”

Trademark registration, 5:87

BORDER ENFORCEMENT
Exports and Imports (this index)

BOTANICAL PLANT VARIETIES
Canada, 25:5

BRAND NAMES
Trademarks, 5:35 to 5:41

BRAZIL
Generally, 24:1 to 24:6
Background and history, 24:1
Brazilian Patent Office, 24:4
Compulsory licensing, 24:6
Industrial designs, 24:4.10
Infringement, 24:5

International patent law resources
and website addresses, 22:10

Licensing, 24:6

Nonobviousness requirement, 24:3
Novelty requirement, 24:3

Offers to license, 24:6

Patent grant, 24:5

Patentable subject matter, 24:2
Prosecution, 24:4

Registration of industrial designs,
24:4.10

BREACH OF CONTRACT
Trade secrets, 4:11

BREEDERS’ RIGHTS LAWS
Foreign breeders’ rights laws, 22:9

BREXIT

Vote to leave the European Union on
patents in the United Kingdom,
33:9
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BRIEFS
Appeal to Board of Patent Appeals,
App 15(S)
Applications, 15:63, 15:63.10

Competing rights to same invention,
16:52

BROADEST REASONABLE
INTERPRETATION
STANDARD (BRI)

Final rule change to eliminate, PTAB,
15B:9

BURDEN OF PROOF

Competing rights to same invention,
16:42

BUSINESS METHOD PATENTS

Covered Business Method Patents
(this index)

BUSINESS NAMES
Trademarks distinguished, 5:6

CANADA
Generally, 25:1 to 25:20
Antitrust implications, 25:20
Applications
generally, 25:13
prosecuting patent applications,
patent prosecution highway
(PPH) between USPTO and

Canadian Intellectual Prop-
erty Office, 21A:5

Bilateral agreements in transnational
patent law, 21A:5

Botanical plant varieties, 25:5

Canadian Intellectual Property
Office, patent prosecution
highway (PPH) between USPTO
and, 21A:5

Competing rights to same patent,
25:10

Compulsory licenses, 25:19

Continuing applications, 25:12

Corona virus adjustments, 25:14.5

Costs, 25:22

Damages, 25:22

Drugs and pharmaceuticals, 25:8

Eligibility for protection, 25:3 to
25:6

CANADA—Cont’d
Employer/employee rights, 25:18
Guide to plant breeder’s rights, App

25(B)
Historical underpinnings, 25:1
Impeachment, 25:21
Industrial designs, 25:4, App 25(A)
Infringement, 25:21
Injunctive relief, 25:22
Integrated circuit topographies, 25:6,
App 25(C)
International patent law resources
and website addresses, 22:10
Inventorship, 25:16

Licensing and assignment, 25:17,
25:18

Litigation awards, 25:22
Nonobviousness, 25:9
Novelty, 25:7

Office of Patent and Trademark
proceedings, 25:14

Ownership and transfers, 25:16 to
25:20

Petition for grant of patent, App
25(D)

Pharmaceutical patents, promise util-
ity doctrine, 25:8

Plant patents, 25:5, App 25(B)

Practitioner guidance, 25:15

Priorities, 25:10 to 25:12

Promise utility doctrine,
pharmaceutical patents, 25:8

Prosecuting patent applications,
patent prosecution highway
(PPH) between USPTO and
Canadian Intellectual Property
Office, 21A:5

Substantive law, 25:2 to 25:20
Trademark law, 5:127
Transnational patent law, 21A:5
Utility inventions, 25:3

Utility patents, 25:8

CANCELLATION

Litigation of patent rights, generally,
20:2
Trademark registration, 5:102
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CANCER IMMUNOTHERAPY
PILOT PROGRAM
Office of Patent and Trademark,
15:131

CAUSE OF ACTION
Trade secret misappropriation, 4:6

CERTIFICATES AND
CERTIFICATION
Applications (this index)
Post Grant Review of Issued
Patents (this index)
Statutory subject matter, certificate of
plant variety protection, App
9(A), App 9(B)
Trademarks (this index)

CESSATION OF ROYALTY
PAYMENTS
Licensing and assignment, 19:18

CHANGE
Modification or Change (this index)

CHARACTERS
Trademarks, 5:49

CHEMICAL INVENTIONS
Nonobviousness, 12:31 to 12:38
Utility patents, 11:7

CHILE

Generally, 39:1 to 39:9

Acceptance of application, 39:3

Application, generally, 39:3

Background, 39:1

Basis for invalidating, 39:6

Compulsory licenses, 39:8

Enforcement of patents, 39:7

Examination, 39:4

Infringement of patents, 39:7

International patent law resources
and website addresses, 22:10

Invalidity of patents, 39:6

Licenses, compulsory, 39:8

Patentability, 39:2

Patentable subject matter, 39:2

Penalties for patent infringement,
39:9

Prosecution process, 39:4

Rights conferred, 39:5
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CHILE—Cont’d
Statutory penalties for patent
infringement, 39:9

CHINA
Generally, 26:1 to 26:7

Accelerating patent prosecution and
examination, 26:4.75

Administration of patents, 26:1
Applications
amendments, 26:4.25

benefits and rights after patent has
been granted, 26:5

differing assumptions of Chinese
patent practice, 26:4.50

prosecution before Chinese Patent
Office, 26:4, 26:5

Background, 26:1

Benefits and rights after patent has
been granted, 26:5

Chinese Patent Office (SIPO)

amendments to applications,
26:4.25

applications and patent prosecution
before, 26:4

Chinese Patent Office (CNIPA,
formerly SIPO) and European
Patent Office (EPO) agree-
ment that CNIPA, formerly
SIPO will use the Cooperative
Patent Classification System
(CPC), 1:29.57

Enforcement of patents, 26:7

International patent law resources
and website addresses, 22:10

Litigation, 26:7

1992 patent law, App 26(A)

Patentability requirements, generally,
26:3

Petty patents, 26:6

Prosecution before Chinese Patent
Office

generally, 26:4

accelerating patent prosecution and
examination, 26:4.75

differing assumptions of Chinese
patent practice, 26:4.50

Statutory basis for patents in, 26:2
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CHOREOGRAPHIC WORKS
Copyrights, 6:18

CIRCUMVENTION
Copyrights, 6:92 to 6:105

CITIZENSHIP
Copyrights (this index)

CLAIMS
Generally, 14:1 to 14:47
“About” as specific expression,
14:18
Alternative language in claims
American Intellectual Property
Law Association (AIPLA)
comments on proposed rule
making, App 14(A)(1)
claim grammar, 14:14
grammar, 14:14
Intellectual Property Owners
Association (IPO) comments
on proposed rule making,
App 14(A)(2)
notice of proposed rule making,
App 14(A)
“And the like” as specific expres-
sion, 14:22
Antecedent basis, presence of, 14:13
As to particular claims or matters, see
more specific index entries
Ascertainment of. Meaning of claim
construction, ascertaining,
below
“At least” as specific expression,
14:25
Body of claim, 14:11
Breadth of claims, 14:2.50
Broadening and narrowing of claims,
14:33 to 14:37
Broadest reasonable interpretation
standard, post grant review of
issued patents, 15B:7
Chart, example, post grant review of
issued patents, App 15B(H)
Claimed element terms, 14:30
Classes, claims drawn to different
statutory classes, 14:38 to 14:44
Closeness, specific expressions
“close proximity,” 14:19

CLAIMS—Cont’d

Closeness, specific expressions
—Cont’d
“close to,” 14:19
“closely approximate,” 14:19
Combination-subcombination rela-
tionship, 14:34
Common phrases, 14:30
Composition of matter, statutory
class, 14:42
“Connected” as specific expression,
14:19
Construction
meaning of claim construction,
ascertaining, below
resolution, analysis of patentability
requirements, 14:47
standard for interpreting claims
before PTAB, proposed
changes to, App 15B(J)
tables, examples, post grant review
of issued patents, App
15B(G)
Defining invention, 14:3
Definitions, claim grammar, 14:12 to
14:30
Dependent claims, 14:32
Design, statutory class, 14:43
Dominant and subservient claims,
14:45
Double inclusion of elements, 14:16
Excess patent claims, model order
limiting, App 20(L)
Functional claims in view of guid-
ance, 14:37.25
Functional Claims (this index)
“Generally” as specific expression,
14:20
Genus-species relationship, 14:35
Grammar, 14:12 to 14:30
“In a manner similar to,” 14:28
“In abutment with” as specific
expression, 14:19
Indefinite, refusal of inter partes
review, PTAB, 15B:16
Independent and dependent claims,
14:32
Interpreting claims before PTAB,
proposed changes to claim
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CLAIMS—Cont’d

construction standard for, App
15B(J)
“Joined” as specific expression,
14:19
Language, scope of claims, 14:2.50
Machine, statutory class, 14:39
Manufacture, statutory class, 14:40
Markush group, 14:15
Meaning of claim construction,
ascertaining
generally, 14:46 to 14:46.70
case law, 14:46.30, 14:46.50
infringement, 14:46.30, 14:46.50
language interpretation, 14:46.50
ordinary and customary meaning,
14:46.50
Means plus function claims, 14:36,
15:22.50
Method, statutory class, 14:41
“Normally” (““ordinarily™) as
specific expression, 14:21
“Optionally” as specific expression,

Patent, USPTO amends the PTAB
Rules of Practice for Instituting
on All Challenged, 15B:5.50

Plant patent, statutory class, 14:44

Post Grant Review of Issued
Patents (this index)

Preamble or introductory phrase,
14:9

Product-by-process.Products (this
index)

Proportions, 14:29

Ranges, 14:29

Relative terminology (terms of
degree), 14:27

Requirement, inter partes review on
all claims raised, post grant
review of issued patents, 15B:5

Resolution, construction, analysis of
patentability requirements,
14:47

“Similar to” as specific expression,
14:22

Specific expressions

“about,” 14:18
“and the like,” 14:22
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CLAIMS—Cont’d

Specific expressions—Cont’d
“at least,” 14:25
closeness, above
“connected,” 14:19
“generally,” 14:20
“in abutment with,”” 14:19
“joined,” 14:19
“normally” (“‘ordinarily’’), 14:21
“optionally,” 14:24
“similar to,” 14:22
“substantially,” 14:17
“such as” (“‘preferably,”
“particularly,” and “‘espe-
cially”), 14:23
“whereby” and *‘so that” clauses,
14:26
Step plus function claims, 14:37
Structural versus functional language,
14:6
Subservient claims, 14:45
“Substantially” as specific expres-
sion, 14:17
“Such as” (“preferably,”
“particularly,” and “‘espe-

cially™) as specific expression,
14:23

Syntax, 14:8 to 14:11
Terminology

alternative language in claims,
above

meaning of claim construction,
above

specific expressions, above

Terms of degree (relative terminol-
ogy), 14:27

Three unities, 14:7

Transitional phrase, 14:10

“Whereby”” and “‘so that” clauses as
specific expressions, 14:26

Words. See entries throughout this
topic

CLARITY OF THE RECORD

Applications, 15:20.50

CLASS ACTIONS

Generally, 20:109



INDEX

CLASS OR CLASSIFICATION

Calculation of trademark application
fees based on the classification
schedule, 5:85.50

Claims drawn to different statutory
classes, 14:38 to 14:44

Cooperative Patent Classification
System (CPC), prior art search
using, 1:29, 1:29.55 to 1:29.58

Copyrights, classes of works
exempted by administrative rule,
6:96

International Classification Systems
for prior art searches, 21:16.60

Trademark international classification
schedule of goods and services,
5:85.50

Trademarks, classification of goods
and services, App 5(L)

U.S. Patent Classification System,
prior art search using, 1:29,
1:29.50

CLAYTON ACT
Licensing and assignment, 19:27

CLIMATE CHANGE
USPTO, pilot program, 15:143

“CLOSE PROXIMITY”

Claim grammar, specific expression,
14:19

“CLOSE TO”

Claim grammar, specific expression,
14:19

“CLOSELY APPROXIMATE”

Claim grammar, specific expression,
14:19

CODE OF CONDUCT

Code of conduct for justices of the
Supreme Court of the United
States, App 20(P)

Ethics and code of conduct, federal
judges, 20:118.25

COEXISTENCE OF CONCEPTS
Trade secrets, 4:25, 4:26

COGNATE TYPES OF
TRADEMARKS
Generally, 5:2 to 5:5

COINED TRADEMARKS
Generally, 5:29

COLLABORATION
Competing rights to same invention,
17:4
COLLATERAL ESTOPPEL
Trademark infringement, 5:69

COLLECTIVE MARKS
Trademarks (this index)

COLLECTIVE WORKS
Copyrights, 6:127

COLOR
Trademarks, 5:51

COMBINATIONS
Generally, 2:10
Claims, combination-subcombination
relationship, 14:34
Nonobviousness, combinations of old
elements, 12:24

COMBINATIONS WORDS
Trademarks, 5:42 to 5:47

COMMERCIAL ACQUIESCENCE
Nonobviousness, 12:46

COMMERCIAL SUCCESS
Nonobviousness, 12:44

COMMERCIALIZATION OF
PATENTED INVENTIONS
USPTO, solicits stake holder and
inventor support, 20A:9
USPTO, stake holder and inventor
support, 20A:8

COMMON LAW
Monopolies, 1:13

Trademarks, direct infringement,
5:55

COMMON OWNERSHIP

Disclosing and identifying commonly
owned applications and patents,
rescinded new rules, 15:162
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“COMMUNITY PATENT
REVIEW”

Applications, pilot program, 15:12.70

COMPARATIVE ADVERTISING
Trademarks, 5:80

COMPARATIVE TESTS OR
RESULTS
Applications, 15:31

COMPETING RIGHTS TO SAME

PATENT

Generally, 18:1 to 18:25, App 15(A)
to App 15(U)
Abandonment, 16:6
Academic faculty, 17:27
Adjudication of claims against
United States, 18:18
Administration and administrative
claims against defense department
agencies for infringement,
18:18.10

memorandum of invalidity, patent
claim, App 18(D)

proceedings, 17:12

Adverse judgment motion under
“new rules,” App 16(Q)

Affidavit, testimony by, 16:50

Agreed statement, testimony by,
16:51

Allocation

contractual allocation of patent
rights, 17:24, 17:25

marital assets, allocation of, 17:33

America Invents Act (AIA)

AIA amendment, derivation
proceedings under, statute and
proposed regulation, App
16(R)

derivation procedures that will
replace interference
procedures, 16:1.50 to 16:10,
16:71

proposed rules of practice and
practitioner guidance for
deviation proceedings, 16:72

Appeal and review

generally, 16:57

board of Patent Appeals and
Interferences, 16:19, 16:20
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COMPETING RIGHTS TO SAME
PATENT—Cont’d
Applications
correcting inventorship, 17:10
government access to privately
owned inventions, 18:16
persons other than inventor,
applications by, 17:31
Arbitration of interferences, 16:63
Bayh-Dole Act
generally, 18:6 to 18:12
case applications of government
agency ‘“‘march-in rights,”
18:7.20
defense-related procurement
contracts, practitioner guid-
ance, 18:7.50, 18:7.75
Department of Energy, 18:10
implementing under Federal
Acquisition Regulation
(FAR), 18:7.30
“march-in rights” of government
agency, 18:7.10, 18:7.15,
18:7.20
mission agencies, 18:9 to 18:11
national Aeronautics and Space
Administration, 18:11
“new era” in government contract-
ing under, 18:7 to 18:12
policy prior to, 18:6
section 209, policy under, 18:8 to
18:12
tennessee Valley Authority, 18:12
Biological-Based Inventions (this
index)
Board of Patent Appeals and Interfer-
ences—trial section—contested
case practice guide, App 16(C)
Briefs, 16:52
Burden of proof, 16:42
Canada, 25:10
Collaboration, need for, 17:4
Concealment, 16:6
Conclusions of law, 16:52
Conference to set time and place of
deposition, 16:47
Contested case practice guide, Board
of Patent Appeals and Interfer-
ences—trial section, App 16(C)
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COMPETING RIGHTS TO SAME
PATENT—Cont’d
Contracts and agreements

allocation of patent rights, 17:24,
17:25

government contracts, below

Cooperative research and develop-
ment agreement, model agree-
ment for cooperative venture
with federal agency, App 18(C)

Corporate officers, 17:28

Correcting inventorship, 16:26 to
16:28,17:10 to 17:18

Corroboration, 16:41

Declaration

redeclaration, 16:37

sample exhibit and sample witness
in support of motion for prior-
ity, App 16(P)

Defects, cure of, 17:19

Defense acquisition regulations
(DFARS), 18:7.50, 18:7.75,
App 18(B)

Defense department agencies,
administrative claims for
infringement, 18:18.10

Depositions

generally, 16:49

oral conference to set time and
place of, 16:47

Derivation proceedings

generally, 16:1 to 16:72

proposed rules of practice and
practitioner guidance, 16:72

scheduling order for derivation
proceedings (based on
proposed trial rules), App
16(S)

under AIA amendment, statute and
proposed regulation, App
16(R)

Diligence, 16:5, 17:15

Disclaimer, 16:58

Disclosure, 16:10

Discovery, 16:46

Employer-employee rights, generally,
17:1 to 17:34

Energy Department, 18:10

COMPETING RIGHTS TO SAME
PATENT—Cont’d
Error without deceptive invention,
what constitutes, 17:17

Estoppel, 16:60

Evidence
generally, 16:39 to 16:43
depositions, above
discovery, 16:46
testimony, 16:48 to 16:51

Ex parte practice after termination,
16:59 to 16:61
Exhibits
declaration in support of motion
for priority, sample exhibit
and sample witness, App
16(P)
supplemental list of exhibits in
support of motion for priority,
App 16(0)
Federal Acquisition Regulation
(FAR) for implementing Bayh-
Dole Act, 18:7.30

Federal interest in patents. Govern-
ment interest in patents, below

Federal patent procurement, 18:13
Filing motions, time for
generally, 16:30

correction of inventorship entity,
time for filing motions for,
16:27

preliminary motions, time for filing
of, 16:25

Final hearing, 16:53

Findings of fact and conclusions of
law, 16:52

Food and Drug Administration
(FDA) approval

biologic or biosimilar medical
products, 18:23

generic drug or pharmaceutical
previously patented, 18:22

Foreign countries, 16:43

Generic drug or pharmaceutical
previously patented, FDA
approval, 18:22

Government contracts
generally, 18:6 to 18:12
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COMPETING RIGHTS TO SAME
PATENT—Cont’d
Government contracts—Cont’d
case applications of government
agency ‘“‘march-in rights,”
18:7.20
computer software, delivery to
government, 18:7.75
cooperative research and develop-
ment agreement, model agree-
ment, App 18(C)
FAR and DFARS clauses, guid-
ance, 18:7.50, 18:7.75
implementing Bayh-Dole Act
under Federal Acquisition
Regulation (FAR), 18:7.30
“march-in rights” of government
agency, 18:7.10, 18:7.15,
18:7.20
memorandum of invalidity in
administrative patent claim,
App 18(D)
model CRADA Agreement for
Cooperative Venture with
Federal Agency, App 18(C)
other parties, grant additional
licenses based on pricing of
goods and services, 18:7.15
reasonable applicants, grant of
additional licenses to, 18:7.10

rights of government, 18:6 to
18:12

standard patent clauses, App
18(A), App 18(B)

technical data, delivery to govern-
ment, 18:7.75

treatment of patents in awarding,
18:17

U.S. Defense Dept. contracts,
defense acquisition regula-
tions (DFARS), App 18(B)
Government interest in patents
generally, 18:1 to 18:25

Defense Department agencies,
claims for infringement by,
18:18.10

employees of federal government,
inventions made by, 18:3

Energy Department, 18:10

Index-30

PatEnT Law FUNDAMENTALS

COMPETING RIGHTS TO SAME
PATENT—Cont’d
Government interest in patents
—Cont’d
federal funds, inventions made
with, generally, 18:2 to 18:5
Food and Drug Administration
(FDA) approval, above
independent contractors, inven-
tions made by, generally, 18:5
licensing, 18:4, 18:5
mission agencies, 18:9 to 18:11
National Aeronautics and Space
Administration, 18:11
ownership and procurement, gener-
ally, 18:1 to 18:25
privately owned inventions,
government access to, 18:15
to 18:20
procurement, generally, 18:1 to
18:25
public access to government-
owned inventions, 18:14
sovereign immunity study,
18:20.30
technical data and software
delivery to government,
18:7.75
Tennessee Valley Authority, 18:12
Government purpose rights, govern-
ment procurement contracts,
18:7.75
Guidance on drafting motions,
oppositions and replies,
16:68.10
Hearings, 16:53
Historical evolution of patent
interference practice, highlights,
16:64
Implied contractual allocation of
patent rights, 17:25
Independent contractors, inventions
made by, generally, 18:5
Infringement by defense department
agencies, administrative claims
for, 18:18.10
Initial memorandum, 16:16
Initiating interference proceeding
under new rules, 16:66
Inter partes proceedings, 16:12
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COMPETING RIGHTS TO SAME
PATENT—Cont’d
Interference
in-fact and supporting documents,
motion for judgment based on
no interference-in-fact, App
16(L)
practice, generally, 16:1 to 16:72
proceedings, 16:64.05 to 16:72
Interlocutory matters
generally, 16:11
orders, 16:35
Invasion of patent rights by states,
18:20
Involuntary transfers of title, 17:32,
17:33
Joinder of parties, 17:9 to 17:19
Joint
invention, 17:2 to 17:6
owners, proprietary rights among,
17:29
Jurisdiction
board of Patent Appeals and
Interferences, 16:19
ex parte practice after termination,
16:61
Licensing
federal funding, licensing of
patents developed by federal
agencies or with, 18:4, 18:5
government’s grant of additional
licenses to other parties in
part based on pricing of goods
and services, 18:7.15
government’s grant of additional
licenses to reasonable
applicants, 18:7.10
independent contractors, generally,
18:5
35 U.S.C. § 203, 18:7.15
35 U.S.C.A. § 203, 18:7.10,
18:7.20
Limitation of actions, 16:18
Limited rights of government,
government procurement
contracts, 18:7.75
“March-in rights”™ of government
agency, licensing, 18:7.10,
18:7.15, 18:7.20

COMPETING RIGHTS TO SAME
PATENT—Cont’d
Marital assets, allocation of, 17:33
Memorandum, 16:16
Mission agencies, 18:9 to 18:11
Model CRADA Agreement for Coop-
erative Venture with Federal
Agency, App 18(C)
Motions and orders, generally, 16:22
to 16:36
Motions phase under ‘“‘new rules,”
16:68 to 16:68.30
National Aeronautics and Space
Administration, 18:11
Necessary parties, 17:16
“New rules,” requirements for
interference proceedings, 16:65
to 16:70
1985 patent rules, App 16(A)
Nonjoinder and misjoinder, 17:9 to
17:19
Notice of interference, 16:17
Opposition
motions and reply, 16:33
replies and motions, guidance on
drafting, 16:68.10
Oral conference to set time and place
of deposition, 16:47
Orders and motions, generally, 16:22
to 16:36
Ownership rights, generally, 17:1 to
17:34
Parties
joinder of parties, 17:9 to 17:19
sample real party in interest plead-
ing, App 16(E)
settlement by parties, 16:56
Petitions to Commissioner, 16:21
Place, oral conference to set time and
place of deposition, 16:47
Pleading, samples
annotated claims pleading, App
16(J)
clean copy of claims pleading,
App 16(I)
file history pleading, App 16(H)
lead and backup counsel pleading,
App 16(F)
motions list pleading, App 16(K)
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COMPETING RIGHTS TO SAME

PATENT—Cont’d
Pleading, samples—Cont’d
real party in interest pleading, App
16(E)
related proceeding pleading, App
16(G)
Post-declaration of interference
procedures, 16:67
Preliminaries
inquiry, 16:15
motions, 16:23 to 16:25
statements, 16:38

Presumptions, correctness of
inventorship, 17:6, 17:14

Pre-trial motions and procedure,
20:101.50
Prior art, 16:9, 17:8
Priorities
derivation, motion for judgment
based on, App 16(N)
invention, generally, 16:1 to 16:72,
17:7
phase under “‘new rules,” 16:69
statement under 37 C.F.R.41.204,
App 16(M)
statement under new rules,
16:68.50
supplemental list of exhibits in
support of motion for, App
16(0)
Procedures after interference is
declared, 16:67

Proceedings involving patent interfer-
ence, 16:64.05 to 16:72

Proprietary rights
biological-based inventions, 17:30
joint owners, 17:29
PTO Board of Patent Appeals and
Interferences—trial section—
contested case practice guide,
App 16(C)
Public access to government-owned
inventions, 18:14
Public employees, inventions made
by federal employees, 18:3
Records and recording
filing motions, time for, above
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PATENT—Cont’d
Records and recording—Cont’d
presumption that inventorship
entity is correct as filed, 17:6
Redeclaration, 16:37
Reexamination, 16:58
Reissue, 16:58
Restricted rights of government,

government procurement
contracts, 18:7.75

Scheduling order for derivation
proceedings (based on proposed
trial rules), App 16(S)
Service of motion papers, 16:34
Settlements
generally, 16:56

agreement under ‘‘new rules,”
App 16(Q)

Shop rights, 17:22

Show cause orders, 16:36

Sovereign immunity study, govern-
ment interest in patents,
18:20.30

Special requirements of specific
motions, 16:32

Standard patent clauses in govern-
ment contracts, App 18(A), App
18(B)

Standing order of Board of Patent
Appeals and Interference
entered Jan. 3, 2006, App 16(D)

State procurement regulations, 18:21

Substitution, 17:20

Supplemental list of exhibits in sup-
port of motion for priority, App
16(0)

Supporting documents, motion for
judgment based on no interfer-
ence-in-fact, App 16(L)

Suppression, 16:6

Tennessee Valley Authority, 18:12

Termination

generally, 16:54 to 16:56

ex parte practice after termination,
16:59 to 16:61

“new rules,”” termination of
interference by settlement and
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COMPETING RIGHTS TO SAME
PATENT—Cont’d
Termination—Cont’d
motion for adverse judgment,
16:70
Testimony, 16:48 to 16:51
Time
filing motions, time for, above
oral conference to set time and
place of deposition, 16:47
pre-trial motions and procedure,
20:101.50
Title 37: patents, trademarks, and
copyrights, App 16(B)
Trade secrets, employee’s obligations
regarding, 17:34
Transfers of title, voluntariness of,
17:32
Trial and disposition of priority
issues, generally, 16:44 to 16:58
Unlimited rights of government,
government procurement
contracts, 18:7.75
Voluntariness of transfers of title,
17:32
Witnesses, 16:48 to 16:51

COMPILATIONS
Copyrights, 6:13

COMPLAINT

Attorney malpractice complaint in
state court or registration office,
15:71.55

Attorney or agent practice before
Patent Bar, 15:71.30

Pleadings (this index)

COMPLIANCE, USTPO

Revised rules, International Sequence
Listing Standard, App 13(H)

Supreme Court’s decision in Arthrex,
ARP for review of PTAB ex
parte appeals, re-examination
appeals, and reissue appeals,
15B:3.40

Supreme Court’s decision in Arthrex
seeks to expand director review
of challenging PTAB decisions,
15B:3.15

COMPLIANCE, USTPO—Cont’d
USPTO issues final rule for director

review of PTAB decisions,
15B:3.16

COMPOSITE TRADEMARKS
Generally, 5:32

COMPOSITION OF MATTER
Claims drawn to different statutory
classes, 14:42
Statutory subject matter, 7:11

COMPULSORY LICENSING
Brazil, 24:6
Chili, 39:8
Israel, 37:10
Mexico, 38:8

COMPUTERS AND COMPUTER
PROGRAMS

Computer Fraud and Abuse Act
(CFAA), 18 U.S.C. 1080, App
4(E)

Copyrights (this index)

Examination guidelines for computer
related inventions, App 7(A)

Internet Use (this index)

Records accessed online, 5:90

Software (this index)

Statutory subject matter, 7:5

USPTO Rules for Electronic Submis-
sion, 13:6.50

CONCEALMENT

Competing rights to same invention,
16:6

CONCLUSIONS OF LAW

Competing rights to same invention,
16:52

CONCRETENESS OF
INFORMATION
Trade secrets, 4:9

CONCURRENT USE
Trademark registration, 5:101

CONFERENCES

Competing rights to same invention,
oral conference to set time and
place of deposition, 16:47

Index-33



CONFIDENTIAL INFORMATION

Privileged or Confidential Informa-
tion (this index)

CONFIGURATIONS
Trademarks, 5:50

CONFLICT OF LAWS
Discovery, 20:87

CONFLICTS

Trademarks, conflicting means of
acquisition of Internet domain
names, 5:19

CONFUSINGLY SIMILAR MARKS

Trademark registration, 5:92.40,
5:107
infringement, 20:119.40

“CONNECTED”

Claim grammar, specific expression,
14:19

CONSENT JUDGMENTS
Generally, 20:107

CONSEQUENCES
Invalidity, 20:9
asserting claims held to be invalid
in prior litigation, held not
infringed, 20:9.10

CONSEQUENTIAL DAMAGES
Infringement, 20:62

CONSOLIDATION OF ACTIONS
Generally, 20:103

CONSTITUTIONAL LAW

Appointment, USPTO Administrative
Patent Judges (APJs), 15B:3

Copyrights, First Amendment, 6:29

Inter partes review, post grant
proceedings, 15B:2

Interim procedure for director review
of in challenging PTAB deci-
sions, 15B:3.10

Nonobviousness, constitutional stan-
dard of invention, 12:20

PTAB Cases in which Director
Review has been granted,
15B:3.20
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USPTO Administrative Patent Judges
(APJs), appointment, 15B:3

USPTO in compliance with Supreme
Court’s decision in Arthrex,
ARP for review of PTAB ex
parte appeals, re-examination
appeals, and reissue appeals,
15B:3.40

CONSTRUCTION AND
INTERPRETATION

AIA “‘subject matter” for novelty
exceptions, USPTO interpreta-
tion, 10:2.85

Australian courts, 34:5.30

Claim construction

Office of Patent and Trademark,
2:34

proposed changes to standard, App
15B(J)

Infringement litigation, construction
of patent claims in, 20:48 to
20:52

Marking requirement, 2:24

Meaning of claim terms and claim
construction, ascertainment.
Claims (this index)

CONTAINER SHAPE
Trademarks, 5:50

CONTESTED CASE PRACTICE
GUIDE
Board of Patent Appeals and Interfer-
ences, trial section, App 16(C)

CONTINUATION OR
CONTINUITY
Applications (this index)
Copyrights (this index)
Post grant review of issued patents,

reissue patent, 15A:13 to
15A:16

CONTINUED EXAMINATION

Chart comparing request for
continued examination,
continued prosecution, and
URAA transitional practice,
App 15(K)
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CONTINUED PROSECUTION
APPLICATION (CPA)

Chart comparing request for
continued examination,
continued prosecution, and
URAA transitional practice,
App 15(K)

CONTRACTS AND AGREEMENTS
Generally, 1:2
Attorney-client retainer agreement
model format, App 15(R)

practice before Patent Bar,
15:71.20

Bilateral Agreements in
Transnational Law (this index)

Competing Rights to Same Patent
(this index)

Copyrights, 6:30

Foreign Countries (this index)

Settlement and Settlement Agree-
ments (this index)

Terms and clauses, patent license
agreement, 19:6.70

Trade secrets, breach of contract,
4:11

Utility patent in new format in view
of Uruguay Round Agreements

Act, grant and specification of,
App 1(A)

CONTRIBUTORY
INFRINGEMENT

Copyrights, 6:71

Litigation of patent rights, generally,
20:7
Trademarks, 5:60

CONVENTIONS
Copyrights, 6:133 to 6:138

European Patent Convention
countries, comparison of U.S.
patenting process, 1:35, 1:36

Paris Convention (this index)
Trademarks, 5:121 to 5:126

COOPERATION TREATY

Patent Cooperation Treaty (this
index)

COOPERATIVE PATENT
CLASSIFICATION (CPC)

Bilateral agreements in transnational
law. See other entries throughout
this topic

Chinese Patent Office (CNIPA,
formerly SIPO) and European
Patent Office (EPO) agreement
that CNIPA, formerly STPO will
use the Cooperative Patent Clas-
sification System (CPC),
1:29.57

Guide, abbreviated, prior ar searches,
1:29.56

Joint prior art classification system of
USPTO and EPO, 1:29.55

Korean Patent Office (KIPO) and
USPTO agreement that KIPO
will use Cooperative Patent
Classification System (CPC),
1:29.58

Office of European Patent (EPO)

Chinese Patent Office (CNIPA,
formerly SIPO) and European
Patent Office (EPO) agree-
ment that CNIPA, formerly
SIPO will use the Cooperative
Patent Classification System
(CPC), 1:29.57

Cooperative Patent Classification
(CPCQ), joint prior art clas-
sification system of USPTO
and EPO, 1:29.55

Prior art searches, 1:29, 1:29.55 to
1:29.58

USPTO

Cooperative Patent Classification
(CPC), joint prior art clas-
sification system of USPTO
and EPO, 1:29.55

Korean Patent Office (KIPO) and
USPTO agreement that KIPO
will use Cooperative Patent
Classification System (CPC),
1:29.58

COPIES AND COPYING
Nonobviousness, 12:49

COPYRIGHTS
Generally, 6:1 to 6:143
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Adjudication in United States of
claims arising under foreign
copyright law, 6:140
Administrative rule, classes of works
exempted by, 6:96
Advertisements, 6:12
Aliens and citizens. Nationality,
below
Appellate review in infringement
litigation, 6:85
Application for registration under
Vessel Hull Design Protection
Act, 6:58, 6:59
Architectural works, 6:22
Archives, exemption of, 6:97
Artificial intelligence (AI)
derivated works, 6:20
generated works, 6:20
Attorneys fees, infringement, 6:91
Audiovisual works, 6:20, 6:73
Authors and authorship
generally, 6:129
foreign countries, 6:130, 6:132 to
6:138
Berne Convention, 6:134
Bilateral treaties, 6:137
Blank forms, 6:25
Border enforcement through customs
service, 6:142
Choreographic works, 6:18
Circumvention, recourse against,
6:92 to 6:105
Citizenship. Nationality, below
Civil liability for infringement, 6:88
to 6:91
Classes of works exempted by
administrative rule, 6:96
Collective works, 6:127
Compilations, 6:13
Computers
internet use, 6:8, 6:72
literary works, computer programs
as, 6:14
Continuation
form GR/PPh/Con for, App 6(G)
renewal of work, Form Continua-
tion Sheet for Form RE, App
6(J)
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Contracts, 6:30
Contributory infringement, 6:71
Conventions and treaties, 6:133 to
6:138
Copyright management information
defined, 6:107
Costs of action, infringement, 6:91
Crimes and offenses
circumvention, criminal sanctions,
6:105
infringement, criminal responsibil-
ity for, 6:87
Customs service, border enforcement
through, 6:142
Damages for infringement, 6:90
Date. Time or date, below
De minimis originality, 6:24 to 6:26
Defamatory works, 6:32
Defenses to infringement, 6:74 to
6:78
Deposits
securing copyright, generally,
6:116
semiconductor Chip Protection
Act, 6:42
Derivative works, 6:122
Direct infringement, 6:68 to 6:70
Directories, 6:13
Discovery, 20:82
Display or exhibition, 6:121
Distribution, 6:119
Domicile requirement, 6:117
Dramatic works, 6:17
Duration of protection
securing copyright, generally,
:115
semiconductor Chip Protection
Act, 6:40
vessel Hull Design Protection Act,
6:54
Educational institutions, exemption
of, 6:97
Effective date
circumvention, recourse against,
6:94
interference with copyright

management information,
6:108
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Encryption research, exemption of,
6:100
Engineering, exemption of reverse
engineering, 6:99 to 6:102
Estoppel, infringement, 6:75
Exceptions. Exemptions and excep-
tions, below
Exclusive rights
generally, 6:2 to 6:8, 6:119 to
6:126
infringement, defenses to, 6:76
vessel Hull Design Protection Act,
6:64
Exemptions and exceptions
circumvention, recourse against,
6:95 to 6:102
interference with copyright
management information,
6:109
Exhibition, 6:121
Exploiting rights, generally, 6:67 to
6:112
Exports and imports. Importation,
below
Extraterritorial reach of copyright
law, 6:139
Factual literary works, 6:11
Fair use, defenses to infringement,
6:76
Fictional literary works, 6:11
First Amendment, 6:29
Foreign countries
generally, 6:130 to 6:143
adjudication in United States of
claims arising under foreign
copyright law, 6:140
authors, 6:130, 6:132 to 6:138
extra-territorial reach of copyright
law, 6:139
importation, below
infringement, importation as act of,
6:143
manufacturing clause, 6:131
Fraud
generally, 6:32
vessel Hull Design Protection Act,
false marking, 6:62
Freedom of Information Act, 6:34

COPYRIGHTS—Cont’d

Games, 6:15
Government and governmental bod-
ies
exemption of government activi-
ties, 6:98
interest in copyrights, 6:128
Graphic works, 6:19
Ideas, 6:27
Identifying information, exemption
of, 6:101
Importation
exclusion, 6:119
infringement, 6:141 to 6:143
Impoundment, infringement, 6:89
Independent creation, preclusion of,
6:3
Infringement
Audio Home Recording Act, 6:73
conduct of litigation, generally,
6:79 to 6:85
defenses, 6:74 to 6:78
direct infringement, 6:68 to 6:70
exploiting rights, generally, 6:67 to
6:91
importation, 6:141 to 6:143
internet use, 6:8, 6:72
limitation of actions for, 6:75
Online Copyright Infringement
Liability Limitation Act, 6:72
remedies, generally, 6:86 to 6:91
Semiconductor Chip Protection
Act, 6:43
variation necessary to support
copyright and avoid infringe-
ment, 6:5
Vessel Hull Design Protection Act,
6:63
Ingredients, lists of, 6:26
Injunctions, infringement, 6:88
Intelligence activities, exemption of,
6:98
Intent, infringement, 6:69
Interference with copyright manage-
ment information, 6:106 to
6:110
International matters. Foreign
countries, above
Internet use, 6:8, 6:72
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Jurisdiction
infringement, 6:80
vessel Hull Design Protection Act,
post-registration jurisdiction
under, 6:60
Labels, 6:12
Laches, infringement, 6:75
Law enforcement activities, exemp-
tion of, 6:98
Lending rights, 6:126
Length of literary works, 6:12
Letters, 6:12
Libel and slander, 6:32
Libraries, exemption of, 6:97
License as defense to infringement,
6:78
Limitation of actions for infringe-
ment, 6:75
Limitations
defenses to infringement, limita-
tions on exclusive rights, 6:76
interference with copyright
management information,
6:109
online Copyright Infringement
Liability Limitation Act, 6:72
Lists of contents or ingredients, 6:26
Literary works
generally, 6:10 to 6:15
nondramatic literary work, Form
TX, App 6(A)
Management information, interfer-
ence with, 6:106 to 6:110
Manufacturing clause, international
and foreign copyright protec-
tion, 6:131

Marking, Vessel Hull Design Protec-
tion Act, 6:62

Mask works, protection under
Semiconductor Chip Protection
Act, 6:39, 6:49, App 6(E)

Misuse, defenses to infringement,
6:77

Monopolies, restraints of trade, and
unfair competition

generally, 1:13
Moral rights, 6:123
Motion pictures, 6:20
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Music Modernization Act of 2018,
6:120.50
Musical works, 6:16
Nationality
mask work owners, 6:49
securing copyright, generally,
6:117
“Neighboring rights” conventions,
6:138
Noncopyrightable subject matter,
6:23 to 6:28
Nonobviousness. Unobviousness,
below
Nonprofit libraries, exemption of,
6:97
Notice
securing copyright, generally,
1114
Vessel Hull Design Protection Act,
6:62
Novelty
Semiconductor Chip Protection
Act, 6:41
Vessel Hull Design Protection Act,
6:55
Obscenity, 6:31
Online Copyright Infringement
Liability Limitation Act, 6:72
Original subject matter jurisdiction in
infringement litigation, 6:80
Originality vs. novelty, Semiconduc-
tor Chip Protection Act, 6:41
Ownership rights
generally, 6:129
defenses to infringement, 6:78
Semiconductor Chip Protection
Act, 6:47, 6:49
Vessel Hull Design Protection Act,
6:66
Pan-American Conventions, 6:135
Pantomimes, 6:18
Parties. Standing to sue, below
Patent, material protectible by, 6:28
Performance or performers’ rights
generally, 6:120, 6:124
form PA, App 6(D)
Music Modernization Act of 2018,
6:120.50
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Personally identifying information,
exemption of, 6:101
Physical object, distinction from, 6:6
to 6:8
Pictorial works, 6:19
Pleadings in infringement litigation,
6:84
Police activities, exemption of, 6:98
Post-registration jurisdiction under
Vessel Hull Design Protection
Act, 6:60
Priority under Vessel Hull Design
Protection Act, 6:56
Privacy, 6:33
Public lending rights, 6:126
Publicity, 6:33
Records and recording
Semiconductor Chip Protection
Act, recordation of transfer of
rights under, 6:47
Vessel Hull Design Protection Act,
application for registration
under, 6:59
Registration
securing copyright, generally,
:116
Semiconductor Chip Protection
Act, 6:42
Vessel Hull Design Protection Act,
6:57 to 6:60
Remedies
circumvention, violation of anti-
circumvention prohibition,
6:103, 6:104
infringement, above
interference with copyright
management information,
6:110
Semiconductor Chip Protection
Act, 6:46
Vessel Hull Design Protection Act,
6:65
Renewal of work, Form RE, App
6(H) to App 6(J)
Resale rights, 6:125
Residence requirement, 6:117
Restraints of trade. Monopolies,
restraints of trade, and unfair

COPYRIGHTS—Cont’d

competition, above

Reverse engineering, exemption of,
6:99 to 6:102
Sale or transfer
exploiting copyrights, 6:111
resale rights, 6:125
Semiconductor Chip Protection
Act, 6:47, 6:48
Vessel Hull Design Protection Act,
6:66
Schools, exemption of, 6:97
Sculptural works, 6:19

Securing copyright, generally, 6:113
to 6:117
Security testing, exemption of, 6:102
Semiconductors
Chip Protection Act, 6:35 to 6:49
mask works, form MW, App 6(E)
Serial work, Form SE, App 6(F)
Similarity, infringement, 6:70
Slander, 6:32
Software, 6:14
Sound recordings
generally, 6:21
form SR, App 6(B)
Standing to sue
infringement litigation, 6:81
semiconductor Chip Protection
Act, 6:44
Statute of limitations, infringement,
6:75
Statutory subject matter, 7:21, 7:23
Subject matter
generally, 6:9 to 6:28, 7:21, 7:23
jurisdiction in infringement litiga-
tion, 6:80
Taxation, 6:112
Tests
literary works, 6:13
security testing, exemption of,
6:102
Time or date
duration of protection, above
effective date, above

limitation of actions for infringe-
ment, 6:75
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Title 37: patents, trademarks, and
copyrights, App 16(B)
Trade secrets, 4:26
Trademark, material protectible by,
6:28
Transfer. Sale or transfer, above
Treaties and conventions, 6:133 to
6:138
Unfair competition. Monopolies,
restraints of trade, and unfair
competition, above
Universal Copyright Convention,
6:133
Unobviousness
Semiconductor Chip Protection
Act, 6:41
Vessel Hull Design Protection Act,
6:55
U.S. Supreme Court decisions,
6:129.30
certiorari not granted, 6:129.40
Utilitarian medium, extension to, 6:4
Variation necessary to support copy-
right and avoid infringement,
6:5
Venue in infringement litigation, 6:83
Vessel Hull Design (this index)
Visual arts, Form VA, App 6(C)
Works generated, Artificial Intel-
ligence (Al), 6:22.30
World Intellectual Property Organiza-
tion copyright treaty, 6:136

CORONA VIRUS

Canadian Intellectual Property Office
Adjustments, 25:14.5

EPO adjustments, 21:24.5

Japanese Patent Office, adjustments,
30:3.27

USPTO patent adjustments, 15:140

USPTO Prioritized Examination Pilot
Program, 15:141, 15:142

CORPORATE OFFICERS

Competing rights to same invention,
17:28

CORRECTION

Applications, correction of defective
patents, 15:100 to 15:105
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Competing rights to same invention,
correcting inventorship, 16:26
to 16:28, 17:10 to 17:18

Post Grant Review of Issued
Patents (this index)

Trademark registration, correction
certificates, 5:108

CORROBORATION

Competing rights to same invention,
16:41

COSTS OF ACTION

Attorneys’ Fees (this index)

Copyright infringement, 6:91

Court review, applications, 15:66.60

expert witness fees, 15:66.63

Federal Circuit’s Model Order to
reduce burden and cost of litiga-
tion, 20:1.50

Infringement (this index)

Litigation awards of, Canada, 25:22

Trademark infringement, 5:66

COUNTERCLAIMS
Generally, 20:46, 20:47

Complaint for patent infringement,
App 20(J)

COURT OF APPEALS FOR
FEDERAL CIRCUIT

Analysis, patentable subject matter,
Federal Circuit 35 U.S.C. Sec.
101, 7:5.80, 7:5.83

Alice v. CLS Bank, 7:5.81
Berkheimer v. HP Inc., 7:5.82

Aqua Products, Inc. v. Matal, inter
partes review, post grant
proceedings, amendment of
claims in view of, 15B:23

Confidential joint request to enter
mediation program, App 20(E)

Docketing statement, mediation
program, App 20(D)

Fee schedule for filings at U.S. Court
of Appeals for federal circuit,
App 20(G)

Final decisions

federal circuit
affirmation, Appellate Rule 36,
15B:33
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COURT OF APPEALS FOR

FEDERAL CIRCUIT—Cont’d
Final decisions—Cont’d
federal circuit—Cont’d
review of, inter partes review
cases, 15B:32
Mediation program, generally,
20:118.50
Model appeal brief to Federal Circuit
involving case of alleged
infringement for alleged unau-
thorized use of night vision
technology, App 20(H)
Model order to reduce burden and
cost of patent litigation, 20:1.50
Modifications, App 20(B)
Post grant review of issued patents,
final decisions
covered business methods, 15B:47
inter partes reexamination, 15B:18,
15B:34, 15B:35
Rules of practice, App 20(B)(1)
Summary table, excluding rule 36
cases, 15B:34

COURTS

Board of Patent Appeals and Interfer-
ences, court review. Board of
Patent Appeals and Interfer-
ences (this index)

Court of Appeals for Federal
Circuit (this index)

District Court (this index)

European Court of Justice (this
index)

Federal Courts (this index)

First instance, European Union, E.U.
proposal for appeals before
Court of First Instance, App
22(B)

Jurisdiction, E.U. proposal on court
of justice in disputes relating to
Community patent, App 22(C)

Parallel proceedings, USPTO and
federal courts, 15B:55

Preliminary injunctions, 20:100,
20:101

Rules, U.K. patents, county court
rules, App 33(A)

COURTS—Cont’d
State courts, avoiding attorney mal-
practice complaint, 15:71.55
Supreme Court (this index)

Unified patent court, agreement, App
21(P)

COVERED BUSINESS METHODS
Patents

final decisions of the Patent Trial
and Appeal Board, 15B:45,
15B:47

model scheduling order for review,
App 15B(E)

petition for post grant review under
transitional program, 15B:39

post grant review, transitional
program, 15B:39, 15B:41

transitional program, App 15B(D)

Review

comparison of post grant
procedures, 15B:51

patents, above

summary practitioner guidance for

filing post grant proceedings,
15B:52

COVID 19

Canadian Intellectual Property Office
Adjustments, 25:14.5
EPO adjustments, 21:24.5

Japanese Patent Office, adjustments,
30:3.27

USPTO deferred-fee provisional
application pilot program,
15:142

USPTO patent adjustments, 15:140

USPTO Prioritized Examination Pilot
Program, 15:141

CRIMES AND OFFENSES

Computer Fraud and Abuse Act
(CFAA), 18 U.S.C. 1080, App
4(E)

Copyrights (this index)

South Korea, criminal penalties for
patent infringement, 31:12

Trade secrets, 4:16 to 4:18

Trademarks (this index)

Utility patents, 11:5
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CRITICALITY
Nonobviousness, 12:27

CROATIA

International patent law resources
and website addresses, 22:10

CROSS-REFERENCES
Applications, cross-references to
other applications, 13:9

CTM (COMMUNITY TRADE
MARKL)

European Community Trade Mark
(this index)

CUBA

International patent law resources
and website addresses, 22:10

CUOZZO SPEED
TECHNOLOGIES V. LEE

Post grant review of issued patents,
15B:7

CUSTOMS SERVICE
Exports and Imports (this index)

CYPRUS

International patent law resources
and website addresses, 22:10

CZECH REPUBLIC

International patent law resources
and website addresses, 22:10

DAMAGES
Copyright infringement, 6:90
Infringement, 20:54 to 20:64
design patents, 8:7.50
Litigation awards of, Canada, 25:22

Trademark registration, treble dam-
ages, 5:116

DATA PROCESSING

Computers and Computer
Programs (this index)

DATE
Time or Date (this index)

DAUBERT MOTIONS
Trial, 20:101.60
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DE MINIMIS ORIGINALITY
Copyrights, 6:24 to 6:26

DECEIT
Fraud (this index)

DECLARATION
Applications (this index)
Competing Rights to Same Patent
(this index)
Statutory Subject Matter (this
index)

DECLARATORY JUDGMENT
ACTIONS
Generally, 20:8 to 20:8.20
Pleading, 20:8

Substantial controversy, 20:8.10,
20:8.20

DEFAMATORY WORKS
Copyrights, 6:32

DEFECTS
Applications, correction of defective
patents, 15:100 to 15:105
Competing rights to same invention,
cure of defects, 17:19
Post Grant Review of Issued
Patents (this index)

DEFEND TRADE SECRETS ACT
(DTSA)
Employer-employee rights, 17:34
Misappropriation of trade secret by
unfair (improper) means,
4:18.50

DEFENSE ACQUISITION
REGULATIONS (DFARS)
Practitioner guidance on FAR and
DFARS clauses, 18:7.50,
18:7.75
Standard patent clauses for U.S.

Defense Dept. contracts, App
18(B)

DEFENSE DEPARTMENT

AGENCIES

Competing rights to same invention,
18:18.10
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DEFENSES
Generally, 20:38 to 20:46
America Invents Act, expansion of
first inventor defense, 20:46.50
Anti-SLAPP statutes, 20:47.50
Assignor estoppel, 20:43.30
Copyright infringement, 6:74 to 6:78
Estoppel, 20:45
Exhaustion, 20:40.50
First sale doctrine, 20:40.50
Intervening rights, 20:46
Laches or Delay (this index)
Limitation of Actions (this index)
PREP Act
Defense to Patent Infringement
based on a Public Health
Emergency, 20:47.52
South Korea, defenses to patent
infringement, 31:11
Trademark infringement, 5:61

DEFENSIVE PUBLICATION
Applications, 15:113, App 15(C)

DELAY
Laches or Delay (this index)

Unintentional, patents issued,
USPTO, 15:42.3

DELEGATION OF AUTHORITY

Applications, delegation of authority
to decide petitions, 15:52 to
15:54

DENMARK

Danish Patent Office (DKPTO),
patent prosecution highway
(PPH) between USPTO and,
21A:8

International patent law resources
and website addresses, 22:10

DEPARTMENT OF JUSTICE (DOJ)
Guidelines for intellectual property

licensing, 19:29.10, App 19(H)
DEPENDENT CLAIMS
Generally, 14:32

DEPOSITIONS

Competing Rights to Same Patent
(this index)

DEPOSITS
Copyrights (this index)

DERIVATION

Competing Rights to Same Patent
(this index)

DERIVATIVE WORKS
Copyrights, 6:122

DESCRIPTION OR
IDENTIFICATION
Applications, 13:12 to 13:16
Commonly owned applications and
patents, identifying, rescinded
new rules, 15:162
Copyrights, exemption of personally
identifying information, 6:101
Foreign Countries (this index)
Japan, description requirements of
patent application specification,
30:3
Nonobviousness, identifying source
of problem and its solution,
12:29
Rejection, 15:18
Revised training materials on written
description requirement,
13:14.50
Statutory subject matter, description
of plant variety, 9:7
Trademark registration
infringement, 20:119.40
refusal, 5:92.70

DESIGN PATENT PRACTITIONER
BAR

USPTO establishes a design patent
practitioner bar for design patent
practitioners, 8:21

DESIGN PATENT
PRACTITIONERS

USPTO establishes a design patent
practitioner bar for design patent
practitioners, 8:21

DESIGNS AND DESIGN PATENTS
Applications, 8:12 to 8:19
Asymmetries and resulting anomalies

in patent law, 2:38
Australia, 34:5.25
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DESIGNS AND DESIGN PATENTS
—Cont’d

Canada, industrial designs, 25:4

Claims drawn to different statutory
classes, 14:43

Complaints for design patent
infringement and initial
defenses, 8:7.20

Copyrights, Vessel Hull Design
Protection Act, 6:50 to 6:66

European Community Design
Patents (this index)

Infringement
complaint for design patent
infringement and initial
defenses, 8:7.20
damages, 8:7.50
remedies, 20:61

International and transnational
design. International Matters
(this index)

Other design patent peculiarities,
8:11

Presumptions, 20:21

Singapore, industrial applications,
35:3

South Korea, 31:9.20

Specifications, 8:13

Statutory subject matter, 7:20, 8:1 to
8:19, App 8(A) to App 8(C)

Trademarks, 5:49

USPTO establishes a design patent
practitioner bar for design patent
practitioners, 8:21

USPTO issues guidance for computer
implemented designs and icons,
8:2.50
DEVELOPMENT AGREEMENTS

Licensing and assignment, patent and
invention development agree-
ments, 19:13 to 19:18

DIAGNOSTIC METHODS
Unpatentable subject matter, 7:4.52

DILIGENCE

Competing rights to same invention,
16:5,17:15
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DILUTION
Trademarks, 5:59, 5:117, 20:119.40

DIRECT INFRINGEMENT
Copyrights, 6:68 to 6:70
Litigation of patent rights, generally,
20:4
Trademarks, 5:55 to 5:59

DIRECTORIES
Copyrights, 6:13

DISCIPLINE

Attorney malpractice complaint,
avoiding, 15:71.55

Office of Enrollment and Discipline,
pilot program, 15:71.52

Practice pointers to avoid investiga-
tion, 15:71.50

Privileges and responsibilities of

attorneys, revised rules,
15:71.60

DISCLAIMER
Applications, 15:45, 15:100 to
15:105
Competing rights to same invention,
16:58
Trademark registration, 5:96

DISCLOSURE

Applications (this index)

Competing rights to same invention,
16:10

Licensing and assignment, example
of nondisclosure agreement,
App 19(F)

Presumptions, 20:25

DISCOVERY

Generally, 20:79 to 20:88

Applications, 20:82

Attorneys. Privileged or confidential
information, below

Competing rights to same invention,
16:46

Conflict of laws, 20:87

Copyrights, 20:82

Court involvement, 20:88

Electronic, 20:79.50, App 20(F)

Examiner testimony, 20:83

Joint defense privilege, 20:86
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DISCOVERY—Cont’d
Limitations, 20:80 to 20:87
New rules for electronic discovery,
20:79.50, App 20(F)
Nonstatutory subject matter, 7:14

Post grant review of issued patents,
summary practitioner guidance
for filing post grant proceedings,
15B:52

Privileged or confidential information
attorney-client privilege, 20:85
joint defense privilege, 20:86
work product privilege, 20:84

Procedures after PTAB institutes [IPR

proceedings, 15B:20

Testimony of examiner, 20:83

Trade secrets, 20:81

Work product privilege, 20:84

DISPLAY
Copyrights, 6:121

DISPUTE RESOLUTION

Alternative dispute resolution, gener-
ally, 20:122

Arbitration (this index)
Mediation (this index)
Parallel proceedings, 20:123

DISTINCTIVENESS

Applications, specification distinctly
claiming invention, 13:17.10
Trademarks, 5:27 to 5:33

DISTRIBUTION
Copyrights, 6:119

Licensing and assignment, 19:2 to
19:12

Patented inventions, 20A:7

DISTRICT COURT

Pilot programs, managing patent liti-
gation, 20:1.70
Preliminary injunctions, 20:100

DIVISIONAL APPLICATIONS
Japan, 30:4

DNA
Nonobviousness, 12:38

DOCKETING STATEMENT

U.S. Court of Appeals for Federal
Circuit, mediation program,
App 20(D)

DOING BUSINESS
Statutory subject matter, 7:17

DOMICILE REQUIREMENT
Copyrights, 6:117

DOMINANCE/SUBSERVIENCE
Claims, 14:45
Monopolies, 1:12

DOUBLE INCLUSION OF
ELEMENTS

Claim grammar, 14:16

DOUBLE PATENTING

Applications, 15:25, 15:25.30,
15:103

Proposed rules to change terminal
disclaimer practice, 15:103.50

DRAFTING

Australia, foreign patent applicants,
34:5.40

Japanese Patent Office, claim before,
30:3.10

Opposition and opposition proceed-
ings, 16:68.10

Patent applications, 13:1 to 13:28

Revised Patent Cooperation Treaty,
21:10.50

DRAMATIC WORKS
Copyrights, 6:17

DRAWINGS
Applications (this index)
Design claim, 8:9
Statutory subject matter, design
drawings, 8:8

DRUGS AND
PHARMACEUTICALS
Canada, 25:8
Food and Drug Administration
(FDA). Competing Rights to
Same Patent (this index)
Generics (this index)
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DUE DILIGENCE

Licensing and assignment, portfolios
evaluation, 19:6.60

DUPLICATE CLAIMS
Applications, 15:21

DURATION

Generally, 1:20 to 1:23

Appeal and review, extension of term
due to regulatory review, 1:21 to
1:23

Copyrights (this index)

Extension of term, regulatory review,
1:21 to 1:23

Licensing and assignment, 19:8

Pendency of application, 1:30 to 1:33

Recalculation of term adjustment,

App 1(D)
ECONOMIC ESPIONAGE ACT
Trade secrets, 4:18, App 4(A), App
4(B)
EDUCATIONAL INSTITUTIONS
Copyrights, 6:97

EFFECTIVE DATE

American Inventors Protection Act,
tables correlating effective dates
of components of, App 15(E)

Copyrights (this index)

eFILING
Applications (this index)

ELECTRONIC DISCOVERY

Amended Rules of Civil Procedure,
20:79.50, App 20(F)

ELECTRONIC FILING
Applications, eFiling. Applications
(this index)

ELECTRONIC OFFICE ACTION

Applications, prosecution before Pri-
mary Examiner, 15:12.58

ELECTRONIC OFFICE ACTION
(E-OFFICE ACTION)

Applications, prosecution before pri-
mary examiner, 15:172
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ELECTRONIC PATENT GRANTS
USPTO issuing, 15:50.50

EMPLOYER AND EMPLOYEE
Achievement awards, 19:36
Assignment. Licensing and assign-

ment, below
Canada, 25:18
Competing Rights to Same Patent
(this index)
Defend Trade Secrets Act (DTSA),
17:34
Employment agreement with patents
clause, example, App 19(E)
Licensing and assignment
employee achievement awards,
19:36
employment agreement with

patents clause, example, App
19(E)

ENABLEMENT

Asymmetries and resulting anomalies
in patent law, 2:32

Rejection, 15:18
first paragraph, 15:19
second paragraph, 15:20

ENCRYPTION RESEARCH
Copyrights, 6:100

ENERGY DEPARTMENT
Bayh-Dole Act, 18:10

ENFORCEMENT
Amgen v. Sandoz, 18:24.25
Biosimilar patents, litigation
approaches, 18:24, 18:24.25
European patents, 21:21.50
Execution and Enforcement of
Judgments (this index)
Rights enforcement
foreign judgments in intellectual
property disputes under draft
Hague Convention, 21:4.50
Hague Agreement concerning
international registration of
industrial designs, 21B:20

summary of approaches, 1:38
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ENGAGEMENT LETTER
Attorney-client
model format, App 15(R)

practice before Patent Bar,
15:71.20

ENGINEERS AND ENGINEERING
Copyrights, 6:99 to 6:102
Invention and engineering, 2:7

Nonobviousness, genetic engineer-
ing, 12:36 to 12:38

ENHANCED INTERNATIONAL
SEARCH AND PRELIMINARY
EXAMINATION SYSTEM
(EISPE)

Patent cooperation treaty (PCT),
amended procedures, 21:10.25

ENTIRE MARKET VALUE RULE
Infringement, indirect or

consequential damages,
20:62.50

EQUIVALENTS DOCTRINE
Infringement, 20:49, 20:51

ERRORS
Appeal and Review (this index)
Mistakes (this index)

“ESPECIALLY”

Claim grammar, specific expression,
14:23

ESPIONAGE
Trade secrets, Economic Espionage
Act, App 4(A), App 4(B)

ESTONIA

International patent law resources
and website addresses, 22:10

ESTOPPEL
Assignor, defenses, 20:43.30

Competing rights to same invention,
16:60

Copyright infringement, 6:75
Defenses, 20:43.30, 20:45
Infringement, 20:50
Licenses, 2:40

Trade secrets, promissory estoppel,
4:12

ESTOPPEL—Cont’d
Trademark infringement, collateral
estoppel, 5:69

ETHICS

Ethics and code of conduct, federal
judges, 20:118.25

EURASIAN PATENT OFFICE
(EAPO)
Foreign countries, 21:29
International patent law resources
and website addresses, 22:10

EUROPEAN COMMUNITY
DESIGN PATENTS
Generally, 21B:2 to 21B:15

Appeal proceedings before OHIM,
21B:12

Applications, 21B:7 to 21B:15

Eligible subject matter, 21B:3

European Community Design,
Council Regulation (EC) No
6/2002, App 21B(A)

European Court of Justice (ECJ),
proceedings and appeals to,
21B:15

Examination of applications, 21B:10

Fees for patents, 21B:8

Filing date of applications, 21B:9

Infringement proceedings, 21B:13

Invalidity proceedings before OHIM,
21B:11

Litigation before courts of member
states, 21B:13

Multiple applications, 21B:7

Multiple designs in single applica-
tion, 21B:7

Novelty, 21B:4

Office for Harmonization in the
Internal Market (OHIM),
21B:11, 21B:12

Patentable subject matter, 21B:3

Priority of applications, 21B:9

Registered community designs
(RCD), generally, 21B:10

Regulations implementing Com-
munity design patent legislation,
App 21B(B)

Scope and term of protection, 21B:5,
21B:6
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EUROPEAN COMMUNITY
DESIGN PATENTS—Cont’d
Substantive requirements, 21B:4
Surrender of registered design to

avoid contest proceedings,
21B:14

Unregistered community designs
(UCD), 21B:6

EUROPEAN COMMUNITY TRADE
MARK

Generally, 5:128

Appeals, 5:128.24, 5:128.30

Applications, 5:128.02, 5:128.10,
5:128.12

Community trade mark courts of
member states, 5:128.26

CTM, generally, 5:128

Eligibility, 5:128.02

European Court of Justice, appeals to,
5:128.30

Examination of applications,
5:128.18

Fees, 5:128.14
Filing date, 5:128.16
Infringement actions, 5:128.26

Invalidity proceedings before OHIM,
5:128.22

Member states’ community trade
mark courts, 5:128.26

Multiple trade marks on single
application, 5:128.12

OHIM, proceedings before, 5:128.20,
5:128.22, 5:128.24

Opposition proceedings before
OHIM, 5:128.20

Priority of applications, 5:128.16

Protection, 5:128.06

Registration examination, 5:128.18

Requirements for application,
5:128.10

Revocation proceedings before
OHIM, 5:128.22

Scope of protection, 5:128.06
Subject matter, 5:128.02
Substantive requirements, 5:128.04

Surrender of registered CTM,
5:128.28

Term of protection, 5:128.06
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EUROPEAN COMMUNITY TRADE
MARK—Cont’d
Unregistered trade marks, 5:128.08

EUROPEAN COURT OF JUSTICE
(ECJ)
European Community design patents,

proceedings and appeals to ECJ,
21B:15

European Community trade mark,
appeals to ECJ, 5:128.30

EUROPEAN PATENT
CONVENTION

Generally, App 21(H)

EUROPEAN PATENT OFFICE

Office of European Patent (EPO)
(this index)

EUROPEAN PATENTS

See also European Union (this
index)

Generally, 21:20 to 21:26.70

Appeals, 21:26

Applications, 21:23 to 21:26.70

Comparison of U.S. patenting pro-
cess, convention countries, 1:35,
1:36

Conclusions on enhanced European
patent system, proposal for
Council regulation, App 21(P)

Convention, App 21(H)

Corona Virus Pandemic (COVID 19),
EPO adjustments, 21:24.5

Divisional applications, rules for,
App 21(Da.

Enforcement, 21:21.50

European Community Design
Patents (this index)

European Union Regulation on
artificial intelligence develop-
ment and innovation, 21:26.74

Ex parte examination, 21:24
Examination

European Community design
patents, 21B:10

European Patent Office amended
rules for divisional applica-
tions, App 21(I)a.
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EUROPEAN PATENTS—Cont’d
Examination—Cont’d
European Patent Office Guidelines
for substantive examination,
App 21(I)
ex parte examination, 21:24
Filing, 21:24, 21:26.26
Office for Harmonization in the
Internal Market (OHIM) (this
index)
Office of European Patent (EPO)
(this index)
Opposition, 21:25, App 21(J)
Procedure, generally, 21:22 to 21:26
Software patent applications in EPO,
21:23.50
Substantive examination, guidelines
for, App 21(I)
Substantive law, 21:21
Unitary patent
agreement to establish, 21:26.45,
21:26.70
application process, 21:26.71
practioner guidance, 21:26.72

EUROPEAN UNION

Appeals before Court of First
Instance, E.U. proposal, App
22(B)

Community patent court, E.U. pro-
posal for, App 22(B)

Conclusions on enhanced European
patent system, proposal for
Council regulation, App 21(P)

Council of 29 April 2004 directive on
Enforcement of Intellectual
Property Rights, App 21(0O)

Council regulation of Community,
E.U. proposal for, App 22(A)

Enforcement of Intellectual Property
Rights

eU directive, 21:26.30
European Parliament directive,
App 21(0)

Jurisdiction on court of justice in
disputes relating to Community
patent, E.U. proposal, App
22(C)

Regulation on artificial Intelligence
development and innovation,
21:26.74

EUROPEAN UNION—Cont’d

Unified patent court

agreement, 21:26.70

practioner guidance, 21:26.72
Unified patent court, agreement, App

21(P)

Unitary patent

agreement to establish, 21:26.45,

21:26.70
practioner guidance, 21:26.72

EVIDENCE

Generally, 20:105

Applications, fraud in Patent and
Trademark Office, alteration of
official records, 15:90

Competing Rights to Same Patent
(this index)

Discovery (this index)

Motion to exclude, post grant review
of issued patents, 15B:31

Nonobviousness, 12:15 to 12:17,
12:43 to 12:50

Presumptions (this index)

Testimonial, PTAB Rules of Practice
for Instituting on All Challenged
Patent Claims, 15B:5.50

Witnesses (this index)

EX PARTE APPEALS
ARP for review of PTAB ex parte
appeals, re-examination appeals,
and reissue appeals, 15B:3.40
USPTO in compliance with Supreme
Court’s decision in Arthrex,
15B:3.40

EX PARTE PRACTICE
Agents authorized to represent the
trademark applicant, 5:84.50
Appeals
abandoned applications, 15:45.50
attorney misconduct, Board of
Patent Appeals and Interfer-
ences, 15:65.10
board of Patent Appeals and
Interferences Appeals (includ-
ing final amendments for Ex
Parte Appeals for appeals
filed on or after Jan. 23,
2012), rules of practice
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EX PARTE PRACTICE—Cont’d

Appeals—Cont’d

before, App 15(I)

Applications (this index)

Attorneys authorized to represent the
trademark applicant, 5:84.50

Australia, Anton Piller ex parte inter-
locutory injunction, 34:7

Competing rights to same invention,
16:59 to 16:61

European patent, filing and ex parte
examination, 21:24

Post Grant Review of Issued
Patents (this index)

Reexamination

Post Grant Review of Issued
Patents (this index)

statute and regulations, App
15A(A)

Registration procedure, authorized to
represent the trademark
applicant

agents, 5:84.50
attorneys, 5:84.50

Trademark registration, 5:84.50 to
5:97

EXAMINATION

Accelerated Examination Program
(this index)

Amended rules for track one of
USPTO proposed three one
examination process, App
15(Q)@)

America Invents Act first inventor to
file provisions, examination
guidelines, App 10(B)

Applications (this index)

Bilateral Agreements in
Transnational Law (this index)

Chile, 39:4

Discovery, patent examiner
testimony, 20:83

European Community trade mark
application and registration,
5:128.18

European Patents (this index)

Green Technology applications,
streamlined examination, 15:132
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EXAMINATION—Cont’d
Guidelines
America Invents Act first inventor
to file provisions, examination
guidelines, App 10(B)
obviousness inquiry after KSR v.
Teleflex, App 15(0), App
15(0)(@)
Statutory Subject Matter (this
index)
utility requirements, App 11(A)
Hague Agreement concerning
international registration of

industrial design application,
21B:19

Israel, 37:5

Manual of Patent Examining Proce-
dure, online tool for soliciting
public feedback, 15:150

Mexico, 38:4

Reexamination (this index)

Three track examination process pro-
posal by Patent and Trademark
Office, 15:1.50

Trademark Manual of Examining
Procedure, online tool for
soliciting public feedback,
15:150

Trademark registration, 5:91 to 5:95

EXCEPTIONS AND EXEMPTIONS
Copyrights (this index)
Nonobviousness (this index)

EXCHANGE OF PATENT RIGHTS
Licensing and assignment, 19:17

EXCLUSION PAYMENTS

Licensing and assignment, payments
by generic drug applicants to
brand name pharmaceutical
companies, 19:30.50

EXCLUSIVE RIGHTS
Copyrights (this index)
Licensing and assignment, 19:6, App
19(C)
Monopolies, 1:11

Patent license, example, 19:6, App
19(C)
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EXECUTION AND
ENFORCEMENT OF
JUDGMENTS

Generally, 20:120
Foreign judgments, draft Hague
Convention, 21:4.50, App

21(Q)
Foreign patent rights, 21:4

Hague Convention draft, 21:4.50,

App 21(Q)

Intellectual property disputes under
draft Hague Convention,
21:4.50

EXEMPLARY DAMAGES
Infringement, 20:64

EXEMPTIONS AND EXCEPTIONS
Copyrights (this index)

EXHAUSTION
Defenses, 20:40.50

EXHIBITS
Applications, 13:6
Competing Rights to Same Patent
(this index)
Copyrights, exhibition, 6:121

EXPEDITED EXAMINATION

See also Pilot Programs, Acceler-
ated Examination Program
(this index)

Bilateral agreements in transnational
law, 21A:1, 21A:1.50

Japanese Patent Office, 30:3.20

Prosecuting patent applications,
15:12.10, 15:12.59

Summary of provisions for expedit-
ing examination of patent and
applications, 15:1.15

EXPERIMENTAL USE
Novelty, 10:10

EXPERTS

Engagement letter, sample format,
App 20(K)
Nonobviousness, 12:47

EXPLOITING RIGHTS
Copyrights (this index)

EXPLOITING RIGHTS—Cont’d
Licensing and Assignment (this
index)
Litigation of patent rights, generally,
20:1 to 20:123

EXPORTS AND IMPORTS

Generally, 21:35 to 21:51

Border enforcement

generally, 21:38 to 21:48.50

copyrights, border enforcement
through customs service,
6:142

customs Service, generally, 21:39

international Trade Commission
(ITC), 21:40 to 21:48.50

smartphone patents and patent
infringement, 21:48.50

Copyrights (this index)

Customs Service. Border enforce-
ment, above

Infringement, 21:36 to 21:48.50

International Trade Commission and
representatives, 21:40 to 21:51,
App 21(K)

Licensing and assignment, 19:9

Rules of Practice and Procedure of
International Trade Commission,
App 21(K)

Smartphone patents and patent
infringement, 21:48.50

Subject matter jurisdiction, 21:41 to
21:44

Trade Act of 1974

section 182, 21:51
sections 301-309, 21:50

Trade secret enforcement, 21:42.50

Trademarks (this index)

U.S. restrictions on patenting abroad
inventions made in United
States (export license), 21:34

U.S. Trade Representative, action by

generally, 21:49
Trade Act of 1974, above

EXTENSIONS
Extended missing parts pilot program
form PTO/SB/421, 13:7.60

nonprovisional application prepa-
ration, 13:7.60
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EXTENSIONS—Cont’d
Patent term

applications, prosecution delay,
15:106 to 15:111
regulatory review, 1:21 to 1:23
Time
provisional filing period for
application, 15:152
reexamination, 2:43

EXTRAORDINARY WRITS
Appeal and review, 20:115

EXTRATERRITORIALITY
Copyright law, 6:139
Trademark law, 5:119

FACTUAL LITERARY WORKS
Copyrights, 6:11

FAIR USE
Copyright infringement, defenses to,
6:76
Trademarks, 5:76 to 5:80

FALSE AND FALSITY
Fraud (this index)

FANCIFUL TRADEMARKS
Generally, 5:29

FAST-TRACK EXAMINATION
Australia, 34:5.10

FEDERAL ACQUISITION
REGULATIONS (FAR)
Competing rights to same invention

Bayh-Dole Act, implementing
under FAR, 18:7.30

practitioner guidance on FAR and
DFARS clauses, 18:7.50,
18:7.75

FEDERAL COURTS

See also Court of Appeals for
Federal Circuit (this index)

Appeal and review, 20:110 to
20:118.5, App 20(A), App
20(B), App 20(B)(1), App
20(D), App 20(E)

Confidential joint request to enter
mediation program, App 20(E)
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FEDERAL COURTS—Cont’d
Docketing statement for mediation
program, App 20(D)
Ethics and code of conduct, federal
judges, 20:118.25
Final decisions, federal circuit

affirmation, Appellate Rule 36,
15B:33
review of, inter partes review
cases, 15B:32
Mediation pilot program, 20:118.5
Parallel proceedings, post grant
review of issued patents, 15B:55
Preliminary injunctions, 20:101
Trademark registration, access to
federal courts, 5:110

USPTO Board decisions, court
review of, 15B:18, 15B:34,
15B:35

FEDERAL GOVERNMENT

Competing Rights to Same Patent
(this index)

FEDERAL TRADE COMMISSION
(FTC)

Guidelines for intellectual property
licensing, 19:29.10, App 19(H)

FEES

America Invents Act, reexamination,
App 15(V)

Applications (this index)

Attorneys’ Fees (this index)

Court of Appeals for Federal Circuit,
fee schedule for filings, App
20(G)

European Community

design patents, 21B:8
trade mark, 5:128.14

Office of Patent and Trademark
(this index)
Trademarks (this index)

FICTIONAL LITERARY WORKS
Copyrights, 6:11

FIELD OF USE
Licensing and assignment, 19:10
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FILE WRAPPER ESTOPPEL
DOCTRINE
Infringement, 20:50

FILES AND FILING
Records and Recording (this index)

FINAL DECISIONS AND ORDERS
Appeal and review, 20:112
Competing rights to same invention,

16:53
Federal circuit
affirmation, Appellate Rule 36,
15B:33
review of, inter partes review
cases, 15B:32
Post grant review of issued patents.
Court of Appeals for Federal
Circuit (this index)
PTAB. Patent Trial and Appeal
Board (PTAB) (this index)

FINDINGS OF FACT AND
CONCLUSIONS OF LAW

Competing rights to same invention,
16:52

FINLAND

Generally, 36:1 to 36:7

Administration of patents, 36:1

Applications, patent prosecution
highway between USPTO and
Finnish Patent Office, 21A:10

Background, 36:1

Bilateral agreements in transnational
patent law, 21A:10

Examination of patent applications,
36:5

Infringement and litigation, 36:7

International patent law resources
and website addresses, 22:10

Inventive step, 36:4

Litigation, 36:7

Maintenance of patent protection,
36:6

Novelty, 36:3

Obviousness, inventive step, 36:4

Publication and examination of
patent applications, 36:5

Revocation of patent protection, 36:6

Statutory subject matter, 36:2

FINLAND—Cont’d
Termination of patent protection,
36:6

FIRST ACTION INTERVIEW
PROGRAM
Applications, 15:38.10, 15:38.20

FIRST AMENDMENT
Copyrights, 6:29

FIRST INVENTOR DEFENSE

America Invents Act, expansion of
defense, 20:46.50

FIRST INVENTOR TO FILE
PROVISIONS OF ATIA
Examination guidelines, App 10(B)
Implementation, App 10(A)

FIRST SALE DOCTRINE
Defenses, 20:40.50
Trademarks, 5:77

FOOD AND DRUG
ADMINISTRATION (FDA)
Approval. Competing Rights to
Same Patent (this index)
Pharmaceutical patents, USPTO col-
laboration, 18:21.20

FOREIGN COUNTRIES
Generally, 21:1 to 21:51, 22:1 to
21:51

African Intellectual Property Organi-
zation (O.A.P.J), 21:27
African Regional Industrial Property
Organization (A.R.I.LP.O.), 21:28
Andean Community Regional
Intellectual Property (this
index)
Applications
argentina, 23:3
Brazil, 24:4, 24:4.10
Canada, 25:13
continuing applications, 25:12
China (this index)
design patents, priorities for, 8:17

European Community design
patents, 21B:7 to 21B:15

Germany (this index)
Japan (this index)

Index-53



FOREIGN COUNTRIES—Cont’d

Applications—Cont’d
Mexico (this index)
Russian Federation (this index)
screening of applications prior to
grant of patent rights, 22:2
Singapore, 35:4 to 35:6
South Korea (this index)
United Kingdom (this index)
World Intellectual Property Orga-
nization (WIPO), Patent
Cooperation Treaty, 21:14
Argentina (this index)
Austria (this index)
Bilateral Agreements in
Transnational Law (this index)
Brazil (this index)
Breeders’ rights laws, plant patents,
22:9
Canada (this index)
China (this index)
Claiming invention, 22:4
Comparison of U.S. patenting pro-
cess, 1:35, 1:36
Competing rights to same invention,
16:43
Contracts and agreements
generally, 21:5 to 21:22
Andean Community Regional
Intellectual Property Agree-
ment, 21:29.50
Bilateral Agreements in
Transnational Law (this
index)
Treaties (this index)
utility patent in new format in view
of Uruguay Round Agree-
ments Act, grant and
specification of, App 1(A)
Description or identification
invention, description of, 22:3
Japan, description requirements of
patent application specifica-
tion, 30:3
Discovery, conflict of laws, 20:87
Eurasian Patent Office (E.A.P.O.),
21:29
European Patent Office (EPO). Office
of European Patent (EPO)
(this index)
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FOREIGN COUNTRIES—Cont’d

European Patents (this index)

European Union (this index)

Exports and Imports (this index)

Facilities, manufacture and
manufacturing, patented inven-
tions, 20A:4

Geneva Act, App 21B(D)

Germany (this index)

Green technologies inventions, global
initiatives for accelerated patent
examination, 21A:17

Hague Agreement concerning
international registration of
industrial designs, 21B:16 to
21B:20, App 21B(C), App
21B(D)

Importer security filing, manufacture
and manufacturing, patented
inventions, 20A:6

India (this index)

International

Classification Systems for prior art
searches, 21:16.60

patent law resources and website
addresses, 22:10

International patent prosecution,

21:9.01
international search report, 21:9.03
PCT patent examination, 21:9.01
international search report,
21:9.03
preliminary review, 21:9.02
written report, searching author-
ity, 21:9.03, 21:9.04
preliminary review, 21:9.02
written report, searching authority,
21:9.03, 21:9.04

Japan (this index)

Korea. South Korea (this index)

Manufacture and manufacturing,
marketing, patented inventions,
20A:3 to 20A:7

Mexico (this index)

New varieties of plants, international
convention for protection of,
App 22(D)

Nonstatutory subject matter, 22:7

Obligations of patentee to state, 22:6
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FOREIGN COUNTRIES—Cont’d
Orders, manufacture and manufactur-
ing, patented inventions, 20A:5
Paris Convention (this index)
Patent prosecution highway. Bilat-
eral Agreements in
Transnational Law (this index)
Petty patents
generally, 22:8
China, 26:6
Japan, 30:10
Russian Federation, 32:8
Plant patents
breeders’ rights laws, 22:9, App
25(B)
Canada, 25:5, App 25(B)
international Convention for
Protection of New Varieties of
Plants, App 22(D)
Union For Protection of New Plant
Varieties (U.P.O.V.), 21:17
Presumptions, 20:19
Prior art
Cooperative Patent Classification
(CPC), prior art search using,
1:29, 1:29.55 to 1:29.58
international classification systems
for prior art searches,
21:16.60
“Triway” pilot program for shar-
ing prior art search results
among U.S. Patent and
Trademark Office (PTO),
European Patent Office
(EPO), and the Japan Patent
Office (JPO), 21:16.56
Priorities
generally, 22:5
Canada, 25:10 to 25:12
European Community trade marks,
5:128.16
Hague Agreement concerning
international registration of
industrial designs, 21B:18
Paris Convention, 21:30 to 21:33
Russian Federation, 32:2
Product design evaluations,
manufacture and manufacturing,
patented inventions, 20A:4

FOREIGN COUNTRIES—Cont’d

Prototypes, manufacture and
manufacturing, patented inven-
tions, 20A:4

Purchase orders, manufacture and
manufacturing, patented inven-
tions, 20A:5

Regional authorities, 21:18 to 21:29

Russian Federation (this index)

Screening of applications prior to
grant of patent rights, 22:2

Shipping, manufacture and
manufacturing, patented inven-
tions, 20A:6

Singapore (this index)

South Korea (this index)

Spain (this index)

Territoriality (this index)

Trademarks (this index)

Treaties (this index)

“Triway” pilot program for sharing
prior art search results among
U.S. Patent and Trademark
Office (PTO), European Patent
Office (EPO), and the Japan
Patent Office (JPO), 21:16.56

United Kingdom (this index)

U.S. restrictions on patenting abroad
inventions made in United
States (export license), 21:34

Utility inventions, Canada, 25:3

Utility patents

generally, 22:8

Canada, 25:8

Japan, 31:9.10

Russian Federation, 32:8

uruguay Round Agreements Act,
grant and specification of,
App 1(A)

World Intellectual Property Orga-
nization (WIPO)

World Trade Organization (WTO),
21:18

FOREIGN EQUIVALENTS
Trademarks, 5:41

FORMATS

Applications, symbols for and format
of nucleotide and amino acid
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FORMATS—Cont’d
sequence data, 13:24
Trademarks, 5:48

FORMS
See also more specific topics
Applications, USPTO customer
number form and certificate
action form, App 15(J)
Treaties. Treaties (this index)

FRANCE

Generally, 27:1 to 27:5

Applications, 27:4

Background and history, 27:1

French Patent Office, applications,
27:4

Grant of patent, 27:5

Infringement, actions for, 27:5

International patent law resources
and website addresses, 22:10

Nonobviousness, 27:3

Novelty, 27:3

Paris Convention (this index)

Patent Prosecution Highway (PPH),
USPTO and the National
Institute of Industrial Property
of France, 21A:24

Patent Prosecution Highway (PPH)
Pilot between the USPTO and
the Intellectual Property
Corporation of Malaysia,
21A:25

Patentability requirements, 27:3

Patentable subject matter, 27:2

Prosecution at French Patent Office,
27:4

FRANCHISES
Trademarks, 5:71

FRAUD

Applications, fraud in Patent and
Trademark Office, 15:73 to
15:90

Computer Fraud and Abuse Act
(CFAA), 18 U.S.C. 1080, App
4(E)

Copyrights (this index)

Marking, false, generally, 2:26 to
2:28
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FRAUD—Cont’d
Trademark registration, 5:97

FREEDOM OF INFORMATION
ACT
Copyrights, 6:34

FRIVOLOUS APPEALS
Generally, 20:117, 20:118

FUNCTIONAL CLAIMS
Generally, 14:6.50
Applications, 15:20.50
Examining computer-implemented

limitations for compliance,
15:20.52

Guidance on functional claims,
14:37.25

GAMES
Copyrights, 6:15

“GENERALLY”

Claim grammar, specific expression,
14:20

GENERICS

FDA approval, previously patented,
18:22

Licensing and assignment, payments
by generic drug applicants to
brand name pharmaceutical
companies, 19:30.50

Trademarks, 5:74

GENETIC ENGINEERING
Nonobviousness, 12:36 to 12:38

GENUS-SPECIES RELATIONSHIP
Claims, 14:35

GEOGRAPHIC TERRITORY
Licensing and assignment, 19:11
Trademarks, 5:37

GEOMETRIC AXIOMS
Misconceptions, 2:11 to 2:13
“The whole equals the sum of its

parts,” 2:12
“Things equal to the same thing
equal each other,” 2:13
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GEORGIA

International patent law resources
and website addresses, 22:10

GERMANY
Generally, 28:1 to 28:6
Administration of patents, 28:1

Applications, patent prosecution
highway between USPTO and
German Patent Office (DPMA),
21A:9

Bilateral agreements in transnational
patent law, 21A:9

Examination of patent applications,
21A:9, 28:5

Infringement of patent, 28:6

International patent law resources
and website addresses, 22:10

Inventive step, 28:4

Litigation, 28:6

Nonobviousness, inventive step, 28:4
Novelty, 28:3

Patent prosecution highway between
USPTO and German Patent
Office (DPMA), 21A:9

Publication and examination of
patent applications, 28:5

Statutory subject matter, 28:2

GLOSSARY PILOT PROGRAM

Software, applications, specifications,
15:12.60

GOVERNMENT AND
GOVERNMENTAL BODIES

Competing Rights to Same Patent
(this index)

Copyrights (this index)

Monopolies, 1:15

Procurement and ownership.
Competing Rights to Same
Patent (this index)

Trade secrets, public access to infor-
mation submitted to govern-
ment, 4:27

GRACE PERIODS

Applications, exceptions of America
Invents Act, 10:2.70

GRADE DESIGNATIONS
Trademarks, 5:8

GRAMMAR
Claims, 14:12 to 14:30

GRANTS

Generally, 1:2

Argentina, 23:4

Brazil, 24:5

Design patent, grant and specification
of U.S. design patent, App 8(B)

France, 27:5

Licensing and assignment, 19:7 to
19:12

New trial, 20:104.50

Plant patent, grant and specification
of U.S. plant patent, App 9(E)

Reliability of, USPTO review of
PTAB procedures, 15B:57

Utility patents, App 1(A) to App
1(C)

GRAPHIC REPRESENTATIONS
AND WORKS
Copyrights, 6:19
Trademarks, 5:49

GREAT BRITAIN
United Kingdom (this index)

GREECE

International patent law resources
and website addresses, 22:10

GREEN TECHNOLOGY
Global initiatives, accelerated patent
examination for inventions,
21A:17
Streamlined examination of applica-
tion, 15:132

GUARANTEES

Applications, extension of patent
term due to prosecution delay,
15:106 to 15:109

GUIDANCE AND GUIDELINES

Business methods, summary of
USPTO Guidance on Patent
Subject Matter Eligibility,
7:5.50, 7:5.51
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GUIDANCE AND GUIDELINES
—Cont’d

Collected summary of examiner
guidance, App 7(H)

Computer related inventions, exami-
nation guidelines, App 7(A)

Department of Justice (DOJ) intel-
lectual property licensing,
19:29.10, App 19(H)

Determining subject matter eligibility
for process claims in view of
Bilski v. Kappos (Interim Bilski
Guidance), 7:5.86, App 7(D)

Deviation proceedings, proposed
rules of practice and practitioner
guidance, 16:72

Essential procedures used by patent
attorneys and practitioners in IP,
summary, 1:40

European Union Regulation on
artificial intelligence develop-
ment and innovation, 21:26.74

Examination (this index)

Federal Trade Commission (FTC)
intellectual property licensing,
19:29.10, App 19(H)

Intellectual property licensing,
Department of Justice (DOJ)
and Federal Trade Commission
(FTC), 19:29.10, App 19(H)

Living subject matter inventions,
examination guidelines, App
7(C)

Nonobviousness, examination
guidelines following KSR
International Co. v. Teleflex Inc.,
App 15(0), App 15(0)(1)

Office of European Patent (EPO)

divisional applications, rules for,
App 21(I)a.

opposition procedure, guidelines
for, App 21(J)

substantive examination,
guidelines for, App 21(I)

Patent & Trademark Office Interim
Guidance on Patent Subject
Matter Eligibility, 2014 interim
eligibility guidance, 7:5.46

Practical effects of Revised Patent
Subject Matter Eligibility Guid-
ance, 7:5.54
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GUIDANCE AND GUIDELINES

—Cont’d
Practioner guidance
unified patent court, 21:26.72
unitary patent, 21:26.72
Process claims
determining subject matter eligibil-
ity for process claims in view
of Bilski v. Kappos (Interim
Bilski Guidance), 7:5.86, App
7(D)
subject matter eligibility analysis,
process claims involving laws
of nature
(Interim Mayo Guidance), 2012
interim procedure, App
7(E)
2014 procedure, App 7(F)
quick reference sheet, App
7(G)
Subject matter eligibility
interim guidelines for examination
of patent applications, App
7(B)
USPTO revised 2019 guidance,
7:5.52
Subject matter eligibility analysis of
process claims involving laws of
nature
(Interim Mayo Guidance), 2012
interim procedure, App 7(E)
2014 procedure, App 7(F)
quick reference sheet, App 7(G)
Summary of examples for
practitioners from USPTO Guid-
ance on Patent Subject Matter
Eligibility, 7:5.47
Summary of USPTO Guidance on
Patent Subject Matter Eligibility
business methods, 7:5.50, 7:5.51
2014 interim eligibility guidance,
subject matter eligibility, 7:5.46
Unified patent court, practioner guid-
ance, 21:26.72
Unitary patent, practioner guidance,
21:26.72

Utility patents, examination
guidelines, App 11(A)
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HAGUE AGREEMENT
CONCERNING
INTERNATIONAL
REGISTRATION OF
INDUSTRIAL DESIGNS

Generally, 21B:16

Application, 21B:17, App 21B(C)

Changes to implement, App 8(E)

Enforcement of rights, 21B:20

Examination of application, 21B:19

Filing, 8:20, 21B:18

Geneva Act, App 21B(D)

Implementation, 8:20, App 8(E)

Priority, 21B:18

US patent statute, App 8(D)

USPTO implementation, 8:20, App
8(E)

HAGUE CONVENTION DRAFTS
Enforcement of foreign judgments in
intellectual property disputes,
21:4.50
Recognition and enforcement of
foreign judgments, special com-
mission draft, App 21(Q)

HARDSHIP

Preliminary injunctions, balance of
hardship, 20:98

HEARINGS
Applications, 15:64
Competing rights to same invention,
16:53
Markham Hearing, 20:104
Officers of hearings, 20:106

HIERARCHY OF PATENTS
Monopolies, 1:12

HINDSIGHT AND
AFTERTHOUGHT

Nonobviousness, 12:12

HISTORICAL MATTERS
See also Background and History
(this index)
Generally, 1:25
Argentina, 23:1
Brazil, 24:1
Canada, 25:1

HISTORICAL MATTERS—Cont’d
Chile, 39:1
China, 26:1
France, 27:1
India, 29:1
Israel, 37:1
Mexico, 38:1
Monopolies, historical context in, 1:5
Singapore, 35:1
Trademarks, historical note on, 5:9

HONG KONG

International patent law resources
and website addresses, 22:10

HUNGARY
Hungarian Patent Office, patent pros-
ecution highway (PPH) between
USPTO and, 21A:13
International patent law resources
and website addresses, 22:10

HYBRIDOMA
Nonobviousness, 12:37

ICELAND

International patent law resources
and website addresses, 22:10

ICONS

USPTO issues guidance for computer
implemented designs, 8:2.50

IDEAS
Copyrights, 6:27

IDENTIFICATION
Description or Identification (this
index)

ILLEGALITY
Crimes and Offenses (this index)

IMMORALITY
Morality or Immorality (this index)

IMMUNITIES

Privileges and Immunities (this
index)

IMMUNOTHERAPY PILOT
PROGRAM

Office of Patent and Trademark,
15:131
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IMPACT OF INVENTION
Generally, 3:1 to 3:5
Artificial intelligence

and patent and IP relation to, 3:4

Biden administration’s executive
order on the use and
administration of artificial
intelligence, 3:4.40

knowledge of a person having
ordinary skill in the art, and
related determinations of
patentability, 3:4.51

Relation to inventorship including
Co-inventorship, 3:4.30

requests public comments on the
impact of the proliferation of
artificial intelligence on prior
art, 3:4.51

USPTO Inventorship Guidance on
artificial intelligence inven-
tions and applications, 3:4.50

USPTO joins with the National
Science Foundation in the
National AI Research
Resource pilot, 3:4.55

IMPEACHMENT
Canada, 25:21

IMPLIED CONTRACTS

Competing rights to same invention,
implied contractual allocation of
patent rights, 17:25

IMPLIED LICENSE TO USE
Generally, 1:19

IMPORTATION
Exports and Imports (this index)

IMPORTER SECURITY FILING

Manufacture and manufacturing,
foreign countries, patented
inventions, 20A:6

IMPOUNDMENT
Copyright infringement, 6:89
IMPROVEMENT IN PATENT
QUALITY

Enhanced quality initiative master
review form for patent office
action review, App 15W
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IMPROVEMENT IN PATENT
QUALITY—Cont’d
Initiatives, USPTO, 15:121, 15:122
Multi-year improvement strategy for
USPTO performance, 15:1.6

Quality case studies, pilot program,
15:123

“IN A MANNER SIMILAR TO”
Claim grammar, 14:28

“IN ABUTMENT WITH”

Claim grammar, specific expression,
14:19

IN PERSONAM RIGHTS
Trade secrets, 4:1

“IN PUBLIC USE”
Novelty, 10:9 to 10:11

IN REM OR IN PERSONAM
RIGHTS

Trade secrets, 4:1

INCONTESTABILITY
Trademark registration, 5:114

INDEPENDENT AND DEPENDENT
CLAIMS
Generally, 14:32

INDEPENDENT CONTRACTORS

Competing Rights to Same Patent
(this index)

INDIA

Generally, 29:1 to 29:7

Applications, 29:4

Background and history of India
Patent Act, 29:1

Criminal penalties and sanctions,
29:7

Enforcement of patent rights, 29:6

Examination of patent applications,
29:4

India Patent Act, 29:1

Inventive step, 29:3

Litigation, 29:6

Nonobviousness, 29:3

Novelty, 29:3

Patent Offices and Patent Law, App
29(A)
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INDIA—Cont’d
Patentable subject matter, 29:2
Penalties, 29:7
Prosecution, 29:4
Sanctions, 29:7

INDUCEMENT
Infringement, indirect infringement
by inducement, 20:6

INDUSTRIAL DESIGNS

Brazil, 24:4.10

Canada, 25:4, App 25(A)

Hague Agreement concerning
international registration of
industrial designs, 21B:16 to
21B:20, App 8(D), App 8(E)

Singapore, 35:3

INEQUITABLE CONDUCT

Applications, fraud in Patent and
Trademark Office, 15:73 to
15:90

INFORMATION DISCLOSURE
STATEMENT PRACTICE
Revision, 13:21.50

INFRINGEMENT
35 USC 112, 14:46.75
district courts, 14:46.75
patent examination, 14:46.75
post grant proceedings, 14:46.75
Answer and counterclaim to com-
plaint for patent infringement,
App 20(J)
Argentina, 23:4

Asymmetries and resulting anomalies

in patent law, 2:36

Attorneys’ fees

generally, 20:66

copyright infringement, 6:91

trademark infringement, 5:66
Australia, 34:6
Brazil, 24:5
Canada

generally, 25:15

litigation awards, 25:22

Case law, claim construction,
14:46.30, 14:46.50

Chile, 39:7

INFRINGEMENT—Cont’d

Claim construction, ascertaining
meaning, 14:46.30, 14:46.50
Complaint
generally, App 20(I)
design patent infringement and
initial defenses, 8:7.20
Consequential damages, 20:62
Construction of patent claims, 20:48
to 20:52
Contributory Infringement (this
index)
Copyrights (this index)
Costs of action
generally, 20:67
attorneys’ fees, above
copyright infringement, 6:91
trademark infringement, 5:66
Damages, 20:54 to 20:64, 20:67.50
design patents, 8:7.50
Defenses, design patent infringement,
8:7.20
Designs and design patents
complaint for design patent
infringement and initial
defenses, 8:7.20
damages, 8:7.50
remedies, 8:7.50, 20:61
Direct Infringement (this index)
Entire market value rule, indirect or
consequential damages,
20:62.50
Equivalents doctrine, 20:49, 20:51
Estoppel, 20:50
European Community
design patents, 21B:13
trade mark, 5:128.26
Exemplary damages, 20:64
Exports and imports, 21:36 to
21:48.50
File wrapper estoppel doctrine, 20:50
Finland, 36:7
France, 27:5
Germany, 28:6
Independent invention, 2:15
Indirect or consequential damages,

entire market value rule,
20:62.50
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INFRINGEMENT—Cont’d
Inducement, indirect infringement by,
20:6
Injunctions
generally, 20:65
Australia, 34:7
copyrights, 6:88
preliminary injunctions, 20:93
trademarks, 5:64
Interest on money
damages, 20:63
trademark infringement, 5:67
Inverse equivalents doctrine, 20:51
Israel, 37:8
Japan, 30:11
Language interpreation, claim
construction, ascertaining,
14:46.30, 14:46.50

Licensing and assignment, use of
industry standards, 19:29.40,
19:29.70

Litigation of patent rights, generally,
20:3 to 20:7, 20:121

Lost profits, 20:56

Meaning, claim construction,
ascertaining, 14:46.30, 14:46.50

Mexico, 38:5

Nonobviousness, infringer’s promo-
tion, 12:30

Parties, notice of infringement, 20:73

Pendency of application, 1:32

Personal use, 2:14

Preliminary injunctions, 20:93

Presumptions, 20:10 to 20:37

Provisional rights in damages,
20:67.50

Punitive damages, 20:64
Remedies
design patents, 8:7.50

Remedies, generally, 20:53 to
20:67.50

Reverse equivalents doctrine, 20:51

Royalties, 20:57 to 20:60.50

Russian Federation, 32:7

Smartphone patents and patent
infringement, 19:29.70,
21:48.50

South Korea, 31:10 to 31:12
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INFRINGEMENT—Cont’d
Statutory subject matter, design
patent, 8:7
Trademarks (this index)
United Kingdom, 33:8

INGREDIENTS

Copyrights, lists of contents or
ingredients, 6:26

INHERENCY
Doctrine of, 10:5
Novelty, 5:28 to 5:32, 10:5

Trademarks, inherently distinctive
trademarks, 5:28 to 5:32

INHERENCY IN OBVIOUSNESS
DOCTRINE
Nonobviousness, 12:22.30

INITIAL MEMORANDUM

Competing rights to same invention,
16:16

INITIATIVES
Accelerated patent examination for
green technologies inventions,
global initiatives, 21A:17
USPTO
application backlog reduction
stimulus plan and initiative,
15:130
Enhanced Patent Quality Initiative,
15:122
improved patent quality, initiatives,
15:121
resolving conflicts with applicants,
Patent and Trademark Office
Initiative, 15:1.20

INJUNCTIONS
Biosimilar products, 18:25
Copyright infringement, 6:88
Infringement (this index)
Litigation awards of, Canada, 25:22
Preliminary Injunctions (this index)
Trademarks (this index)

INNOVATION PATENT
Australia, 34:5.20

INSURANCE
Trademark infringement, 5:68
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INTEGRATED CIRCUIT
TOPOGRAPHIES

Canada, 25:6, App 25(C)

INTELLECTUAL PROPERTY
OWNERS (IPO)
Applications
examination of claims containing
alternative language, com-
ments on notice of proposed
rule making, App 14(A)(1)
Patent and Trademark Office final
rules for continuation
practice, App 15(M)
Continuing applications, final rules
for continuation practice for
patent applications, App 15(M)
Examination of applications that
include claims containing
alternative language, comments
on notice of proposed rule mak-
ing, App 14(A)(1)

INTELLIGENCE ACTIVITIES
Copyrights, 6:98

INTENT
Applications (this index)
Copyright infringement, 6:69
Post grant review of issued patents,

errors without deceptive intent,
15A:12

Trademarks, intent-to-use, 5:14, 5:87

INTER PARTES PROCEEDINGS

Competing rights to same invention,
16:12

Nonobviousness, manner of adducing
evidence, 12:17

Post Grant Review of Issued
Patents (this index)

Remedies unavailable, 15B:35.50
Trademark registration, 5:98 to 5:102

INTER-AMERICAN
CONVENTION

Trademarks, 5:122

INTEREST ON MONEY
Infringement (this index)

INTERFERENCE

Applications, delays due to interfer-
ences, 15:109 to 15:111

Asymmetries and resulting anomalies
in patent law, 2:36, 2:37

Board of Patent Appeals and
Interferences (this index)

Competing Rights to Same Patent
(this index)

Copyright management information,
6:106 to 6:110

1985 patent interference rules, App
16(A)

Presumptions, 20:29

Rules pertaining to patent interfer-
ence, App 16(A), App 16(B)

Trademark registration, 5:100

INTERLOCUTORY MATTERS
AND ORDERS
Appeal and review, 20:114
Competing Rights to Same Patent
(this index)

INTERNATIONAL MATTERS
Classification systems for prior art
searches
Cooperative Patent Classification
(CPC) system, 1:29.55 to
1:29.58
foreign countries, 21:16.60
Convention for protection of new
varieties of plants, App 9(F)
Design, international and
transnational
generally, 21B:1 to 21B:21
appeals and review, 21B:15
applications, 21B:7 to 21B:15
Australia, 21B:21
enforcement of rights, 21B:20
European community design
patents (this index)
European Court of Justice (ECJ),
21B:15
examination, 21B:10
fees, 21B:8
Foreign countries (this index)
Geneva Act, App 21B(D)
Hague agreement concerning
international registration of
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INTERNATIONAL MATTERS
—Cont’d
Design, international and
transnational—Cont’d
industrial designs (this
index)
infringement, 21B:13
litigation of patent rights, 21B:13
multiple designs, 21B:7
novelty, 21B:4
office for harmonization in the
internal market (OHIM),
21B:11, 21B:12
patentable subject matter, 21B:3
priorities, 21B:18
registration, 21B:16 to 21B:20
surrender of registered design to
avoid contest proceedings,
21B:14
unregistered community designs
(UCD), 21B:6
USPTO, Hague Agreement
implementation, 8:20
validity, 21B:11
Foreign Countries (this index)
International Sequence Listing Stan-
dard, USTPO, revised rules for
compliance, App 13(H)
Online service, patent applications,
foreign filing, 21:11.3
Patent classification system, internet
website tools for patent
searches, 1:29.60
Patent Prosecution Highway (PPH),
USPTO and the National
Institute of Industrial Property
of France, 21A:24
Patent Prosecution Highway (PPH)
Pilot between the USPTO and
the Intellectual Property
Corporation of Malaysia,
21A:25
Trade commission and representa-
tives
exports and imports, 21:40 to
21:51
rules of practice and procedure,
App 21(K)
World Trade Organization (WTO),
list of international intellectual

Index-64

PatenT Law FUNDAMENTALS

INTERNATIONAL MATTERS
—Cont’d
property disputes, 21C:30

INTERNATIONAL PATENT
PROSECUTION
Foreign countries, 21:9.01
international search report, 21:9.03
PCT patent examination, 21:9.01

international search report,
21:9.03

preliminary review, 21:9.02
written report, searching author-
ity, 21:9.03, 21:9.04
preliminary review, 21:9.02

written report, searching authority,
21:9.03, 21:9.04

INTERNATIONAL SEQUENCE
LISTING STANDARD

USTPO, revised rules for compli-
ance, App 13(H)

INTERNET

Applications, ex parte prosecution
before Primary Examiner, First
Action Interview using WebEx
video technology, 15:38.20

Copyright infringement, 6:8, 6:72

International patent law resources
and website addresses, 22:10

Patent searches using Internet
website tools, 1:29.60

Trademarks, 5:16 to 5:26

United Kingdom search databases,
22:10

USPTO introduces online tool to
solicit public feedback on Man-
ual of Patent Examining Proce-
dure and Trademark Manual of
Examining Procedure, 15:150

INTERPRETATION

Construction and Interpretation
(this index)

INTERVENING RIGHTS
Defenses, 20:46
Novelty, 10:19 to 10:21



INDEX

INTERVIEW
Applications, ex parte prosecution

before Primary Examiner, 15:38
to 15:38.22

INTRODUCTORY PHRASE
Claims, 14:9

INVALIDITY
Consequences, 20:9
asserting claims held to be invalid
in prior litigation, held not
infringed, 20:9.10

INVASION OF PATENT RIGHTS
BY STATES

Competing rights to same invention,
18:20

INVENTIVE STEP
Australia, 34:4
Finland, 36:4
Singapore, 35:3

INVERSE EQUIVALENTS
DOCTRINE

Infringement, 20:51

INVESTMENT RETURN
ANALYSIS
Infringement, 20:60.50

INVOLUNTARINESS

Voluntariness or Involuntariness
(this index)

IRELAND

International patent law resources
and website addresses, 22:10

IRREPARABLE HARM
Preliminary injunctions, 20:94 to
20:97

ISRAEL
Generally, 37:1 to 37:10
Acceptance of application, 37:4
Amendment of application, 37:5
Appeal of examiners decision, 37:5
Application, generally, 37:3
Background, 37:1
Compulsory licenses, 37:10
Enforcement of patents, 37:8

ISRAEL—Cont’d
Examination, 37:5
Historical perspective, 37:1
Infringement of patents, 37:8

Israeli Patent Office, patent prosecu-
tion highway (PPH) between
USPTO and, 21A:20

Licenses, compulsory, 37:10

Opposition to grant of patent, 37:6

Patent prosecution process, 37:5

Patentability, 37:2

Patentable subject matter, 37:2

Publication of application, 37:4

Revocation of patent, 37:9

Rights conferred by grant of patent,
37:7

Subject matter of patent, 37:2

ITALY

International patent law resources
and website addresses, 22:10

JAPAN
Generally, 30:1 to 30:11
Amendments before Japanese Patent
Office, 30:3.10
Appeal of JPO decisions, 30:9.50
Applications
appeal of JPO decisions, 30:9.50
Bilateral Agreements in
Transnational Law (this
index)
collaborative search pilot program
between USPTO and Japa-
nese Patent Office, 21A:22
common application format agree-
ment for U.S. Patent and
Trademark Office (PTO),
European Patent Office
(EPO), and the Japanese
Patent Office (JPO), 21:16.55
description requirements of patent
application specification, 30:3
divisional applications, 30:4
expediting examination, 30:3.20
“new route” pilot program
between USPTO and Japa-
nese Patent Office, 21A:12

patent prosecution, 30:3.25
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JAPAN—Cont’d

Applications—Cont’d
patent prosecution highway (PPH)
between USPTO and Japa-
nese Patent Office, 21A:2,
30:3.50
publication of patent applications,
30:8
Background and Japanese Patent
Office, 30:1
Bilateral Agreements in
Transnational Law (this index)
Common application format agree-
ment for U.S. Patent and
Trademark Office (PTO),
European Patent Office (EPO),
and the Japanese Patent Office
(JPO), 21:16.55
Comparison of U.S. patenting pro-
cess, 1:35, 1:36
Conversion, National Phase Japanese
Application, Japanese Patent
Office, 30:3.60
Corona virus, adjustments, 30:3.27
Description requirements of patent
application specification, 30:3
Divisional applications, 30:4
Drafting claim before Japanese
Patent Office, 30:3.10
Expediting examination before the
Japanese Patent Office, 30:3.20
Infringement, 30:11
International patent law resources
and website addresses, 22:10
Inventorship, 30:7
Litigation, 30:11
National Phase Japanese Application,
Japanese Patent Office, conver-
sion, 30:3.60
“New route’ pilot program between
USPTO and Japanese Patent
Office, 21A:12
Nonobviousness, 30:6
Novelty, 30:5
Opposition and opposition proceed-
ings, 30:8.50
Patent Cooperation Treaty (PCT)
work products, expansion of
Patent Prosecution Highway
(PPH) to include, 21A:14
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JAPAN—Cont’d

Patent Office
generally, 30:1
amendments, 30:3.10
claim drafting, 30:3.10
conversion, National Phase Japa-
nese Application, 30:3.60
expediting examination, 30:3.20
“new route”” pilot program
between USPTO and JPO,
21A:12
patent prosecution, 30:3.25
patent Prosecution Highway
(PPH), 21A:2, 21A:12,
21A:14, 30:3.50
PCT-PPH, expansion of Patent
Prosecution Highway (PPH)
to include work products of
Patent Cooperation Treaty
(PCT), 21A:14
work products of Patent Coopera-
tion Treaty (PCT), expansion
of Patent Prosecution
Highway (PPH) to include,
21A:14
Patent Prosecution Highway (PPH),
21A:2,21A:12, 21A:14,
30:3.50
Petty patents, 30:10
Pilot Programs (this index)
Prosecuting patent applications,
patent prosecution highway
(PPH) between USPTO and Jap-
anese Patent Office, 21A:2,
21A:12, 21A:14, 30:3.50
Provisional rights prior to issuance,
30:10.10
Publication of patent applications,
30:8
Review of JPO decisions, 30:9.50
Statutory subject matter, 30:2
Transnational patent law, 21A:2,
21A:12,21A:14
Trial for invalidity procedure, 30:9
“Triway” pilot program for sharing
prior art search results among
U.S. Patent and Trademark
Office (PTO), European Patent
Office (EPO), and the Japan
Patent Office (JPO), 21:16.56
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JAPAN—Cont’d
Validity, trial for invalidity proce-
dure, 30:9

JOINDER OF PARTIES

Competing rights to same invention,
nonjoinder and misjoinder, 17:9
to 17:19

“JOINED”
Claim grammar, specific expression,
14:19

JOINT DEFENSE PRIVILEGE
Discovery, 20:86

JOINT INVENTION

Competing rights to same invention,
17:2 to 17:6

JOINT OWNERS

Competing rights to same invention,
proprietary rights, 17:29

JOINT PRIOR ART
CLASSIFICATION

Cooperative Patent Classification
(CPC) of USPTO and EPO,
1:29.55

JOINT RESEARCH AND
DEVELOPMENT VENTURES

Licensing and assignment, 19:30

JUDGES

Ethics and code of conduct, federal
judges, 20:118.25

JUDGMENTS

Applications, res judicata, 15:11

Competing rights to same invention,
claims against United States,
18:18

Consent judgments, 20:107

Copyrights, adjudication in United
States of claims arising under
foreign copyright law, 6:140

Declaratory judgment actions, 20:8
to 20:8.20

Execution and Enforcement of
Judgments (this index)

Final Decisions and Orders (this
index)

JUDGMENTS—Cont’d
Presumptions, prior adjudication,
20:20

Summary judgment, 20:108

JUDICIAL REVIEW
Appeal and Review (this index)

JURISDICTION

Appeal and Review (this index)

Applications, appellate review,
15:61, 15:67

Competing Rights to Same Patent
(this index)

Copyrights (this index)

European Union, E.U. proposal on
court of justice in disputes relat-
ing to Community patent, App
22(C)

Parties, 20:70

Subject Matter Jurisdiction (this
index)

Trade secrets, subject matter jurisdic-
tion for misappropriation, 4:5

Venue (this index)

JURY TRIAL
Generally, 20:104

JUSTICE

Code of conduct for justices of the
Supreme Court of the United
States, App 20(P)

KNOW-HOW-LICENSES
Trade secrets, 4:28

KOREA

Applications, collaborative search
pilot program, USPTO and
KIPO, 21A:23

International patent law resources
and website addresses, 22:10

Korean Intellectual Property Office
(KIPO)

collaborative search pilot program,
USPTO and KIPO, 21A:23

Cooperative Patent Classification
(CPC) system, agreement
between USPTO and KIPO to
use, 1:29.58
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KOREA—Cont’d
Korean Intellectual Property Office
(KIPO)—Cont’d
patent prosecution highway (PPH)
between USPTO and, 21A:4
PCT-PPH, expansion of Patent
Prosecution Highway (PPH)
to include work products of
Patent Cooperation Treaty
(PCT), 21A:14.50
South Korea (this index)

LABELS
Copyrights, 6:12

LACHES OR DELAY

Applications (this index)

Copyright infringement, 6:75

Defenses, generally, 20:45

Novelty, late claiming and interven-
ing rights, 10:19 to 10:21

Overlapping provisions, recalculation
of term adjustment, App 1(D)

Preliminary injunctions, delay in
seeking, 20:96

LANGUAGE IN CLAIMS
Examination of applications that
include claims containing
alternative language
American Intellectual Property
Law Association (AIPLA)
comments on proposed rule
making, App 14(A)(1)
Intellectual Property Owners
Association (IPO) comments
on proposed rule making,
App 14(A)(2)
notice of proposed rule making,
App 14(A)
Infringement, 14:46.30, 14:46.50

LANHAM ACT
Trade secrets, 4:15
Trademarks, 5:56 to 5:59

LAPSED PATENTS

Applications, revival of lapsed
patents, 15:42 to 15:45.50

LATENESS
Laches or Delay (this index)

Index-68

PatEnT Law FUNDAMENTALS

LATVIA

International patent law resources
and website addresses, 22:10

LAUDATION
Trademarks, 5:39

LAW ENFORCEMENT
Police (this index)

LAWS OF NATURE
Statutory subject matter, 7:4.50
Subject matter eligibility analysis of
process claims involving laws of
nature
(Interim Mayo Guidance), 2012
interim procedure, App 7(E)
2014 procedure, App 7(F)
quick reference sheet, App 7(G)

LEAHY-SMITH AMERICA
INVENTS ACT

American Invents Act (AIA) (this
index)

LENDING RIGHTS
Copyrights, 6:126

LENGTH

Copyrights, length of literary works,
6:12

LETTERS
Alphabetical, trademarks, 5:45
Attorney-client engagement letter
model format, App 15(R)

practice before Patent Bar,
15:71.20
Close, 1:1
Copyrights, 6:12
Expert witness engagement letter,
sample, App 20(K)
Patents
generally, 1:1
monopolies, 1:4
Protest, letters of, trademark registra-
tion, 5:98.50

LIBEL AND SLANDER
Copyrights, 6:32

LIBRARIES
Copyrights, 6:97



INDEX

LICENSING AND ASSIGNMENT

America Invents Act, assignee filing
under AIA amendments, 13:2.50

American Arbitration Association,
rules of, App 19(A)

Ancillary provisions, 19:19 to 19:23

Antitrust analysis and critique, 19:25
to 19:30.50

Arbitration clause, 19:22

Brazil, 24:6

Canada, 25:17, 25:18

Cessation of royalty payments, 19:18

Chile, compulsory licenses, 39:8

Clauses and terms, patent license
agreement, 19:6.70

Clayton Act, 19:27

Competing Rights to Same Patent
(this index)

Copyright infringement, license as
defense to, 6:78

Department of Justice guidelines,
19:29.10, App 19(H)

Development agreements, 19:13 to
19:16

Disclosure, example of nondisclosure
agreement, App 19(F)

Distribution of rights, 19:2 to 19:12

Due diligence, portfolios evaluation,
19:6.60

Duration, 19:8

Employer and Employee (this
index)

Essential considerations in drafting
patent license agreement,
19:6.65

Estoppel, 2:40

Exchange of patent rights, 19:17

Exclusive license, 19:6, App 19(C)

Exports and imports, 19:9

Field of use, 19:10

Generic drug applicants, payments to
brand name pharmaceutical
companies, 19:30.50

Geographic territory, 19:11

Grants, 19:7 to 19:12

Guidelines, Department of Justice
and Federal Trade Commission,
19:29.10, App 19(H)

Implied license to use, 1:19

LICENSING AND ASSIGNMENT

—Cont’d
Industry standards, infringement by
use of, 19:29.40, 19:29.70
Infringement by use of industry stan-
dards, 19:29.40, 19:29.70
Israel, compulsory licenses, 37:10
Joint research and development
ventures, 19:30
Liens, tax liens, 19:37
Litigation of patent rights, summary
table of patent wars in
smartphone litigation, 19:29.70
Lump-sum vs. periodic payment,
19:15
Manufacture and manufacturing,
19:9
Mexico, compulsory licenses, 38:8
Misuse, Patent Misuse Reform Act,
19:28
Most-favored licensee, 19:21
Nondisclosure agreement, example,
App 19(F)
Non-exclusive patent license,
example, App 19(D)
Pendency of application, 1:31
Periodic vs. lump-sum payment,
19:15
Pharmaceutical companies, payments
by generic drug applicants to,
19:30.50
Police provisions, 19:20
Quality provisions, 19:20
Quantity, 19:12
Royalties, 19:14 to 19:16
Sample clauses for royalty rates, App
19(G)
Security provisions, 19:20
Sherman Act
section 1, 19:26
section 2, 19:29 to 19:29.75
smartphone patent disputes,
19:29.70
Standard Essential Patents (SEPs),
19:29.70, 19:29.75
Standard Setting Organizations
(SS0s), 19:29.40

Smartphone patent litigation,
19:29.70
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LICENSING AND ASSIGNMENT
—Cont’d
Standard Essential Patents (SEPs),
19:29.70, 19:29.75

Standard Setting Organizations
(SSOs), Sherman Act Section 2,
19:29.40

Summary Table of Patent Wars in
Smartphone Litigation, 19:29.70

Taxation, 19:32 to 19:37

Terms and clauses, patent license
agreement, 19:6.70

Trade Secrets (this index)

Trademarks, 5:70, 5:71, 19:31

U.S. District Courts, arbitration
authorization by, App 19(B)

U.S. restrictions on patenting abroad
inventions made in United
States (export license), 21:34

Valuation methods, 19:6.50

Warranties, 19:19

LIENS

Licensing and assignment, tax liens,
19:37

LIMITATIONS
Actions, limitations of
competing rights to same inven-
tion, 16:18
copyright infringement, 6:75
defenses, generally, 20:45
novelty, 10:19
Copyrights (this index)
Discovery, 20:80 to 20:87
Model order limiting excess claims
and prior art, App 20(L)
Monopolies, restraints of trade, and
unfair competition, limitation to
situs, 1:9
Trademark rights, 5:73 to 5:80

LISTS AND LISTING

Copyrights, lists of contents or
ingredients, 6:26

LITERARY WORKS
Copyrights (this index)
Trademarks, literary titles, 5:44
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LITHUANIA

International patent law resources
and website addresses, 22:10

LITIGATION OF PATENT RIGHTS
Generally, 20:1 to 20:123
Amgen v. Sandoz, 18:24.25

Arbitration and litigation as parallel
proceedings, 20:123

As to particular litigation matters, see
more specific index entries

Australia, 34:7

Biosimilar patents, 18:24, 18:24.25

Cease and desist letters, 20:1.25

China, 26:7

Code of conduct for justices of the

Supreme Court of the United
States, App 20(P)

Conduct of litigation, generally,
20:68 to 20:121

Court of Appeals for Federal Circuit,
rules of practice, App 20(B)(1)

Demand letters, 20:1.25

European Community design patents,
member states, 21B:13

Federal Circuit’s Model Order to
reduce burden and cost of litiga-
tion, 20:1.50

Finland, 36:7

Germany, 28:6

India, 29:6

Japan, 30:11

Pilot programs, district courts,

managing patent litigation,
20:1.70

Pre-litigation vehicles to settle
infringement case, 20:1.25

Russian Federation, 32:7

Singapore, 35:7

Smartphone litigation, summary table
of patent wars, 19:29.70

United Kingdom, 33:8

LITIGATION OF TRADE MARK
RIGHTS
European Community trade mark

courts of member states,
5:128.26



INDEX

LIVING SUBJECT MATTER
INVENTIONS

Examination guidelines, App 7(C)

LONG-FELT DEMAND
Nonobviousness, 12:45

LOSS OF RIGHTS
Trademarks, 5:73 to 5:80

LOST PROFITS
Infringement, 20:56

LUMP-SUM VS. PERIODIC
PAYMENT

Licensing and assignment, 19:15

LUXEMBOURG

International patent law resources
and website addresses, 22:10

MACHINERY

Claims drawn to different statutory
classes, 14:39
Statutory subject matter, 7:9

MADRID ARRANGEMENT OR
PROTOCOL

Trademarks (this index)

MAINTENANCE

Repair and Maintenance (this
index)

MALAYSIA
International patent law resources
and website addresses, 22:10
Patent Prosecution Highway (PPH)
Pilot between the USPTO and
the Intellectual Property

Corporation of Malaysia,
21A:25

MANAGEMENT INFORMATION
Copyright management information,

interference with, 6:106 to
6:110

MANUAL OF PATENT
EXAMINING PROCEDURE

Online tool for soliciting public
feedback, 15:150

MANUFACTURE AND

MANUFACTURING

Claims drawn to different statutory
classes, 14:40

Copyrights, international and foreign
copyright protection, 6:131

Foreign countries, patented inven-
tions, 20A:3 to 20A:7

Licensing and assignment, 19:9

Patented inventions, 20A:1 to 20A:9

Solicits stake holder and inventor
support for commercializing
patented inventions, 20A:9

Stake holder and inventor support for
commercializing patented inven-
tions, 20A:8

Statutory subject matter, 7:10

MAREVA INJUNCTION

Australia, 34:7

MARITAL ASSETS

Competing rights to same invention,
17:33

MARKETING

Patented inventions, 20A:7

“MARKHAM HEARING”

Generally, 20:104

MARKS AND MARKING

Copyrights, Vessel Hull Design
Protection Act, 6:62

Fraud (this index)

Misconceptions, patent marking, 2:16
to 2:28

Trademarks (this index)

MARKUSH GROUP

Claim grammar, 14:15

MASK WORKS

Copyrights, protection under
Semiconductor Chip Protection
Act, App 6(E)

MATERIALITY

Applications, 15:76 to 15:83

MATHEMATICS

Attorneys, mathematics and patent
attorney, 2:6
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MEANS PLUS FUNCTION
Claims, 14:36, 15:22.50

MECHANICAL-TYPE
INVENTIONS
Utility patents, 11:6

MEDIATION

Confidential joint request to enter
program, App 20(E)

Docketing statement for mediation
program, App 20(D)

U.S. Court of Appeals for Federal
Circuit, program, 20:118.50,
App 20(D), App 20(E)

MEDICINE
Biosimilar products. Biological-
Based Inventions (this index)
Cancer immunotherapy pilot
program, 15:131
Patent medicine, 2:29

MEMORANDUM

Competing rights to same invention,
16:16

MENTAL ACTIVITY

Statutory subject matter, subject
mater of novel aspects of which
require mental activity, 7:15 to
7:18

MENTAL STATE OF INVENTOR
Nonobviousness, 12:4 to 12:12

MERITS

Preliminary injunctions, likelihood of
success on merits, 20:91 to
20:94

METHOD CLAIMS
Claims drawn to different statutory
classes, 14:41
Patent pending and patent marking,
2:22

MEXICO
Generally, 38:1 to 38:8
Acceptance of application, 38:4
Application, generally, 38:3

Background, 38:1
Compulsory licenses, 38:8
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MEXICO—Cont’d
Enforcement of patents, 38:5
Infringement of patents, 38:5
International patent law resources
and website addresses, 22:10
Invalidity of patents, 38:6
Lapse of patents, 38:6
Licenses
generally, 38:7
compulsory, 38:8
Mexican Institute of Industrial Prop-
erty (IMPI), patent prosecution
highway (PPH) between USPTO
and, 21A:19

Patent prosecution highway between
USPTO and Mexican Institute
of Industrial Property (IMPI),
21A:19

Patentability, 38:2

Patentable subject matter, 38:2
Publication of application, 38:4
Transfer of rights, 38:7

MICRO ENTITY STATUS

Applications, paying patent fees,
App 15(T)

MISCONCEPTIONS
Generally, 2:1 to 2:43

MISJOINDER

Competing rights to same invention,
17:9 to 17:19

MISREPRESENTATION
Fraud (this index)

MISSION AGENCIES

Competing rights to same invention,
18:9 to 18:11

MISTAKES
Applications (this index)
Competing rights to same invention,
what constitutes error without
deceptive invention, 17:17
Correction (this index)

MISUSE

Copyright infringement, defenses to,
6:77
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MISUSE—Cont’d
Licensing and assignment, Patent
Misuse Reform Act, 19:28
Trade secrets, misuse of confidential
information, 4:21
Trademarks, 5:75

MODEL SCHEDULING ORDER

Inter partes review, post grant review,
and covered business methods
review, App 15B(E)

MODERNIZING PATENT
APPLICATION FILING

USPTO proposed program, 13:27

MODIFICATION OR CHANGE

Allowance of ex parte prosecution,
15:50

Amendments, claims. Post Grant
Review of Issued Patents (this
index)

America Invents Act (this index)

Australia, modified examination
option, 34:5.10

Copyrights, variation necessary to
support copyright and avoid
infringement, 6:5

Court of Appeals for Federal Circuit,
App 20(B), App 20(B)(1)

Disclosure statement practice,
13:21.50

Electronic discovery, Federal Rules
of Civil Procedure, App 20(F)

Hague agreement concerning
international registration of
industrial designs, App 8(E)

Israel patent application, 37:5

Japanese Patent Office, amendment
of claim before, 30:3.10

Micro entity status for paying patent
fees, implementation, App
15(T)

Patent Grant and USPTO Issuing
Electronic Patent Grants,
15:50.50

PCT procedures amended under
EISPE, 21:10.25

Post Grant Review of Issued
Patents (this index)

MODIFICATION OR CHANGE
—Cont’d

Preissuance submissions by third
parties provision of America
Invents Act, implementation,
App 15(U)

South Korea, amendments, 31:6

Term adjustment, Norvartis v. Lee,
App 1(E)

Trademark registration, immunity
from state mandated modifica-
tion, 5:117

United Kingdom, amendments and
added matter during patent pros-
ecution, 33:7

MOLDOVA

International patent law resources
and website addresses, 22:10

MONACO

International patent law resources
and website addresses, 22:10

MONETARY AWARDS
Trademark infringement, 5:65

MONOPOLIES, RESTRAINTS OF
TRADE, AND UNFAIR
COMPETITION

Generally, 1:3 to 1:16

Canada, 25:20

Common law rights, 1:13

Consequences of patents as monopo-
lies, 1:7 to 1:12

Copyrights

generally, 1:13

Dominance/subservience, 1:12

Exclusive rights, 1:11

Government created monopolies,
1:15

Hierarchy of patents, 1:12

Historical context, 1:5

Intellectual property, generally, 1:3 to
1:16

Letters patent, right conferred as, 1:4

Licensing and assignment, 19:25 to
19:30.50

Limitation to situs, 1:9

Negative rights, 1:10 to 1:12

Privately created monopolies, 1:16
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MONOPOLIES, RESTRAINTS OF
TRADE, AND UNFAIR
COMPETITION—Cont’d

Situs, limitation to, 1:9
Subservience, 1:12
Trademarks, 1:13, 5:7

MORALITY OR IMMORALITY
Copyrights, 6:123
Trademarks, immoral subject matter,
5:38
Utility patents, 11:5

MOST-FAVORED LICENSEE
Generally, 19:21

MOTION PICTURES
Copyrights, 6:20

MOTIONS
Competing Rights to Same Patent
(this index)
Post Grant Review of Issued
Patents (this index)

MOTIONS IN LIMINE
Trial, 20:101.60

MULTIDISTRICT LITIGATION
Generally, 20:75.50

MULTILATERAL TREATIES AND
CONVENTIONS
Trademarks, 5:121 to 5:126

MULTIPLES

Alternative protection, statutory
subject matter, 7:19 to 7:23

Claims, piecemeal appeals, 20:113

Designs, European Community
design patents, 21B:7

Trade marks, European Community
trade mark application, 5:128.12

MUSIC MODERNIZATION ACT
OF 2018

Performance or performers’ rights,
6:120.50

MUSICAL WORKS
Copyrights, 6:16

NAMES
Trademarks (this index)
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NATIONAL AERONAUTICS AND
SPACE ADMINISTRATION

Bayh-Dole Act, 18:11

NATIONAL AI RESEARCH
RESOURCE PILOT

USPTO joins with the National Sci-
ence Foundation in the National
Al Research Resource pilot,
3:4.55

NATIONAL SCIENCE
FOUNDATION

USPTO joins with the National Sci-
ence Foundation in the National
Al Research Resource pilot,
3:4.55

NATIONALITY
Copyrights (this index)

NATIONWIDE RIGHTS
Trademark registration, 5:113

NATURAL LAWS
Statutory subject matter, 7:4.50

Subject matter eligibility analysis of
process claims involving laws of
nature

(Interim Mayo Guidance), 2012
interim procedure, App 7(E)
2014 procedure, App 7(F)
quick reference sheet, App 7(G)

NATURAL PHENOMENA
Statutory subject matter, 7:4.50
Subject matter eligibility analysis of
process claims involving laws of
nature
(Interim Mayo Guidance), 2012
interim procedure, App 7(E)
2014 procedure, App 7(F)
quick reference sheet, App 7(G)

NECESSARY PARTIES

Competing rights to same invention,
17:16

NEGATIVE RULES OF
INVENTION

Nonobviousness, 12:2
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“NEIGHBORING RIGHTS”
CONVENTIONS
Generally, 6:138

“NEW RULES”
Interference proceedings under,
16:65 to 16:70

Motions phase
generally, 16:68
oral argument, 16:68.20
request for rehearing, 16:68.30

Priority phase, 16:69

Priority statement under, 16:68.50

NEW ZEALAND

International patent law resources
and website addresses, 22:10

1985 PATENT INFERENCE RULES

Competing rights to same invention,
App 16(A)

NONANALOGOUS ART
Nonobviousness, 12:21

NONDISCLOSURE
Disclosure (this index)

NON-EXCLUSIVE PATENT
LICENSE
Example, App 19(D)

NONFUNCTIONAL
TRADEMARKS
Generally, 5:27 to 5:33

NON-FUNGIBLE TOKENS (NFTS)
Patent and IP relation, 3:5

NONJOINDER

Competing rights to same invention,
17:9 to 17:19

NONOBVIOUSNESS
Generally, 12:1 to 12:50
Afterthought, 12:12
America Invents Act (AIA), condi-
tions for patentability, 12:3.20

Analogous and nonanalogous art,
12:21

Appellate review, 12:18
Applications, 15:36
Australia, 34:4

NONOBVIOUSNESS—Cont’d

“Blocking patents,” defeating objec-
tive standard, 12:50
Brazil, 24:3
Canada, 25:9
Case law, 12:19
Chemical
inventions, 12:31 to 12:38
processes, 12:35
Claims, generally, 14:31
Combinations of old elements, 12:24
Commercial
acquiescence, 12:46
success, 12:44
Computer software, 12:39
Constitutional standard of invention,
12:20
Copying, 12:49
Copyrights (this index)
Criticality, 12:27
DNA, 12:38
Enforcement proceedings, 35
U.S.C.A. §103,12:13
Equivalence, obviousness and, 12:23
Evidence, 12:15 to 12:17, 12:43 to
12:50
Examination guidelines following
KSR International Co. v.
Teleflex Inc., App 15(0), App
15(0)(1)
Exception to nonobvious requirement
35 U.S.C.A. § 103(b), 12:3.40
35 U.S.C.A. § 103(c), 12:3.60
Experts, 12:47
Finland, 36:4
France, 27:3
Genetic engineering, 12:36 to 12:38
Germany, 28:4
Hindsight and afterthought, 12:12
Hybridoma, 12:37
Identifying source of problem and its
solution, 12:29
India, 29:3
Infringer’s promotion, 12:30
Inherency in obviousness determina-
tions, 12:22.30

Inter partes proceedings, manner of
adducing evidence in, 12:17
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NONOBVIOUSNESS—Cont’d
Japan, 30:6
Long-felt demand, 12:45

Mental state of inventor, 12:4 to
12:12

Negative rules of invention, 12:2

Nonanalogous art, 12:21

Objective standard, defeating,
“blocking patents,” 12:50

Office of Patent and Trademark,
proceedings before, 12:14

Optimization, 12:27

Ordinary skill level, 12:9, App 12(B)

Praise for invention, 12:48

Precedents, 12:19

Predictability, 12:26

Presumption of validity, 12:16, 12:17

Prima facie obviousness and its
rebuttal, 12:14

Prior art, 12:7, 12:14, App 12(A)

Promotion by infringer, 12:30

Prosecution proceedings, 35
U.S.C.A. § 103, 12:13

Purity of chemical inventions, 12:33
Recombinant DNA, 12:38
Rejection, 15:16

Russian Federation, 32:5

Simplicity and sophistication, 12:25
Skepticism of experts, 12:47
Software, 12:39

Sophistication, 12:25

South Korea, 31:4

Structurally obvious compounds,
12:32
“Subject matter as a whole,” 12:11
Superiority, 12:27
Synergism, 12:42
“Teaching away from,” 12:28
The USPTO8217s Examiner Guid-
ance and Training
prior art databases of the Federal
Drug Administration (FDA)
and National Institutes of
Health (NTH)
search drugs, formulations and
their methods of treatment
or use, 12:32.50

Trade secrets, 4:8
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NONOBVIOUSNESS—Cont’d
2010 Examination guidelines update,
developments after KSR
International Co. v. Teleflex Inc.,
App 15(0)(1)
Unexpected results, 12:41
United Kingdom, 33:4

NONPROFIT LIBRARIES
Copyrights, 6:97

NONSTATUTORY SUBJECT
MATTER
Generally, 7:12 to 7:18
For detailed treatment as to statutory
subject matter, generally. Statu-
tory Subject Matter (this
index)

NONUSE
Trademarks, 5:73

“NORMALLY” (“ORDINARILY”)

Claim grammar, specific expression,
14:21

NORVARTIS v. LEE

Term adjustment, modification or
change, App 1(E)

NORWAY

International patent law resources
and website addresses, 22:10

Nordic Patent Institute, patent prose-
cution highway (PPH) between
USPTO and, 21A:21

NOTICE
Applications (this index)
Competing rights to same invention,
notice of interference, 16:17
Copyrights (this index)
Parties, notice of infringement, 20:73

NOVELTY
Generally, 10:1 to 10:21
Abandonment, 10:14
America Invents Act (AIA)
applications, exception for prior art
consisting of, 10:2.80

common ownership exclusion from
prior art, 10:14.50
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NOVELTY—Cont’d
America Invents Act (AIA)—Cont’d
conditions for patentability,
10:1.50
definition of prior art, 10:2.50
exceptions, 10:2.70 to 10:2.90
first-to-file amendments, practical
effects, 10:2.60
grace period under AIA, excep-
tions, 10:2.70
loss of right to patent, 10:1.50
one-year grace period for prior
disclosures by inventor,
10:8.50
pre-filing activities by applicant,
exceptions, 10:2.70
prior art, 10:2.50 to 10:18
prior U.S. patent, exception for
prior art consisting of,
10:2.80
proposed regulatory changes,
10:2.60
“subject matter” for exceptions,
narrow interpretation by
USPTO, 10:2.85
submission as exception, USPTO
requirements, 10:2.90
WIPO PCT application, exception
for prior art consisting of,
10:2.80
Anticipation, 10:4, 10:6
Australia, 34:3
Brazil, 24:3
Canada, 25:7
Claims, generally, 14:5
Copyrights (this index)
European Community design patents,
21B:4
Experimental use, 10:10
Finland, 36:3
First-to-file amendments of AIA,
practical effects, 10:2.60
France, 27:3
Germany, 28:3
“In public use,” 10:9 to 10:11
India, 29:3
Inherency doctrine, 5:28 to 5:32,
10:5
Intervening rights, 10:19 to 10:21

NOVELTY—Cont’d
Japan, 30:5
Late claiming and intervening rights,
10:19 to 10:21
Limitation of actions, 10:19
“On sale,” 10:12
Printed publications as prior art, 10:3
Prior art
AIA revisions, 10:2.50 to 10:18
common ownership exclusion from
prior art, 10:14.50
definition, 10:2.50
printed publications, 10:3
35 U.S.C.A. § 102(b)(1)(A) and
§ 102(b)(1)(B), exceptions,
10:2.70
Russian Federation, 32:4
Secret use, 10:11
Singapore, 35:3
South Korea, 31:3
Statutory Subject Matter (this
index)
35 U.S.CA.
§ 102(a), 10:7,10:13
§ 102(b), 10:8 to 10:13
§ 102(b)(1)(A) and § 102(b)(1)(B),
10:2.70
§ 102(b)(2)(A), (B) and (C),
10:2.80
§ 102(c), 10:14, 10:14.50
§ 102(d), 10:15
§ 102(e), 10:16
§ 102(f), 10:17
§ 102(g), 10:18
Trade secrets, 4:7
United Kingdom, 33:3

NUCLEOTIDE AND AMINO ACID
SEQUENCE DATA

Applications, symbols for and format
of nucleotide and amino acid
sequence data, 13:24

NUMERALS
Trademarks, 5:46

OATHS

America Invents Act amendments for
assignee filing, 13:2.50
Applications, 13:2 to 13:4
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OBSCENITY
Copyrights, 6:31

OBTAINING PATENT
PROTECTION
See also specific topics throughout
this index
Generally. Protection of Patents,
Obtaining (this index)

OBVIOUSNESS
Nonobviousness (this index)

OFFENSES
Crimes and Offenses (this index)

OFFERS
Brazil, licensing, 24:6

OFFICE FOR HARMONIZATION
IN THE INTERNAL MARKET
(OHIM)

European Community design patents,
21B:11, 21B:12

European Community trade mark,
proceedings before OHIM,
5:128.20, 5:128.22, 5:128.24

Invalidity proceedings before OHIM,
5:128.22, 21:26.30

Opposition proceedings before
OHIM, 5:128.20

OFFICE OF ENROLLMENT AND
DISCIPLINE (OED)
Pilot program, avoid formal disci-
pline, 15:71.52
Practice pointers, 15:71.50

OFFICE OF EUROPEAN PATENT
(EPO)
Generally, 21:20
Bilateral Agreements in
Transnational Law (this index)
Common application format agree-
ment for U.S. Patent and
Trademark Office (PTO),
European Patent Office (EPO),
and the Japanese Patent Office
(JPO), 21:16.55
Cooperative Patent Classification
(CPC) system
Chinese Patent Office (CNIPA,
formerly SIPO) and European
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OFFICE OF EUROPEAN PATENT
(EPO)—Cont’d
Cooperative Patent Classification
(CPC) system—Cont’d

Patent Office (EPO) agree-
ment that CNIPA, formerly
SIPO will use the Cooperative
Patent Classification System
(CPC), 1:29.57

USPTO and EPO joint classifica-
tion system for prior art
searches, 1:29.55

Divisional applications, rules for,
App 21(Da.

International patent law resources
and website addresses, 22:10

Opposition procedure, guidelines for,
App 21(J)

Patent Cooperation Treaty (PCT)
work products, expansion of
Patent Prosecution Highway
(PPH) to include, 21A:14

Patent prosecution highway (PPH)
between USPTO and, 21A:7,
21A:14

PCT-PPH, expansion of Patent Prose-
cution Highway (PPH) to
include work products of Patent
Cooperation Treaty (PCT),
21A:14

Prior art search using USPTO and
EPO joint classification system,
1:29.55

Prosecuting patent applications,
patent prosecution highway
(PPH) between USPTO and
European Patent Office, 21A:7,
21A:14

Substantive examination, guidelines
for, App 21(I)

Transnational patent law, 21A:7,
21A:14

“Triway” pilot program for sharing
prior art search results among
U.S. Patent and Trademark
Office (PTO), European Patent
Office (EPO), and the Japan
Patent Office (JPO), 21:16.56

OFFICE OF PATENT AND
TRADEMARK (USPTO)
Generally, 15:1.5
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OFFICE OF PATENT AND
TRADEMARK (USPTO)
—Cont’d

Access to USPTO files and filing
amendments via the patent
center, 15:171

Appeal, abandoned application,
15:45.50

Applications (this index)

ARP for review of PTAB ex parte
appeals, re-examination appeals,
and reissue appeals, compliance
with Supreme Court’s decision
in Arthrex, 15B:3.40

Asymmetries and resulting anomalies
in patent law, 2:33, 2:34

Attorneys, amended rules of patent
practices, 15:70.17

Bilateral Agreements in
Transnational Law (this index)

Calculation of trademark application
fees based on the classification
schedule, 5:85.50

Canada, 25:14

Climate change, pilot program,
15:143

Collaborative search pilot program
between USPTO and Japanese
Patent Office, 21A:22

Commercialization of Patented
Inventions, solicits stake holder
and inventor support, 20A:9

Commercialization of Patented
Inventions, stake holder and
inventor support, 20A:8

Common application format agree-
ment for U.S. Patent and
Trademark Office (PTO),
European Patent Office (EPO),
and the Japanese Patent Office
(JPO), 21:16.55

Compliance with Supreme Court’s
decision in Arthrex, 15B:3.40

Cooperative Patent Classification
(CPC) system

Korean Patent Office (KIPO) and
USPTO agreement that KIPO
will use CPC system, 1:29.58

USPTO and EPO joint classifica-
tion system for prior art

OFFICE OF PATENT AND
TRADEMARK (USPTO)
—Cont’d

Cooperative Patent Classification
(CPC) system—Cont’d

searches, 1:29.55
Corona Virus Pandemic (COVID 19)
patent adjustments, 15:140
Prioritized Examination Pilot
Program, 15:141

Defense, sovereign immunity,
15B:14

Electronic tools for accessing USPTO
resources in filing, 1:39

Eligibility study, 7:5.60

Enhanced Patent Quality Initiative,
15:122

Examiner time goals, 15:1.7

Fees

generally, App S(R), App 15(F)
financial management system for
fee payments, 15:6.50

prosecuting patent applications,
15:6

Global patent dossier, 21A:1.52

Hague agreement, implementation,
8:20

Information Disclosure Statement
practice before USPTO,
13:21.50

Initiative, patent rights, 15:1.60

Intellectual Property Attorney public
locations for accessing,
resources, 1:41

Interim procedure for director review
of in challenging PTAB deci-
sions, 15B:3.10

International patent law resources
and website addresses, 22:10

International Sequence Listing Stan-
dard, revised rules for compli-
ance, App 13(H)

Knowledge of a person having
ordinary skill in the art, and
related determinations of patent-
ability, 3:4.51

“New route’ pilot program between
USPTO and Japanese Patent
Office, 21A:12
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OFFICE OF PATENT AND

TRADEMARK (USPTO)
—Cont’d
Nonobviousness, 12:14
Office of Enrollment and Discipline,
pilot program, 15:72.52
Ombudsmen program, 15:1.20
Patent Cooperation Treaty (PCT)
work products, expansion of
Patent Prosecution Highway
(PPH) to include, 21A:14,
21A:14.50
Patent prosecution highway (PPH)
between USPTO and
Australian Intellectual Property
Office, 21A:6
Austrian Patent Office, 21A:14.50,
21A:16
Canadian Intellectual Property
Office, 21A:5
Danish Patent Office, 21A:8
European Patent Office, 21A:7,
21A:14
Finnish Patent Office, 21A:10
German Patent Office (DPMA),
21A:9
Hungarian Patent Office, 21A:13
Israeli Patent Office, 21A:20
Japanese Patent Office, 21A:2,
21A:12,21A:14, 30:3.50
Korean Intellectual Property
Office, 21A:4, 21A:14.50
Mexican Institute of Industrial
Property (IMPI), 21A:19
Nordic Patent Institute, 21A:21
Russian Intellectual Property
Office, 21A:14.50
Russian Patent Office (ROSPAT-
ENT), 21A:18
Singapore Patent Office, 21A:11
Spanish Patent Office (SPTO),
21A:14.50, 21A:15
United Kingdom Intellectual Prop-
erty Office (UK IPO), 21A:3
Patent Prosecution Highway (PPH)
Pilot between the USPTO and
the Intellectual Property

Corporation of Malaysia,
21A:25
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OFFICE OF PATENT AND

TRADEMARK (USPTO)
—Cont’d
Pendency of application, 1:30 to 1:33
Pharmaceutical patents, FDA col-
laboration, 18:21.20
Pilot Programs (this index)
Post Grant Review of Issued
Patents (this index)
Post-issuance control, 1:34
Practice guide
generally, App 15B(I)
update, 2018, App 15B(I)(1)
Practitioner guidance, 7:5.47, 25:15,
App 15B(I), App 15B(ID)(1)
Presumptions, 20:15
Primer to PTO, 15:1.5
Prior art search using USPTO and
EPO joint classification system,
1:29.55
Prior rules, App 15(H)(2)
Pro bono program, 15:151
PTAB ex parte appeals, re-examina-
tion appeals, and reissue
appeals, compliance with
Supreme Court’s decision in
Arthrex, 15B:3.40
Quality
improvement. Improvement in
Patent Quality (this index)
metrics, proposed master review
form, 15:124
webpage for public disclosure,
15:125
Quick Path Information Disclosure
Statement (QPIDS) Pilot
Program, 13:21.60
Quick Primer to PTO, 15:1.5

Representation of others before
USPTO, rules, App 15(H)

Requests public comments on the
impact of the proliferation of
artificial intelligence on prior
art, 3:4.51

Resolving conflicts with applicants,
15:1.20

Resource centers, contact list, App
15(G)(1)
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OFFICE OF PATENT AND

TRADEMARK (USPTO)
—Cont’d

Resources, Intellectual Property
Attorney public locations for
accessing, 1:41

Review of PTAB procedures,
strengthen rights, reliability of
grant, 15B:57

Revised rules for compliance with the
International Sequence Listing
Standard, App 13(H)

Revival of abandoned applications,
15:42.3

Rules, App 15(H)(1)

Russian Intellectual Property Office,
21A:14.50

Sequence Listing rules for electronic
submission, 13:6.50

Solicits stake holder and inventor
support, Commercialization of
Patented Inventions, 20A:9

Sovereign immunity defense, 15B:14

Stake holder and inventor support,
Commercialization of Patented
Inventions, 20A:8

Statutory Subject Matter (this
index)

Subject matter eligibility, revised
2019 guidance, 7:5.52, 7:5.56

The Patent Grant and USPTO Issuing
Electronic Patent Grants,
15:50.50

Time goals, examiner, 15:1.7

Trademark international classification
schedule of goods and services,
5:85.50

“Triway” pilot program for sharing
prior art search results among
U.S. Patent and Trademark
Office (PTO), European Patent
Office (EPO), and the Japan
Patent Office (JPO), 21:16.56

Unintentional delay, patents issued,
15:42.3

Update on patent subject matter
eligibility, including on Artificial
Intelligence, 7:5.57

USPTO announces unified replace-
ment system for Private PAIR

OFFICE OF PATENT AND

TRADEMARK (USPTO)
—Cont’d
(electronic application file
access) and EFS Web (electronic
application filing), 15:170
USPTO establishes a design patent
practitioner bar for design patent
practitioners, 8:21
USPTO Guidance on artificial intel-
ligence inventions and applica-
tions, 3:4.50
USPTO guidance on assessing
enablement in utility applica-
tions in view of the Supreme

Court decision in Amgen v.
Sanofi, 13:15.20

USPTO implements the patent center
system to replace both PAIR
(Patent Application and Infor-
mation Retrieval) and EFS Web
(electronic application filing),
15:170.50

USPTO in compliance with the
Supreme Court’s decision in
Arthrex seeks to expand director
review of challenging PTAB
decisions, 15B:3.15

USPTO issues guidance for computer
implemented designs and icons,
8:2.50

USPTO joins with the National Sci-
ence Foundation in the National
Al Research Resource pilot,
3:4.55

USPTO proposed amended rules for
PTAB proceedings, 15B:53.10

USPTO proposes amended rules for
director review of PTAB deci-
sions, 15B:3.16

Webpage for public disclosure,
15:125

Work products of Patent Cooperation
Treaty (PCT), expansion of
Patent Prosecution Highway
(PPH) to include, 21A:14,
21A:14.50

Written description requirement,
revised training materials,
13:14.50

Index-81



OMBUDSMEN PROGRAM

Patent and Trademark Office Initia-
tive for resolving conflicts with
applicants, 15:1.20

“ON SALE”
America Invents Act (AIA), 10:12.50
Novelty, 10:12

“ONE PICTURE IS WORTH A
THOUSAND WORDS”

Misconceptions, 2:9

ONLINE COPYRIGHT
INFRINGEMENT LIABILITY
LIMITATION ACT

Generally, 6:72

ONLINE TOOLS

Public feedback on Manual of Patent
Examining Procedure and
Trademark Manual of Examin-
ing Procedure, 15:150

OPPOSITION AND OPPOSITION
PROCEEDINGS

Competing rights to same patent,
guidance on drafting motions,
oppositions and replies,
16:68.10

European Community trade mark,
5:128.20

European patents, 21:25, App 21(J)
Israel, 37:6

Japan, 30:8.50

South Korea, 31:8

Trademark registration, 5:99

OPTIMIZATION
Nonobviousness, 12:27

“OPTIONALLY”

Claim grammar, specific expression,
14:24

ORAL ARGUMENT

Board of Patent Appeals and Interfer-
ences, 15:64, 15:65

Motions phase under “‘new rules,”
16:68.20
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ORAL CONFERENCE

Competing rights to same invention,
oral conference to set time and
place of deposition, 16:47

ORDERS

Amendments of Patent Act of 1952 in
order of enactment, App 20(C)

Federal Circuit’s model order to
reduce burden and cost of patent
litigation, 20:1.50

Federal Court model order limiting
excess patent claims and prior
art, App 20(L)

Final Decisions and Orders (this
index)

Interlocutory Matters and Orders
(this index)

Manufacture and manufacturing,
foreign countries, patented
inventions, 20A:5

“ORDINARY AND CUSTOMARY
MEANING”

Final rule change to institute, PTAB,
15B:9

ORDINARY SKILL LEVEL
Nonobviousness, 12:9, App 12(B)

ORGANISATION AFRICAINE

International patent law resources
and website addresses, 22:10

ORIGINALITY
Copyrights, de minimis originality,
6:24 to 6:26
Novelty vs. originality, copyrights,
Semiconductor Chip Protection
Act, 6:41
Subject matter jurisdiction, copyright
infringement, 6:80
ORNAMENTALITY OF DESIGN
Statutory subject matter, 8:4

OVERLAPPING PROVISIONS

Recalculation of term adjustment,
App 1(D)

OVERSEAS MATTERS
Foreign Countries (this index)



INDEX

OWNERS AND OWNERSHIP
Applications, title and abstract, 13:8
Canada, 25:16 to 25:20
Commonly owned applications and

patents, disclosing and identify-
ing, rescinded new rules, 15:162
Competing Rights to Same Patent
(this index)
Copyrights (this index)
Statutory subject matter, ownership
of plant patents, 9:9, App 9(C)
Trademarks (this index)

PAIR (PATENT APPLICATION
AND INFORMATION
RETRIEVAL)

Access to USPTO files, 15:170.50

Access to USPTO files and filing
amendments via the patent
center, 15:171

EFS Web (electronic application fil-
ing), 15:170, 15:170.50

Electronic application file access,
private, 15:170, 15:170.50

USPTO announces unified replace-
ment system, 15:170

USPTO implements the patent center
system, 15:170.50

PAN-AMERICAN CONVENTIONS
Copyrights, 6:135

PANTOMIMES
Copyrights, 6:18

PARALLEL PROCEEDINGS
Arbitration and litigation, 20:123

PARIS CONVENTION
Priorities, 21:30 to 21:33
Trademarks, 5:121

World Intellectual Property Organiza-
tion (WIPO), 21:6

“PARTICULARLY”
Claim grammar, specific expression,
14:23
PARTIES

Generally, 20:69 to 20:73
Class actions, 20:109

PARTIES—Cont’d

Competing Rights to Same Patent
(this index)

Copyrights (this index)
Infringement, notice of, 20:73
Jurisdiction, 20:70
Notice of infringement, 20:73
Standing to sue, generally, 20:71

PATENT AND TRADEMARK
OFFICE
Office of Patent and Trademark
(this index)

PATENT CENTER SYSTEM

Access to USPTO files and filing
amendments via the patent
center, 15:171

USPTO implements the patent center
system to replace both PAIR
(Patent Application and Infor-
mation Retrieval) and EFS Web
(electronic application filing),
15:170.50

PATENT COOPERATION TREATY
PCT)

Generally, App 21(A) to App 21(F)

Applications, 10:2.80, 21:14

Collaborative search and examination
pilot project between IP5
offices, 21A:1.51

Enhanced International Search and
Preliminary Examination
System (EISPE), amended
procedures, 21:10.25

Patent Prosecution Highway (PPH),
expansion by U.S. Patent &
Trademark Office, European
Patent Office and Japan Patent
Office to include work products
of PCT, 21A:14, 21A:14.50

Patent search database, international
patent law resources and website
addresses, 22:10

Practitioner guidance, 21:10.10

Prior art, 10:2.80, 21:15

Procedures amended under Enhanced
International Search and Prelim-

inary Examination System
(EISPE), 21:10.25
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PATENT COOPERATION TREATY
(PCT)—Cont’d

Proposal and draft of Revised Patent
Cooperation Treaty, 21:10.50

Summary of amended procedures,
21:11

Treaties, App 21(A) to App 21(F)

U.S. national stage patent application
contrasted, 21:16

World Intellectual Property Organiza-
tion (WIPO), 21:7 to 21:16

PATENT LAW TREATY (PLT)
Applications, filing, revised require-
ments, 13:1.50
Regulations, App 21(M)
Text of treaty, App 21(L)
World Intellectual Property Organiza-
tion (WIPO), 21:16.50

“PATENT PENDING”
Misconceptions, 2:16 to 2:28

PATENT PROSECUTION
HIGHWAY (PPH)
Accelerated examination, 15:12.25
Australian Intellectual Property
Office, patent prosecution
highway (PPH) between USPTO
and, 21A:6
Austrian Patent Office (APO)
patent prosecution highway
between USPTO and, 21A:16
PCT-PPH, expansion of Patent
Prosecution Highway (PPH)
to include work products of
Patent Cooperation Treaty
(PCT), 21A:14.50
Canadian Intellectual Property
Office, patent prosecution
highway (PPH) between USPTO
and, 21A:5
Danish Patent Office (DKPTO),
patent prosecution highway
(PPH) between USPTO and,
21A:8
European Patent Office (EPO)
patent prosecution highway (PPH)
between USPTO and, 21A:7
PCT-PPH, expansion of Patent
Prosecution Highway (PPH)
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PATENT PROSECUTION

HIGHWAY (PPH)—Cont’d
European Patent Office (EPO)
—Cont’d
to include work products of
Patent Cooperation Treaty
(PCT), 21A:14
Expansion of PPH to include work
products of Patent Cooperation
Treaty (PCT), 21A:14,
21A:14.50
Finnish Patent Office, patent prosecu-
tion highway between USPTO
and, 21A:10
German Patent Office (DPMA),
patent prosecution highway
between USPTO and, 21A:9
Hungarian Patent Office, patent pros-
ecution highway (PPH) between
USPTO and, 21A:13
Israeli Patent Office, patent prosecu-
tion highway between USPTO
and, 21A:20
Japanese Patent Office
Japanese Patent Office patent pros-
ecution highway (PPH)
program, 21A:2, 30:3.50
“new route” pilot program
between USPTO and Japa-
nese Patent Office, 21A:12
PCT-PPH, expansion of Patent
Prosecution Highway (PPH)
to include work products of
Patent Cooperation Treaty
(PCT), 21A:14
Korean Intellectual Property Office
patent prosecution highway (PPH)
between USPTO and, 21A:4

PCT-PPH, expansion of Patent
Prosecution Highway (PPH)
to include work products of
Patent Cooperation Treaty
(PCT), 21A:14.50

Mexican Institute of Industrial Prop-
erty (IMPI), patent prosecution
highway between USPTO and,
21A:19

“New route” pilot program between
USPTO and Japanese Patent
Office, 21A:12
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PATENT PROSECUTION
HIGHWAY (PPH)—Cont’d
Nordic Patent Institute, patent prose-
cution highway between USPTO
and, 21A:21
Patent & Trademark Office, expan-
sion of Patent Prosecution
Highway (PPH) to include work
products of Patent Cooperation
Treaty (PCT), 21A:14,
21A:14.50
PCT-PPH, expansion of Patent Prose-
cution Highway (PPH) to
include work products of Patent
Cooperation Treaty (PCT)
Austrian Patent Office (APO),
21A:14.50
Japanese Patent Office, 21A:14
Korean Intellectual Property
Office, 21A:14.50
Office of European Patent (EPO),
21A:14
Russian Intellectual Property
Office, 21A:14.50
Spanish Patent Office (SPTO),
21A:14.50
Pilot between the USPTO and the
Intellectual Property Corpora-
tion of Malaysia, 21A:25
Russian Intellectual Property Office,
expansion of Patent Prosecution
Highway (PPH) to include work
products of Patent Cooperation
Treaty (PCT), 21A:14.50
Russian Patent Office (ROSPAT-
ENT), patent prosecution
highway between USPTO and,
21A:18
Singapore Patent Office, patent pros-
ecution highway between
USPTO and, 21A:11
Spanish Patent Office (SPTO)
patent prosecution highway
between USPTO and, 21A:15
PCT-PPH, expansion of Patent
Prosecution Highway (PPH)
to include work products of
Patent Cooperation Treaty
(PCT), 21A:14.50
United Kingdom Intellectual Property
Office (UK IPO), patent prose-

PATENT PROSECUTION
HIGHWAY (PPH)—Cont’d

cution highway between USPTO
and, 21A:3

USPTO and the National Institute of
Industrial Property of France,
21A:24

Work products of Patent Cooperation
Treaty (PCT), expansion of PPH
to include, 21A:14, 21A:14.50

PATENT PROTECTION
See also specific topics throughout
this index
Generally. Protection of Patents,
Obtaining (this index)

PATENT TRIAL AND APPEAL
BOARD (PTAB)
Appellate review
inter partes review (IPR) decisions,
15B:48.30
post grant review (PGR) decisions,
15B:48.30
ARP together with director review
(DR) including the delegated
rehearing panel (DRP) replaces
the POP, 15B:6.12
Attorney-client priviledge, 15B:54
Broadest reasonable interpretation
standard (BRI), final rule change
to eliminate, 15B:9
Claim construction standard,
proposed changes, App 15B(J)
Discovery procedures after PTAB
institutes IPR proceedings,
15B:20
Final decisions
federal circuit
affirmation, Appellate Rule 36,
15B:33
inter partes review cases,
15B:32
post grant review of issued patents
covered business method,
15B:45, 15B:47
discretionary denial , institute
post grant proceedings,
15B:17

Federal Circuit review,
15B:40.50
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PATENT TRIAL AND APPEAL
BOARD (PTAB)—Cont’d
Final decisions—Cont’d
post grant review of issued patents
—Cont’d
inter partes review, 15B:S5,
15B:18, 15B:34, 15B:35
summary table of federal circuit
review, excluding rule 36
cases, 15B:34

“Follow on” or 8220Serial8221 IPR
petitions, 15B:17.10

Indefinite claims, refusal of inter
partes review, 15B:16

Inter partes review, PTAB discretion
not to institute inter partes
review proceedings (IPR),
15B:17.40

Inter partes review (IPR) decisions

appellate review, 15B:48.30

Judgment, estoppel effect on further
litigation, 15B:47.30

“Ordinary and customary meaning,”
final rule change to institute,
15B:9

Parallel IPR petitions, 15B:17.20,
15B:17.30

Post grant review (PGR) decisions

appellate review, 15B:48.30

Procedures

cases in which Director Review
has been granted, 15B:3.20

discovery, after PTAB institutes
IPR proceedings, 15B:20

interim procedure for director
review of in challenging
PTAB decisions, 15B:3.10

USPTO review of PTAB,
strengthen rights, reliability of
grant, 15A:44

Proceedings, amended rules, 15B:53

Proposed changes

claim construction standard, App
15B(J)

PTAB ex parte appeals, re-examina-
tion appeals, and reissue
appeals, USPTO in compliance
with Supreme Court’s decision
in Arthrex, 15B:3.40
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PATENT TRIAL AND APPEAL

BOARD (PTAB)—Cont’d

Refusal of inter partes review, indefi-
nite claims, 15B:16

Request for comments PTAB8217s
discretion to institute AIA trials,
15B:17.50

Review, final written decisions by
USPTO director, 15B:47.10

cases, 15B:31.20

Rule-making, PTAB discretion, ATA
Trial, 15B:17.50

Rules for 325(d) considerations,
instituting parallel and serial
petitions, and termination due to
settlement agreement,
15B:17.60

Rules of practice, App 15B(A)(1)

Rules of practice for briefing
discretionary denial issues,
15B:17.60

Rules of Practice for Instituting on
All Challenged Patent Claims,
15B:5.50

Standing protective order for trials,
App 15B(F)

Trial practice before Board, 15B:48
to 15B:50

USPTO in compliance with the
Supreme Court’s decision in
Arthrex seeks to expand director
review of challenging PTAB
decisions, 15B:3.15

USPTO proposed amended rules for
PTAB proceedings, 15B:53.10

USPTO proposes amended rules for
director review of PTAB deci-
sions, 15B:3.16

USPTO review of PTAB procedures,
strengthen rights, reliability of
grant, 15A:44

PATENTABLE SUBJECT MATTER

See also Statutory Subject Matter
(this index)

Argentina, 23:2

Brazil, 24:2

Chile, 39:2

European Community design patents,
21B:3
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PATENTABLE SUBJECT MATTER
—Cont’d
France, 27:2
India, 29:2
Israel, 37:2
South Korea, 31:2

PCT (PATENT COOPERATION
TREATY)

Patent Cooperation Treaty (PCT)
(this index)

PEER REVIEW
Applications, pilot program, 15:12.70

PENALTIES

India, criminal penalties and sanc-
tions, 29:7

South Korea, criminal penalties for
patent infringement, 31:12

PENDENCY OF APPLICATION
Duration, 1:30 to 1:33, 15:108

PENDING REEXAMINATION

Post grant review of issued patents,
15A:25

PEOPLE’S REPUBLIC OF CHINA
China (this index)

PERFORMANCE OR
PERFORMERS’ RIGHTS

Copyrights (this index)

PERIODIC VS. LUMP-SUM
PAYMENT

Licensing and assignment, 19:15

PERSONALLY IDENTIFYING
INFORMATION

Copyrights, 6:101

PERU

International patent law resources
and website addresses, 22:10

PETITIONS
Applications, petitions to Commis-
sioner, 15:12.10, 15:51 to 15:59
Automated filing for certain petitions
to Commissioner, 15:52.50

Canada, grant of patent, App 25(D)

PETITIONS—Cont’d
Competing rights to same invention,
petitions to Commissioner,
16:21
To the group director, 15:53
To the office of petitions, 15:54
Trademark registration examination,

petitions to Director regarding,
5:94

PETTY PATENTS
Foreign Countries (this index)

PHARMACEUTICALS
Companies, licensing and assign-
ment, payments by generic drug
applicants, 19:30.50
USPTO and FDA collaboration on

pharmaceutical patents,
18:21.20

PHILIPPINES

International patent law resources
and website addresses, 22:10

PHYSICAL EMBODIMENTS
Generally, 1:19

PICTORIAL REPRESENTATIONS
AND WORKS
Copyrights, 6:19
Trademarks, 5:49

PIECEMEAL APPEALS
Multiple claims, 20:113

PILOT PROGRAMS
Applications, Quick Path Information
Disclosure Statement (QPIDS)
Pilot Program, 13:21.60
Bilateral agreements between
USPTO and Japanese Patent
Office

collaborative search pilot program,
21A:22

“new route” pilot program,
21A:12
Board of Patent Appeals and Interfer-
ences, expedited patent appeal
small entities, 15:61.40
Community patent review, 15:12.70

District court, managing patent litiga-
tion, 20:1.70
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PILOT PROGRAMS—Cont’d

Expedited patent appeal. Board of
Patent Appeals and Interfer-
ences, above

Extended Missing Part Pilot Program,
nonprovisional application prep-
aration, 13:7.60

Japan. Bilateral agreements between
USPTO and Japanese Patent
Office, above

Korean Intellectual Property Office
(KIPO) and USPTO, collabora-
tive search pilot program,
21A:23

Office of Enrollment and Discipline,
avoid formal discipline,
15:71.52

Patent cooperation treaty collabora-
tive search and examination
pilot project between IP5
offices, 21A:1.51

Quality case studies, USPTO, 15:123

Response to final rejection, after final
consideration pilot (AFCP)
program, 15:47.50

USPTO. See specific entries
throughout this heading

PLACE
Competing rights to same invention,
oral conference to set time and
place of deposition, 16:47

PLANT PATENTS
Applications, 13:22, App 9(D), App
13(C)
Asymmetries and resulting anomalies
in patent law, 2:38

Claims drawn to different statutory
classes, 14:44

Foreign Countries (this index)

Statutory Subject Matter (this
index)

PLEADINGS
Generally, 20:76 to 20:78
Answer (this index)
Competing Rights to Same Patent
(this index)
Complaint
generally, 20:77
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PLEADINGS—Cont’d
Complaint—Cont’d
design patent infringement, 8:7.20
Copyright infringement, 6:84
Declaratory judgments, 20:8 to
20:8.20
Design patent infringement, 8:7.20
Patent infringement, App 20(I)

PLT (PATENT LAW TREATY)

Patent Law Treaty (PLT) (this
index)

POINTING OUT INVENTION
Application, specification, 13:17.10

POLAND
International patent law resources
and website addresses, 22:10

POLICE
Copyrights, 6:98
Licensing and assignment, 19:20

PORTUGAL
International patent law resources
and website addresses, 22:10

POST GRANT REVIEW OF
ISSUED PATENTS
Generally, 15A:1 to 15A:44, 15B:1
to 15B:57
After reexamination, 15A:26
Alternative procedures, 15B:56
Amending claims, reissue or
reexamination proceedings,
15A:36
Amendments
claims in view of Aqua Products,
Inc. v Matal, 15B:23
patent owners motion to amend
claims, provision for, 15B:22
patent owner’s sur-reply to
petitioner’s reply, 15B:27
petitioner’s opposition to patent
owner’s motion to amend
claims, 15B:28, 15B:29
petitioner’s sur-reply to patent
owner’s reply, 15B:30
Pilot Program for Motions to

Amend, procedure by
USPTO, 15B:25
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POST GRANT REVIEW OF
ISSUED PATENTS—Cont’d
Amendments—Cont’d
reply to opposition, patent
owner’s, 15B:29
America Invents Act amendments,
statute and proposed regulations,
App 15B(C)
Appeal, reexamination, 15A:35
Appeal and review, final decisions.
Patent Trial and Appeal Board
(PTAB) (this index)
Applicant
certificate of correction,
applicant’s mistake, 15A:4
reexamination, 15A:23
reissue of patent, 15A:6
Aqua Products, Inc. v Matal, amend-
ment of claims in view of,
15B:23
ARP together with director review
(DR) including the delegated
rehearing panel (DRP) replaces
the POP, 15B:6.12
Broadest reasonable interpretation
standard, construing claim
language, 15B:7
Burden, petitioner, USPTO final rules
and guidance, 15B:24.50
Burden of persuasion, claim amend-
ments, App 15B(C)(1)
Business method patents, transitional
program for covered patents,
App 15B(D)
Certificates of correction
generally, 15A:2
applicant’s mistake, 15A:4
Patent and Trademark Office
mistake, 15A:2
Claims
chart, examples, App 15B(H)
construction tables, examples, App
15B(G)
errors related to claims, reissue
patent, 15A:8
Pilot Program for Motions to
Amend, amendment proce-
dure by USPTO, 15B:25
requirement, inter partes review on
all claims raised, 15B:5

POST GRANT REVIEW OF
ISSUED PATENTS—Cont’d
Comparison

post grant procedures, 15B:51
reexamination and reissue,
15A:22.50
Constitutionality of post grant
proceedings, inter partes review,
15B:2
Continuity in claiming, reissue
patent, 15A:13 to 15A:16
Correction of defective patents
generally, 15A:1 to 15A:35
applicant’s mistake, certificate of
correction, 15A:4
certificates of correction, 15A:2 to
15A:4
comparison of reexamination and
reissue, 15A:22.50
reexamination, below
reissue patent, below
USPTO mistake, certificate of cor-
rection, 15A:3
Court of Appeals for Federal
Circuit (this index)
Covered business model review
patent owner response to petition,
15B:46
petition, 15B:43
procedures and timeline, 15B:42
PTAB discretion, 15B:43.50
scheduling order and due dates,
15B:44
Cuozzo Speed Technologies v. Lee,
15B:7
Current practice, reissue patent,
15A:19, 15A:20
Deceptive intent, errors without,
15A:12
Decision to institute
scheduling order and due dates,
15B:39
Decision to institute proceeding, inter
partes reexamination, 15B:19
Discovery
procedures after PTAB institutes
proceedings, 15B:20
summary practitioner guidance for
filing post grant proceedings,
15B:52

Index-89



PatEnT Law FUNDAMENTALS

POST GRANT REVIEW OF POST GRANT REVIEW OF
ISSUED PATENTS—Cont’d ISSUED PATENTS—Cont’d
Division of original by reissue, Inter partes reexamination—Cont’d
15A:16 preliminary response to petition,
Duty of disclosure in ex parte 15B:14
reexamination, 15A:21.50 prior to AIA Amendments, statute
Effect of and regulations, App 15A(B)
reexamination, 15A:25, 15A:26 procedural requirements and time
reissue, 15A:17 line, 15B:11 _
Errors prosecution, practitioner guidance,
correctable by reissue, 15A:7 to 15A:33, 15A:34
15A:12 ’ PTAB discretion, 15B:38.50

not correctable by reissue, 15A:11 PTAB discretion not to review,

E ° oy 15B:17
X parte rgexamflnatlon reexamination, 15A:33, 15A:34
comparison ot post grant remedies unavailable, 15B:35.50

procedures, 15B:51

. o . reply of petitioner to patent
prosecution, practitioner guidance,

owner’s response, 15B:26

15A:32 requirement, all claims must be
reexamination, 15A:31, 15A:32 reviewe’: d. 15B:5

Exclude evidence, motions to, review, 15A:22

ISB:,31 . summary practitioner guidance for
Federal.Clrcult, PTAB8217S final filing post grant proceedings,

written decisions, 15B:40.50 15B:52
Final decisions. Patent Trial and Inter partes review

Appeal Board (PTAB) (this generally, 15B:1

index)

constitutionality of, 15B:2
procedural requirements, 15B:11

review on all claims raised by
petitioner, 15B:5
sovereign immunity raised by

Initial POP, 15B:6.10

Intent, errors without deceptive
intent, 15A:12

Intent-to-claim requirement, 15A:15

Inter partes reexamination patent owner, 15B:15

burden of persuasion, amended timelines, 15B:11
rule, App 15B(B)(1) Interim procedure for director review

comparison of post grant of in challenging PTAB deci-
procedures, 15B:51 sions, 15B:3.10

correction of defective patents, Inventorship entity, application for
15A:34 reissue, 15A:6

decision to institute proceeding, Inventorship-related errors, reissue
15B:19 patent, 15A:9

Federal Circuit review, 15B:18, Issues addressed, reexamination,
15B:34 15A:24

patent owners motion to amend Judicial determinations of validity,
claims, provision for, 15B:22 15A:27

patent owner’s response to peti- Model scheduling order, App 15B(E)
tion, 15B:21, 15B:26 Motions

petition for review, 15B:13, exclude evidence, 15B:1
15B:21 patent owners motion to amend

pleading schedule, 15B:12 claims, provision for, 15B:22
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POST GRANT REVIEW OF
ISSUED PATENTS—Cont’d
Motions—Cont’d
petitioner’s opposition to patent
owner’s motion to amend
claims, 15B:28, 15B:29
reply to opposition, patent
owner’s, 15B:29
No-new-matter requirement, 15A:15
Paneling of matters, Revised Stan-
dard Operating Procedures,
precedential and informative
decisions, 15B:6
Parallel proceedings, USPTO and
federal courts, 15B:55
Patent and Trademark Office’s
mistake, 15A:3
Patent and Trademark Office’s
mistake, certificate of correction,
15A:3
Patent owner response to petition,
15B:40
Patent Trial and Appeal Board, BRI
standard for construing claim
language, 15B:8
Patent Trial and Appeal Board
(PTAB) (this index)
Patents subject to reexamination,
15A:23
Pending reexamination, 15A:25
Petitioner burden, USPTO guidance
following Aqua, 15B:24,
15B:24.50
Petitioner’s opposition to patent
owner’s motion to amend
claims, 15B:28, 15B:29
Petitions
covered business method patents,
review under transitional
program, 15B:41
inter partes reexamination, 15B:13
post grant review, 15B:38
Pilot Program for Motions to Amend,
amendment procedure by
USPTO, 15B:25
Post grant review, 15B:36
Post reexamination, 15A:26
Precedential and informative deci-
sions, paneling of matters,
Revised Standard Operating

POST GRANT REVIEW OF
ISSUED PATENTS—Cont’d
Procedures, 15B:6
Preliminary response to petition, inter
partes reexamination, 15B:14
Prior reissue practice, 15A:21
Priority-related errors, 35 U.S.C.A.
§ 119 or § 120, 15A:10
Procedural aspects
reexamination, 15A:28 to 15A:31
reissue patent, 15A:19 to 15A:21
Procedural requirements and time
line, 15B:11, 15B:37
Proposals
America Invents Act amendments,
proposed regulations, App
15B(C)
model scheduling order for review,
App 15B(E)
transitional program for covered
business method patents,
rules, App 15B(D)
Prosecution
ex parte reexamination, practi-
tioner guidance, 15A:32
inter partes reexamination, practi-
tioner guidance, 15A:33,
15A:34
reexamination, 15A:30, 15A:31
reissue patent, current practice,
15A:20
PTAB jurisdiction challenge, forum
selection clause, 15B:4
PTAB rules of practice for briefing
discretionary denial issues,
15B:17.60
PTAB Rules of Practice for Institut-
ing on All Challenged Patent
Claims, 15B:5.50
Reexamination
appeal, 15A:35
applicant for reexamination,
15A:23
comparison of reexamination and
reissue, 15A:22.50
effect of reexamination, 15A:25,
15A:26

ex parte reexamination, 15A:31,
15A:32
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POST GRANT REVIEW OF
ISSUED PATENTS—Cont’d
Reexamination—Cont’d
following reexamination, 15A:26

inter partes reexamination,
15A:33, 15A:34

inter partes review, 15A:22, 15B:5
issues addressed, 15A:24

judicial determinations of validity,
15A:27

patents subject to reexamination,
15A:23

pending reexamination, 15A:25
post reexamination, 15A:26

procedural aspects, 15A:28 to
15A:31

prosecution, 15A:30, 15A:31
reissue compared, 15A:22.50
request, 15A:29

substantive aspects, 15A:23 to
15A:27

validity, relation to judicial
determinations, 15A:27

Re-hearing and review of board
PTAB decisions, 15B:6.10

Reissue patent
generally, 15A:5
applicant for reissue, 15A:6
claim-related errors, 15A:8

continuity in claiming, 15A:13 to
15A:16

current practice, 15A:19, 15A:20

deceptive intent, errors without,
15A:12

division of original by reissue,
15A:16

effect of reissue, 15A:17

errors correctable by reissue,
15A:7 to 15A:12

errors not correctable by reissue,
15A:11

intent, errors without deceptive
intent, 15A:12

intent-to-claim requirement,
15A:15

inventorship entity, application for
reissue, 15A:6

inventorship-related errors, 15A:9
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POST GRANT REVIEW OF

ISSUED PATENTS—Cont’d
Reissue patent—Cont’d
no-new-matter requirement,
15A:15
prior reissue practice, 15A:21
priority-related errors, 35 U.S.C.A.
§ 119 or § 120, 15A:10
procedural aspects, 15A:19 to
15A:21
prosecution, current practice,
15A:20
reexamination compared with reis-
sue, 15A:22.50
reissue application, current
practice, 15A:19
same invention requirement,
15A:15
scope of claims in original and
reissue patents, 15A:14
substantive aspects, 15A:6 to
15A:18
Reply to petitioner’s opposition to
amend claims, patent owner’s,
15B:29
Request for reexamination, 15A:29
Requirement, inter partes review on
all claims raised, 15B:5
Review, PTAB final written decisions
by USPTO director, 15B:47.50
cases, 15B:31.20
Revised Standard Operating
Procedures, paneling of matters,
precedential and informative
decisions, 15B:6
Rules for 325(d) considerations,
instituting parallel and serial
petitions, and termination due to
settlement agreement,
15B:17.60
Same invention requirement, 15A:15
Scheduling order and conference call,
inter partes reexamination,
15B:19
Scheduling order and due dates,
15B:39
Scope of claims in original and reis-
sue patents, 15A:14
Settlement and settlement agree-
ments, summary practitioner
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POST GRANT REVIEW OF
ISSUED PATENTS—Cont’d
guidance for filing post grant
proceedings, 15B:52

Standard Operating Procedures,
revised, paneling of matters,
precedential and informative
decisions, 15B:6

Standards of proof in inter partes
review decisions, 15B:10

Substantive aspects

reexamination, 15A:23 to 15A:27
reissue patent, 15A:6 to 15A:18

Summary practitioner guidance for
filing post grant proceedings,
15B:52

Supreme Court’s decision in Arthrex,
ARP for review of PTAB ex
parte appeals, re-examination
appeals, and reissue appeals,
USPTO in compliance,
15B:3.40

Transitional program for covered
business method patents,
15B:41, App 15B(D)

Trial practice before the Patent Trial
and Appeal Board, 15B:49 to
15B:50

Trial practice guide, 15B:50.10

USPTO, proposed changes, amend
rules, PTAB post grant proceed-
ings, 15B:5.3

USPTO in compliance with the
Supreme Court’s decision in
Arthrex seeks to expand director
review of challenging PTAB
decisions, 15B:3.15

USPTO proposes amended rules for
director review of PTAB deci-
sions, 15B:3.16

USPTO rule-making, PTAB discre-
tion, AIA Trial, 15B:17.50

Validity, relation to judicial
determinations, 15A:27

POST-REGISTRATION PRACTICE
Copyrights, jurisdiction under Vessel
Hull Design Protection Act, 6:60
Trademarks, 5:104 to 5:108
PRACTITIONERS
IP, essential procedures used, 1:40

PRACTITIONERS—Cont’d
Patent, minor misconduct issues,
office of Enrollment and Disci-
pline, pilot program, 15:71.52
USPTO establishes a design patent
practitioner bar for design patent
practitioners, 8:21

PRAISE
Nonobviousness, 12:48

PREAMBLE OR INTRODUCTORY
PHRASE
Claims, 14:9

PRECEDENTIAL OPINION PANEL
(POP)

ARP together with director review
(DR) including the delegated
rehearing panel (DRP) replaces
the POP, 15B:6.12

Initial POP, 15B:6.10

Post grant review of issued patents,
15B:6.10

Re-hearing and review of board
PTAB decisions, 15B:6.10

PRECEDENTS
Nonobviousness, 12:19

PREDICTABILITY
Nonobviousness, 12:26

PREEMPTION
Trademarks, 5:81

“PREFERABLY”

Claim grammar, specific expression,
14:23

PRE-FILING CONSIDERATIONS
Applications, 1:27 to 1:29.58

PREISSUANCE SUBMISSIONS BY
THIRD PARTIES

America Invents Act (AIA) provi-
sions, 15:12.80, App 15(U)
PRELIMINARIES
Injunctions
generally, 20:89 to 20:101
delay in seeking, 20:96
district court, 20:100
federal circuit courts, 20:101
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PRELIMINARIES—Cont’d
Injunctions—Cont’d
hardship, balance of, 20:98
infringement, 20:93
irreparable harm, 20:94 to 20:97
merits, likelihood of success on,
20:91 to 20:94
presumptions, application for pre-
liminary injunction, 20:30
public interest, impact on, 20:99
Inquiries
competing rights to same inven-
tion, 16:15
Motions
competing rights to same inven-
tion, 16:23 to 16:25
Statements

competing rights to same inven-
tion, 16:38

PREPACT
Defenses

Defense to Patent Infringement
based on a Public Health
Emergency, 20:47.52

PRESUMPTIONS
Anticipation/obviousness, 20:23

Appeals and Interferences Board,
20:16

Application for preliminary injunc-
tion, 20:30

Competing rights to same invention,
presumption of correctness of
invention, 17:6, 17:14

Design patents, 20:21

Disclosure, adequacy of, 20:25

Foreign patents, 20:19

Infringement, 20:37

Interference, 20:29

Nonobviousness, presumption of
validity, 12:16, 12:17

Office of Patent and Trademark,
20:15

presumption of validity, 2:33

Preliminary injunction, application
for, 20:30

Prior adjudication, 20:20

Prior art, 20:14, 20:15

Reexamination, 20:18, 20:28
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PRESUMPTIONS—Cont’d

Reissue, 20:17, 20:27

Statutory subject matter, presumption
of validity, 8:10

Testimonial evidence, PTAB Rules of
Practice for Instituting on All
Challenged Patent Claims,
15B:5.50

Utility patents, 20:24

Validity, generally, 20:10 to 20:37

PRE-TRIAL MOTIONS AND
PROCEDURE

Generally, 20:101.50

PRIMA FACIE OBVIOUSNESS
Nonobviousness, 12:14

PRIMACY OF USE

Trademarks, internet domain names,
5:20

PRINCIPAL REGISTER
Trademarks (this index)

PRINTED MATTER
Novelty, printed publications as prior
art, 10:3
Statutory subject matter, 7:16

PRIOR ART
America Invents Act revisions
common ownership exclusion from
prior art, 10:14.50
definition of prior art, 10:2.50
exceptions, 10:2.70 to 10:2.90
Applications (this index)
Class or classification
Cooperative Patent Classification
(CPC), prior art search using,
1:29, 1:29.55 to 1:29.58
international Classification
Systems for prior art searches,
21:16.60
U.S. Patent Classification System,
prior art search using, 1:29,
1:29.50
Competing rights to same invention,
16:9,17:8
International classification systems
for prior art searches, 21:16.60
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PRIOR ART—Cont’d

Model order limiting excess prior art,
App 20(L)

Nonobviousness, App 12(A)

Novelty (this index)

Presumptions, 20:14, 20:15

Searches (this index)

35US.CA.

§ 102(b)(1)(A) and § 102(b)(1)(B),
10:2.70
§ 102(b)(2)(A), (B) and (C),
10:2.80

“Triway” pilot program for sharing
prior art search results among
U.S. Patent and Trademark
Office (PTO), European Patent
Office (EPO), and the Japan
Patent Office (JPO), 21:16.56

World Intellectual Property Organiza-
tion (WIPO), Patent Coopera-
tion Treaty, 10:2.80, 21:15

PRIOR INVENTION
Applications, 15:29

PRIOR LAW
Utility patent in new format in view

of prior law, grant and specifica-
tion of, App 1(B)

PRIORITIES

Applications (this index)

Asymmetries and resulting anomalies
in patent law, 2:35

Competing Rights to Same Patent
(this index)

Copyrights, priority under Vessel
Hull Design Protection Act, 6:56

European Community trade marks,
5:128.16

Foreign Countries (this index)

Hague Agreement concerning
international registration of
industrial designs, 21B:18

Important technologies, priority
examination, 15:133

Russian Federation, 32:2

Trademarks (this index)

PRIORITIZED EXAMINATION
Prosecuting patent applications,
15:12.59

PRIVACY
Copyrights, 6:33

PRIVILEGED OR CONFIDENTIAL
INFORMATION

Attorney-client priviledge, Patent
Trial and Appeal Board (PTAB),
15B:54

Discovery (this index)

Mediation program, confidential joint
request to enter, App 20(E)

Pendency of application, 1:30

Trade secrets, 4:19, 4:21

PRIVILEGES AND IMMUNITIES

Applications, privileges and responsi-
bilities of attorneys, 15:70.15,
15:71, 15:71.70

Office of Patent and Trademark
(USPTO), sovereign immunity,
15B:14

Sovereign immunity, Office of Patent
and Trademark (USPTO),
15B:14

Trademark registration, immunity
from state mandated modifica-
tion, 5:117

PRO BONO PROGRAM

Office of patent and trademark,
15:151

PROCESSES
Statutory subject matter, 7:4 to 7:7

Summary of essential procedures
used by patent attorneys and
practitioners in 1P, 1:40

PRODUCT DESIGN
EVALUATIONS

Manufacture and manufacturing,
foreign countries, patented
inventions, 20A:4

PRODUCT SHAPE
Trademarks, 5:50

PRODUCT-BY-PROCESS CLAIMS

Patent pending and patent marking,
2:22
Statutory subject matter, 7:7
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PROMISSORY ESTOPPEL
Trade secrets, 4:12

PROMOTION AND PROMOTION
SERVICES
Applications, 15:72

Nonobviousness, infringer’s promo-
tion, 12:30

PRONUNCIATION
Trademarks, 5:40

PROPORTIONS
Claim grammar, 14:29

PROPOSALS
Applications
modifying Information Disclosure
Statement practice before
USPTO, 13:21.50
Quick Path Information Disclosure
Statement (QPIDS) Pilot
Program, 13:21.60
European Union, E.U. proposal for
appeals before Court of First
Instance, App 22(B)
Post Grant Review of Issued
Patents (this index)
Revised Patent Cooperation Treaty,
21:10.50
Three track examination process pro-
posal by Patent and Trademark
Office, 15:1.50

PROPRIETARY RIGHTS

Competing Rights to Same Patent
(this index)
Misconceptions, 2:3

PROSECUTING PATENT
APPLICATIONS

Applications (this index)

PROTECTION

Canada, eligible subject matter, 25:3
to 25:6

European Community trade mark,
scope and term of protection,
5:128.06

Intellectual Property attorney, public
locations for accessing USPTO
resources, 1:41
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PROTECTION—Cont’d
Judicial Conduct and Disability Act,
App 20(0)
Patents, obtaining
generally, 1:1 to 1:41, 13:1 et seq.
America Invents Act (AIA), 1:37
Applications (this index)
as to particular matters regarding
patent protection, see more
specific topics throughout this
index
draft legislation to improve patent
protection, App 20(N)
summary
approaches to obtaining and
enforcing patent rights,
1:38
essential procedures used by
patent attorneys and
practitioners, 1:40
Public locations for accessing
USPTO resources, Intellectual
Property attorney, 1:41

PROTOTYPES

Manufacture and manufacturing,
foreign countries, patented
inventions, 20A:4

PROVISIONAL

Filing period, proposal for extension,
15:152

Rights prior to patent issuance, Japan,

PTO

Office of Patent and Trademark
(this index)

PUBLIC ACCESS

Competing rights to same invention,
public access to government-
owned inventions, 18:14

Copyrights, Freedom of Information
Act, 6:34

Trade secrets, public access to infor-
mation, 4:27

PUBLIC EMPLOYEES

Competing rights to same invention,
inventions made by federal
employees, 18:3
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PUBLIC LENDING RIGHTS
Copyrights, 6:126

PUBLIC LOCATIONS

Intellectual Property Attorney,
USPTO Resources, 1:41

PUBLICATION

Australia, 34:5

Finland, 36:5

Germany, publication of patent
applications, 28:5

Israel, publication of patent applica-
tions, 37:4

Japan, publication of patent applica-
tions, 30:8

Mexico, publication of patent
applications, 38:4

Misconceptions, publish or patent,
2:30

United Kingdom, 33:6

PUBLICITY
Copyrights, 6:33

PUNITIVE DAMAGES
Infringement, 20:64

PURCHASE ORDERS

Manufacture and manufacturing,
foreign countries, patented
inventions, 20A:5

PURITY
Nonobviousness, chemical inven-
tions, 12:33

QUALITY
Improvement in Patent Quality
(this index)

Licensing and assignment, 19:20
Trademarks, 5:39

QUANTITY
Licensing and assignment, 19:12

QUI TAM ACTIONS
False marking, 2:27

QUICK PATH INFORMATION
DISCLOSURE STATEMENT
(QPIDS) PILOT PROGRAM

Generally, 13:21.60

RANGES
Claim grammar, 14:29

REAL PARTY IN INTEREST

Applications, persons other than
inventor, 17:31

REBOTTLING
Trademarks, 5:78

REBUTTAL
Nonobviousness, 12:14

RECOMBINANT DNA
Nonobviousness, 12:38

RECONDITIONING
Trademarks, 5:79

RECONSIDERATION
Applications, 15:46

RECORDS AND RECORDING
Applications (this index)
Competing Rights to Same Patent
(this index)

Copyrights (this index)

Online access of official trademark
records, 5:90

Paris Convention, what constitutes
“benefit” of earlier filing date,
21:33

Trademarks, filing registration, 5:90,
App 5(Q)

REDECLARATION
Competing rights to same invention,
16:37

REDUCTION IN APPLICATION
BACKLOG
Stimulus plan and initiative, 15:130

REEXAMINATION

Applications, App 15(D)

Asymmetries and resulting anomalies
in patent law, 2:43

Competing rights to same invention,
16:58

Correction of defective patents. Post
Grant Review of Issued
Patents (this index)

Current Rules for Inter Partes
Reexamination Appeals to
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REEXAMINATION—Cont’d
Board of Patent Appeals and
Interferences, Title 37 Part 41,
subparts A and C, App 15A(C)

Ex Parte Reexamination of Patents:
Statute and Regulations, App
15AA)

Fees, America Invents Act, App
15(V)

Inter Partes Reexamination of Patents
Prior to AIA Amendments: Stat-
ute and Regulations, App
15A(B)

Post Grant Review of Issued
Patents (this index)

Presumptions, 20:18, 20:28

Reissue patents and proceedings,
statute and rules, App 15A(D)

RE-EXAMINATION APPEALS
ARP for review of PTAB ex parte
appeals, re-examination appeals,
and reissue appeals, 15B:3.40
USPTO in compliance with Supreme
Court’s decision in Arthrex,
15B:3.40

REFERENCES
Applications, 15:33

REGIONAL AUTHORITIES
Foreign countries, 21:18 to 21:26

REGISTRATION

Applications, 15:113

Copyrights (this index)

Ex parte practice, authorized to repre-
sent the trademark applicant

agents, 5:84.50
attorneys, 5:84.50

Hague Agreement concerning
international registration of
industrial designs, 21B:16 to
21B:20

Post-Registration Practice (this
index)

Registered community designs
(RCD). European Community
Design Patents (this index)

Statutory invention registration, App
15(B)
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REGISTRATION—Cont’d
Trademarks (this index)

REHEARING

Motions phase under “‘new rules,”
16:68.30

REISSUE
Applications (this index)
Competing rights to same invention,
16:58
Post Grant Review of Issued
Patents (this index)
Presumptions, 20:17, 20:27

REISSUE APPEALS

ARP for review of PTAB ex parte
appeals, re-examination appeals,
and reissue appeals, 15B:3.40

USPTO in compliance with Supreme
Court’s decision in Arthrex,
15B:3.40

REJECTION

After final consideration pilot
(AFCP) program, 15:47.50

Applications, 15:14 to 15:24.50,
15:30 to 15:36, 15:47, 15:47.50,
15:103

Brief of applicant, 15:63.10

Incomplete actions and responses,
15:48

Proposed rules to change terminal
disclaimer practice, 15:103.50

Trademark registration examination,
5:92

USPTO office action rejecting a
sample disclosure and claims,
15:24.50

RELATIVE TERMINOLOGY
(TERMS OF DEGREE)

Claim grammar, 14:27

RENEWAL
Copyrights, Form RE, App 6(H) to
App 6(J)
Trademarks (this index)

REPACKAGING
Trademarks, 5:78
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REPAIR AND MAINTENANCE
Trade secret, maintenance vs. patent-
ing as, 4:23
Trademarks, 5:79

REPRESENTATION OF OTHERS
BEFORE USPTO

Rules, App 15(H)

REPRESENTATION OF OTHERS
BEFORE USPTO, RULES

Rules, App 15(H)(1)

RES JUDICATA
Applications, 15:11

RESALE RIGHTS
Copyrights, 6:125

RESEARCH AND DEVELOPMENT

Model CRADA Agreement for Coop-
erative Venture with Federal
Agency, App 18(C)

RESIDENCE REQUIREMENT
Copyrights, 6:117

RESOURCE CENTERS

Office of patent and trademark,
contact list, App 15(G)(1)

RESOURCES, USPTO

Intellectual Property Attorney public
locations, 1:41

RESPONSE
See also Answer (this index)
Applications, 15:37 to 15:50
Axis, asymmetries and resulting
anomalies in patent law, 2:42
Inter partes reexamination, patent
owner’s response to petition,
15B:21, 15B:26
Time
generally, 15:39 to 15:42
restriction and double patenting,
15:25.30
Trademark registration examination,
5:93
USPTO, missing parts, 13:7.50,
13:7.60

RESTRAINTS OF TRADE

Monopolies, Restraints of Trade,
and Unfair Competition (this
index)

RESTRICTION PRACTICE

Applications, 15:25, 15:25.30,
15:25.50

Patent prosecution, 15:25.20

RETAINER
Attorney-client agreement
model format, App 15(R)

practice before Patent Bar,
15:71.20

REVERSE ENGINEERING
Copyrights, 6:99 to 6:102

REVERSE EQUIVALENTS
DOCTRINE

Infringement, 20:51

REVERSE SETTLEMENTS

Licensing and assignment, payments
by generic drug applicants to
brand name pharmaceutical
companies, 19:30.50

REVIEW
Appeal and Review (this index)
Covered Business Methods (this
index)
Post Grant Review of Issued
Patents (this index)

REVISED PATENT SUBJECT
MATTER ELIGIBILITY
GUIDANCE

Practical effects of, 7:5.54

REVISED RULES
Compliance, International Sequence
Listing Standard, App 13(H)

REVIVAL OF ABANDONED
PATENTS

Applications, 15:42 to 15:45.50,
15:104, 15:105

REVOCATION OF PATENT
Israel, 37:9
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REVOCATION OF TRADE MARK
European Community trade mark,
5:128.22

RIPENESS FOR APPEAL
Generally, 20:111 to 20:114

ROMANIA

International patent law resources
and website addresses, 22:10

ROYALTIES
Infringement, 20:57 to 20:60.50

Licensing and assignment, 19:14 to
19:16

RUSSIAN FEDERATION

Generally, 32:1 to 32:8

Administration of patents, 32:1

Examination of patents, procedures,
32:6

Infringement and litigation, 32:7

International patent law resources
and website addresses, 22:10

Inventive step, 32:5

Litigation, 32:7

Novelty, 32:4

Obviousness, inventive step, 32:5

Patent prosecution highway between
USPTO and Russian Patent
Office, 21A:18

Petty patents, 32:8

Priority of invention, 32:2

Russian Intellectual Property Office,
expansion of Patent Prosecution
Highway (PPH) to include work
products of Patent Cooperation
Treaty (PCT), 21A:14.50

Russian Patent Office (ROSPAT-
ENT), patent prosecution
highway (PPH) between USPTO
and, 21A:18

Statutory subject matter, 32:3

Utility models, 32:8

SALE OR TRANSFER

America Invents Act (AIA), effect on
sales, 10:12.50

Applications, fraud in Patent and
Trademark Office, alteration of
official records, 15:77
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SALE OR TRANSFER—Cont’d

Applications, fraud in Patent and
Trademark Office, prior public
sale, 15:79

Canada, 25:16 to 25:20

Competing rights to same invention,
involuntary transfers of title,
17:32,17:33

Copyrights (this index)

Licensing and Assignment (this
index)

Novelty, “on sale,” 10:12

Trademarks (this index)

SANCTIONS
India, criminal penalties and sanc-
tions, 29:7

SCANDALOUS SUBJECT MATTER
Trademarks, 5:38

SCENT
Trademarks, 5:53

SCHEDULING ORDER
Derivation proceedings (based on
proposed trial rules), App 16(S)

SCHOOLS
Copyrights, 6:97

SCIENCE
Inventions and science, 1:18

SCREENING OF APPLICATIONS
Foreign countries, 22:2

SCULPTURAL WORKS
Copyrights, 6:19

SEARCHES

Accelerated examination program,
pre-examination search report
document, App 15(P)

Cooperative Patent Classification
(CPC), prior art searches, 1:29,
1:29.55 to 1:29.58

Databases, United Kingdom,
international patent law
resources and website addresses,
22:10

International classification systems
for prior art searches, 21:16.60
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SEARCHES—Cont’d
International Patent Classification
System, search using, 1:29.60
International searches. Patent Prose-
cution Highway (PPH) (this
index)
Internet website tools for patent
searches, 1:29.60
Patent cooperation treaty collabora-
tive search and examination
pilot project between IP5
offices, 21A:1.51
Prior art
Chinese Patent Office (CNIPA,
formerly SIPO) and European
Patent Office (EPO) agree-
ment that CNIPA, formerly
SIPO will use the Cooperative
Patent Classification System
(CPC), 1:29.57
Cooperative Patent Classification
(CPC) system, 1:29, 1:29.55
to 1:29.58
international classification systems
for prior art searches,
21:16.60
Korean Patent Office and USPTO,
agreement that KIPO will use
Cooperative Patent Classifica-
tion System (CPC) system,
1:29.58
public access, USPTO prior art
databases, 1:29.70
Singapore, 35:5, 35:6
“Triway” pilot program for shar-
ing prior art search results
among U.S. Patent and
Trademark Office (PTO),
European Patent Office
(EPO), and the Japan Patent
Office (JPO), 21:16.56
U.S. Patent Classification System,
searches using, 1:29, 1:29.50
“Triway” pilot program for sharing
prior art search results among
U.S. Patent and Trademark
Office (PTO), European Patent
Office (EPO), and the Japan
Patent Office (JPO), 21:16.56
U.S. Patent Classification System
internet website tools for patent

SEARCHES—Cont’d
U.S. Patent Classification System
—Cont’d
searches, 1:29.60
prior art searches, 1:29, 1:29.50

SECONDARY MEANING
TRADEMARKS
Generally, 5:33

SECRECY
Applications, delays due to secrecy
orders, 15:109 to 15:111
Novelty, secret use, 10:11
Trade Secrets (this index)

SECURITY MEASURES
Copyrights, exemption of security
testing, 6:102
Licensing and assignment, 19:20
Trade secrets, 4:20

SEIZURE
Trademark registration, 5:116

SEMICONDUCTOR CHIP
PROTECTION ACT
Copyrights, 6:35 to 6:49

SEQUENCE LISTING
International Sequence Listing Stan-
dard, USPTO’s revised rules,
App 13(H)
USPTO Rules for Electronic Submis-
sion, 13:6.50

SEQUENCE OF ISSUES FOR

TRIAL
Generally, 20:103

SERIAL WORK
Copyrights, Form SE, App 6(F)

SERVICE MARKS
Trademarks (this index)

SERVICE OF MOTION PAPERS
Competing rights to same invention,
16:34

SETTLEMENT AND
SETTLEMENT AGREEMENTS

Generally, 20:107
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SETTLEMENT AND

SETTLEMENT AGREEMENTS

—Cont’d
Competing rights to same patent,
16:56, 16:70
“New rules” for termination of
interference, 16:70, App 16(Q)
Post grant review of issued patents,
summary practitioner guidance

for filing post grant proceedings,

15B:52
Sample settlement agreement under
“new rules,” 16:70

SEVERANCE
Generally, 20:103

SHAPE OF PRODUCT OR
CONTAINER
Trademarks, 5:50

SHARING OF PRIOR ART
SEARCH RESULTS

International agreements for
international classification
systems for prior art searches,
21:16.60

“Triway” pilot program for sharing
prior art search results among
U.S. Patent and Trademark
Office (PTO), European Patent
Office (EPO), and the Japan
Patent Office (JPO), 21:16.56

SHARING OF TRADEMARKS
Generally, 5:70 to 5:72

SHERMAN ACT
Licensing and assignment, 19:26,
19:29 to 19:29.75

SHIPPING
Manufacture and manufacturing,
foreign countries, patented
inventions, 20A:6
SHOP RIGHTS
Competing rights to same invention,
17:22

SHOW CAUSE ORDERS

Competing rights to same invention,
16:36

Index-102

PatenT Law FUNDAMENTALS

“SIMILAR TO”

Claim grammar, specific expression,
14:22

SIMILARITY
Copyright infringement, 6:70
Trademarks, attacking registration of

confusingly similar marks,
5:107

SIMPLICITY AND
SOPHISTICATION

Nonobviousness, 12:25

SINGAPORE

Generally, 35:1 to 35:7

Administration of patents, 35:1

Applications, generally, 35:4

Background and history, 35:1

Bilateral agreements in transnational
patent law, 21A:11

Enforcement and litigation, 35:7

Examination of patents, process,
35:5, 35:6

Industrial application, 35:3

International patent law resources
and website addresses, 22:10

Inventive step, 35:3

Litigation, 35:7

Novelty, 35:3

Patent prosecution highway between
USPTO and Singapore Patent
Office, 21A:11

Patentability, generally, 35:3

Postgrant search and examination,
35:6

Preliminary examination, 35:5

Prior art searches, 35:5, 35:6

Revocation of patent, 35:6

Searches, 35:5, 35:6

Statutory subject matter, 35:2

Transnational patent law, 21A:11

SITUS
Monopolies, 1:9

SKEPTICISM
Nonobviousness, 12:47

SLANDER
Copyrights, 6:32
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SLOGANS
Trademarks, 5:43

SLOVAK REPUBLIC

International patent law resources
and website addresses, 22:10

SMARTPHONE PATENTS AND
PATENT INFRINGEMENT
Exports and imports, border enforce-
ment, 21:48.50
Licensing and assignment, 19:29.70
Summary Table of Patent Wars in

Smartphone Litigation, 19:29.70

SMELL
Trademarks, 5:53

SOFTWARE

Applications, specifications, Glossary

Pilot Program, 15:12.60
Copyrights, 6:14
Federal Acquisition Regulations

(FAR), practitioner guidance for

government procurement
contracts, 18:7.75

Nonobviousness, 12:39
Patent applications in EPO, 21:23.50

SOpP

Revised, post grant review,
precedential and informative
decisions, paneling of matters,
15B:6

SOPHISTICATION
Nonobviousness, 12:25

SOUND AND SOUND
RECORDINGS

Copyrights (this index)
Trademarks, 5:52

SOUTH AFRICA

International patent law resources
and website addresses, 22:10

SOUTH KOREA
Generally, 31:1 to 31:12
Administration of patents, 31:1
Amendments, 31:6
Applications, generally, 31:5

SOUTH KOREA—Cont’d

Bilateral agreements in transnational
patent law, 21A:4

Criminal penalties for patent
infringement, 31:12

Defenses to patent infringement,
31:11

Design applications, 31:9.20

Examination of design applications,
31:9.20

Examination of patents upon request,
31:7

Infringement, 31:10 to 31:12

International patent law resources
and website addresses, 22:10

Invalidation proceeding, 31:9
Korean Intellectual Property Office

patent prosecution highway (PPH)
between USPTO and, 21A:4
PCT-PPH, expansion of Patent
Prosecution Highway (PPH)
to include work products of
Patent Cooperation Treaty
(PCT), 21A:14.50
Litigation, 31:10 to 31:12
Novelty, 31:3
Obviousness, inventive step, 31:4
Opposition proceedings, 31:8
Patent Office procedure, 31:5 to 31:9

Patent prosecution highway (PPH)
between USPTO and Korean
Intellectual Property Office,
21A:4,21A:14.50

Patentability, generally, 31:3, 31:4
Patentable subject matter, 31:2

PCT-PPH, expansion of Patent Prose-
cution Highway (PPH) to
include work products of Patent
Cooperation Treaty (PCT),
21A:14.50

Penalties for patent infringement,
31:12

Prosecution of applications, 31:5

Registration of design applications,
31:9.20

Requirements for patentability, 31:3,
31:4

Transnational patent law, 21A:4

Utility model applications, 31:9.10
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SOUTH KOREA—Cont’d
Validity, invalidation proceeding,
31:9

SOVEREIGN IMMUNITY

Office of Patent and Trademark
(USPTO), 15B:14

Patent owner, asserted by, 15B:15

SPAIN

Bilateral agreements in transnational
patent law, 21A:14.50, 21A:15

Spanish Patent Office (SPTO)

patent prosecution highway (PPH)
between USPTO and, 21A:15

PCT-PPH, expansion of Patent
Prosecution Highway (PPH)
to include work products of

Patent Cooperation Treaty
(PCT), 21A:14.50

SPECIFICATIONS
Applications (this index)
Design patents, 8:13, App 8(B)
Plant patent, grant and specification
of U.S. plant patent, App 9(E)
Utility patents, App 1(A) to App
1(C)

SPELLING
Trademarks, 5:40

STAKE HOLDERS

Inventor support for commercializing
patented inventions, 20A:8,
20A:9

STANDARD ESSENTIAL PATENTS
(SEPs)
Exports and imports, border enforce-
ment, 21:48.50

Licensing and assignment, 19:29.70,
19:29.75

STANDARD OPERATING
PROCEDURES
Revised, post grant review,
precedential and informative

decisions, paneling of matters,
15B:6
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STANDARD SETTING
ORGANIZATIONS (SSOs)
Licensing and assignment, 19:29.40

STANDING TO SUE
Parties (this index)

STATE COURTS
Attorney malpractice complaint,
avoiding, 15:71.55

STATUTE OF LIMITATIONS
Limitation of Actions (this index)

STATUTORY SUBJECT MATTER
Generally, 7:1 to 7:23
Alternative protection, 7:19 to 7:23
Analysis, patentable subject matter,
Federal Circuit 35 U.S.C. Sec.
101, 7:5.80, 7:5.83
Animals, 7:3
Application of laws of nature, 7:4.50
Applications
certificate of plant variety protec-
tion, App 9(B)
design patents, guide to filing
application for, App 8(A)
interim guidelines for examination
of patent applications for
patent subject matter eligibil-
ity, App 7(B)
plant application, applicant’s dec-
laration, App 9(D)
utility or design application,
applicant’s declaration for,
App 8(C)
Australia, 34:2
Bilski v. Kappos, determining subject
matter eligibility for process
claims (Interim Bilski Guid-
ance), 7:5.86, App 7(D)
Certificate of plant variety protection,
App 9(A), App 9(B)
China, statutory basis, patents, 26:2
Collected summary of USPTO
Examiner Guidance, App 7(H)
Composition of matter, 7:11
Computer
programs, 7:5
related inventions, examination
guidelines for, App 7(A)
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STATUTORY SUBJECT MATTER

—Cont’d

Computer Fraud and Abuse Act
(CFAA), 18 U.S.C. 1080, App
4(E)

Copyrights, 7:21, 7:23

Declaration. Applications, above

Description of plant variety, 9:7

Design claim, 8:9

Design patents

generally, 7:20, 8:1 to 8:19

declaration, applicant’s declaration
for utility or design applica-
tion, App 8(C)

filing design patent application,
guide to, App 8(A)

grant and specification of U.S.
design patent, App 8(B)

Diagnostic methods, unpatentable
subject matter, 7:4.52

Doing business, methods of, 7:17

Drawing of design, 8:8

European Community trade mark,
5:128.02

Examination guidelines

computer related inventions, App
7(A)

interim guidelines for examination
of patent applications for
patent subject matter eligibil-
ity, App 7(B)

living subject matter inventions,
App 7(C)

Filing design patent application,
guide to, App 8(A)

Finland, 36:2

Germany, 28:2

Grant and specification of U.S.
patents

design patent, App 8(B)
plant patent, App 9(E)

Hague Agreement concerning
international registration of
industrial designs, App 8(D)

Industrial designs, App 8(D)

Infringement of design patent, 8:7 to
8:7.50

Interim

eligibility guidance, 2014, 7:5.46

STATUTORY SUBJECT MATTER

—Cont’d
Interim—Cont’d

guidance, eligibility for process
claims, 7:5.86

guidelines for examination of
patent applications for patent
subject matter eligibility, App
7(B)

International Convention for Protec-
tion of New Varieties of Plants,
App 9(F)

Invention registration, 15:113, App
15(B)

Israel, 37:2

Japan, 30:2

Laws of nature, 7:4.50

Living subject matter inventions,
examination guidelines, App
7(0)

Machinery, 7:9

Manufacture, 7:10

Mental activity, subject mater of
novel aspects of which require,
7:15to 7:18

Multiple and alternative protection,
7:19 to 7:23

Natural

laws, 7:4.50

phenomena, 7:4.50
Nonobviousness of designs, 8:5

Nonstatutory subject matter, gener-
ally, 7:12 to 7:18

Novelty
design patents, 8:3
mental activity, subject mater of
novel aspects of which
require, 7:15 to 7:18
Office of patent and trademark
(USTPO), summary

2014 interim eligibility guidance,
7:5.46

Originality of design, 8:6

Ornamentality of design, 8:4

Other design patent peculiarities,
8:11

Ownership of plant patents, 9:9, App
90
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STATUTORY SUBJECT MATTER

—Cont’d

Patent eligibility jurisprudence,
USPTO, 7:5.60

Patent & Trademark office interim
guidance on patent subject mat-
ter eligibility, 2014 interim
eligibility guidance, 7:5.46

Patentable subject matter, analysis

instructions in view of Alice v.
CLS Bank, 7:5.40, 7:5.45,
7:5.84

Plant patents

generally, 9:1 to 9:12

certificate of plant variety protec-
tion, App 9(A), App 9(B)

declaration for plant application,
applicant’s, App 9(D)

grant and specification of U.S.
plant patent, App 9(E)

international Convention for
Protection of New Varieties of
Plants, App 9(F)

ownership of plant patents, 9:9,
App 9(C)

Presumption of validity, 8:10

Printed matter, 7:16

Processes, 7:4 to 7:7

Products

generally, 7:8 to 7:11

claims, product-by-process, 7:7

Program for defer response to rejec-
tions, subject matter eligibility,
7:5.70

Rejection, 15:17

Russian Federation, 32:3

Singapore, 35:2

Summary table of Supreme Court
decisions, 7:4.30

Trademarks, 5:128.02, 7:22, 7:23

2012 interim procedure for subject
matter eligibility analysis of
process claims involving laws of
nature, App 7(E)

2014 procedure for subject matter
eligibility analysis of process
claims involving laws of nature,
App 7(F)

quick reference sheet, App 7(G)
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United Kingdom, 33:2
“Use patents,” 7:6
USPTO
guidance, subject matter eligibility,
2019 revised, 7:5.52, 7:5.56
report on patent examination
outcomes, 7:5.58
subject matter jurisprudence,
7:5.73
USPTO issues guidance for computer
implemented designs and icons,
8:2.50
Utility patents
declaration, applicant’s declaration
for utility or design applica-
tion, App 8(C)
multiple and alternative protection,
7:20
plant patents, 9:11

STEP PLUS FUNCTION
Claims, 14:37

STIMULUS PLAN

Reduction in application backlog,
15:130

STRONGER
Draft legislation to improve patent
protection, App 20(N)
Judicial Conduct and Disability Act,
App 20(0)
STRUCTURAL VERSUS
FUNCTIONAL LANGUAGE
Claims, 14:6

STRUCTURALLY OBVIOUS
COMPOUNDS

Nonobviousness, 12:32

STYLE DESIGNATIONS
Trademarks, 5:8

STYLIZATION
Trademarks, 5:48

SUBCOMBINATIONS

Claims, combination-subcombination
relationship, 14:34
Trademarks, words, 5:42 to 5:47



INDEX

SUBJECT MATTER

Statutory Subject Matter (this
index)

SUBJECT MATTER
JURISDICTION
Generally, 20:74
Copyright infringement, 6:80

Exports and imports, 21:41 to 21:44

Trade secret misappropriation, 4:5

SUBSERVIENCE
Claims, 14:45
Monopolies, 1:12

“SUBSTANTIALLY”

Claim grammar, specific expression,

14:17
SUBSTITUTION

Competing rights to same invention,

17:20
“SUCH AS”

Claim grammar, specific expression,

14:23

SUGGESTIVE TRADEMARKS
Generally, 5:31

SUMMARY JUDGMENT
Judgments, 20:108

SUMMARY OF INVENTION
Applications, 13:11

SUMMARY OF PROCEDURES
Essential procedures used by patent

attorneys and practitioners in IP,

1:40

SUPERIORITY
Nonobviousness, 12:27

SUPPLEMENTAL EXAMINATION
Application, supplemental examina-

tion under AIA, 15:90.50

SUPPLEMENTAL LIST OF
EXHIBITS

Competing rights to same patent,
supplemental list of exhibits in
support of motion for priority,
App 16(0)

SUPPLEMENTAL REGISTER

Trademarks (this index)

SUPPORT TECHNOLOGY AND

RESEARCH FOR OUR
NATION’S GROWTH AND
ECONOMIC RESILIENCE
(STRONGER)
Draft legislation to improve patent
protection, App 20(N)
Judicial Conduct and Disability Act,
App 20(0)

SUPPRESSION

Competing rights to same invention,
16:6

SUPREME COURT

Appeal and review, 20:119

ARP for review of PTAB ex parte
appeals, re-examination appeals,
and reissue appeals, USPTO in
compliance, 15B:3.40

Code of conduct for justices of the
Supreme Court of the United
States, App 20(P)

Copyright, cases, 6:129.30

certiorari not granted, 6:129.40

Decision in Arthrex, USPTO in
compliance, 15B:3.40

Decision in Arthrex seeks to expand
director review , USPTO in
compliance, 15B:3.15

Nonobviousness, examination
guidelines in view of Supreme
Court decision, App 15(0), App
15(0)(@)

Petitions for writs of certiorari, patent
and intellectual property cases,
20:119.20

PTAB decisions, USPTO in compli-
ance, 15B:3.15

PTAB decisions, USPTO proposes
amended rules for director
review, 15B:3.16

PTAB ex parte appeals, re-examina-
tion appeals, and reissue
appeals, USPTO in compliance,
15B:3.40

Summary tables

patent cases and decisions,
20:119.10
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SUPREME COURT—Cont’d
Summary tables—Cont’d

trademark cases and decisions,
20:119.50

Trade secrets, cases, 4:22.40
Trademark, cases, 5:117.30

USPTO guidance on assessing
enablement in utility applica-
tions in view of the Supreme
Court decision in Amgen v.
Sanofi, 13:15.20

SURNAMES
Trademarks, 5:36

SURRENDER

European Community design patents,
registered design, 21B:14

European Community registered
trade mark, 5:128.28

SWEDEN

International patent law resources
and website addresses, 22:10

SWITZERLAND

International patent law resources
and website addresses, 22:10

SYMBOLS

Applications, symbols for and format
of nucleotide and amino acid
sequence data, 13:24

Trademarks, 5:49

SYNERGISM
Nonobviousness, 12:42

SYNTAX
Claims, 14:8 to 14:11

TAINTED PATENTS

Applications, fraud in Patent and
Trademark Office, alteration of
official records, 15:88

TAXATION
Copyrights, 6:112

Licensing and assignment, 19:32 to
19:37

Trade secrets, 4:29
Trademarks, 5:72
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“TEACHING AWAY FROM”
Nonobviousness, 12:28

TECHNOLOGY

Federal Acquisition Regulations
(FAR), practitioner guidance for
government procurement
contracts, 18:7.75

Green technology application,
streamlined examination, 15:132

Model appeal brief to Federal Circuit
involving case of alleged
infringement for alleged unau-
thorized use of night vision
technology, App 20(H)

Priority examination for important
technologies, 15:133

TELEPHONE CONTACTS

Applications, telephone contacts at
U.S. Patent and Trademark
Office, App 15(G)

TENNESSEE VALLEY
AUTHORITY

Bayh-Dole Act, 18:12

TERM ADJUSTMENT

Norvartis v. Lee, modification or
change, App 1(E)

TERMINAL DISCLAIMER
Applications, 15:102 to 15:105

TERMINATION

Competing rights to same invention,
16:54 to 16:56

TERMS OF DEGREE (RELATIVE
TERMINOLOGY)

Claim grammar, 14:27

TERRITORIALITY
Generally, 21:2 to 21:4
Trademarks, 5:118

TESTIMONY

Evidence, PTAB Rules of Practice for
Instituting on All Challenged
Patent Claims, 15B:5.50

Witnesses (this index)
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TESTS

Applications, comparative tests or
results, 15:31

Copyrights (this index)

“THE WHOLE EQUALS THE SUM

OF ITS PARTS”
Geometric axioms, 2:12

“THINGS EQUAL TO THE SAME
THING EQUAL EACH
OTHER”

Geometric axioms, 2:13

THIRD PARTIES
America Invents Act (AIA),

implementation of provisions of

preissuance submission of
application, App 15(U)

Applications, preissuance submis-
sions by third party, 15:12.80,
App 15(U)

THREE TRACK EXAMINATION
PROCESS
Office of Patent and Trademark
amended rules for track one
prioritized examination, App
15(Q)(1)
Office of Patent and Trademark pro-
posal, 15:1.50

TIME OR DATE

America Invents Act (AIA) (this
index)

Applications (this index)

Competing Rights to Same Patent
(this index)

Copyrights (this index)

Duration (this index)

Examiner time goals, 15:1.7

Extension of Time (this index)

Inter partes review, procedural
requirements and timelines,
15B:11

Laches or Delay (this index)

Limitation of Actions (this index)

Paris Convention, what constitutes

“benefit” of earlier filing date,
21:33

TIME OR DATE—Cont’d
Response, 15:39 to 15:42
restriction and double patenting,
15:25.30
Summary of provisions for expedit-
ing examination of patent and
applications, 15:1.15
USPTO evaluation of patent
examiner time goals, 15:1.7

TITLE AND OWNERSHIP
Owners and Ownership (this index)

TORTS
Trade secrets, 4:14

TRADE ACT OF 1974
Exports and imports, 21:50, 21:51

TRADE DRESS
Trademarks, 5:10, 20:119.40

TRADE SECRETS

Generally, 4:1 to 4:29

Breach of contract, 4:11

Cause of action for misappropriation,
4:6

Coexistence of concepts, 4:25, 4:26

Competing rights to same invention,
employee’s obligations regard-
ing trade secrets, 17:34

Concreteness of information, 4:9

Confidentiality, 4:19, 4:21

Contract breach, 4:11

Copyrights, 4:26

Crimes, 4:16 to 4:18

Defend Trade Secrets Act (DTSA),
4:18.50,17:34

Definition, 4:1

Discovery, 20:81

Distinguishing features, 4:1

Economic Espionage Act, 4:18, App
4(A), App 4(B)

Estoppel, promissory estoppel, 4:12

Federal law, 4:18, 4:18.50

Jurisdiction, subject matter jurisdic-
tion for misappropriation, 4:5

Know-how-licenses, 4:28

Licenses

generally, 19:31
know-how-licenses, 4:28
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Maintenance vs. patenting as trade
secret, 4:23

Novelty requirement, 4:7

Promissory estoppel, 4:12

Public access to information submit-
ted to government, 4:27

Remedies, generally, 4:22

Security measures, 4:20

Sources and characteristics of trade
secret law, 4:1.50

Subject matter jurisdiction for misap-
propriation, 4:5

Taxation, 4:29

Torts, 4:14

Trademarks, 4:24

Under federal law, 4:18

Unfair means, 4:10 to 4:18

Uniform Trade Secrets Act

1985 amendments, App 4(D)
table of states adopting, App 4(C)

Unjust enrichment, 4:13

Unobviousness standard, 4:8

U.S. Supreme Court Cases, 4:22.40

TRADEMARK MODERNIZATION

ACT (TMA)
Trademarks, 5:82.30

TRADEMARKS

Generally, 5:1 to 5:129

Abandonment, 5:73

Abbreviations, 5:47

Adpvertising, 5:80

Agents authorized to represent the
trademark applicant, 5:84.50

Alphabetical letters, 5:45

Anticybersquatting Consumer Protec-
tion Act, 5:24

Appeals to Trademark Trial and
Appeal Board regarding
trademark registration examina-
tion, 5:95

Applicant, attorneys or agents autho-
rized to represent the trademark,
5:84.50

Applications. Registration, below

Appropriation in trade. Priority of
appropriation in trade, below

Arbitrary trademarks, 5:30
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Assignment, 5:70

Attorneys authorized to represent the
trademark applicant, 5:84.50

Attorneys’ fees in infringement cases,
5:66

Bona fide intention to use in “‘com-
merce,” application for registra-
tion based on, 5:87

Brand names, 5:35 to 5:41
Business names distinguished, 5:6
Calculation of trademark application
fees based on the classification
schedule, 5:85.50
Canadian trademark law, 5:127
Cancellation of registration, 5:102
Certificates and certification
generally, 5:5
registration, below
Characters, 5:49
Classification of goods and services,
App 5(L)
Cognate types of marks, 5:2 to 5:5
Coined trademarks, 5:29
Collateral estoppel, infringement,
5:69
Collective marks
generally, 5:4
principal register, App 5(J)
supplemental register, App 5(K)
Color, 5:51

Combinations and subcombinations
of words, 5:42 to 5:47

Common law, direct infringement at,
5:55

Comparative advertising, 5:80

Composite trademarks, 5:32

Concurrent use, registration, 5:101

Configurations, 5:50

Conflicting means of acquisition of
internet domain names, 5:19

Confusingly similar marks
attacking registration, 5:107
infringement, 20:119.40
refusal to register, 5:92.40

Container shape, 5:50

Contributory infringement, 5:60
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TRADEMARKS—Cont’d
Conventions and treaties, 5:121 to
5:126
Copyrightable material, 6:28
Correction certificates, registration,
5:108
Costs in infringement cases, 5:66
Crimes and offenses
infringement, 5:63
loss and limitation of rights, 5:75
registration, 5:116
Defenses, infringement, 5:61
Descriptiveness
infringement, 20:119.40
refusal to register, 5:92.70
Designs, 5:49
Dilution, 5:23, 5:59, 5:117,
20:119.40
Direct infringement, 5:55 to 5:59
Disclaimer, registration, 5:96
Distinctive or nonfunctional
trademarks, 5:27 to 5:33
Enforceable trademarks, basic
requisites of, generally, 5:11 to
5:53
European Community trade mark,
5:128 to 5:128.30
Ex parte practice, registration,
5:84.50 to 5:97
Examination, registration, 5:91 to
5:95
Examination process, 5:14.01
Exports and imports
infringement, 5:120
registration, 5:115
Extra-territorial reach of U.S.
trademark law, 5:119
Fair use, 5:76 to 5:80
Fanciful or coined trademarks, 5:29
Federal courts, access to, 5:110
Fees
attorneys’ fees in infringement
cases, 5:66
Fees, USPTO, App 5(R)
Filing registration, App 5(Q)
Filing registration and accessing
official trademark records
online, 5:90
First sale doctrine, 5:77

TRADEMARKS—Cont’d

Foreign countries
generally, 5:118 to 5:128.30
exports and imports, above
extra-territorial reach of U.S.
trademark law, 5:119
registration, below
territoriality, 5:118
treaties and conventions, 5:121 to
5:126
Foreign equivalents, 5:41
Formats, 5:48
Franchises, 5:71
Fraud, registration, 5:97
Frequently asked questions regarding
international trademarks, App

5Q)

Generic trademarks, 5:74

Geographic designations, 5:37

Grade, quantity, and style designa-
tions, 5:8

Graphic representations, 5:49

Historical note, 5:9

Immoral or scandalous and other
prohibited subject matter, 5:38

Immunity from state mandated
modification, registration, 5:117

Importation. Exports and imports,
above

Incontestability of registration, 5:114
Infringement
generally, 5:54 to 5:69, 20:119.40
exports and imports, 5:120
internet use, 5:22, 5:25, 5:26

Inherently distinctive trademarks,
5:28 to 5:32

Injunctions
infringement, 5:64
internet use, 5:17
Insurance coverage against infringe-
ment, 5:68
Intent-to-use, 5:14, 5:87
Inter partes proceedings, registration,
5:98 to 5:102
Inter-American Convention, 5:122

Interest on money in infringement
cases, 5:67
Interference, registration, 5:100
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International matters. Foreign
countries, above

Internet use, 5:16 to 5:26

Lanham Act

generally, 5:56 to 5:59
registration, below

Laudation, 5:39

Licensing, 5:70, 5:71, 19:31

Likelihood of confusion, 5:92.40

Limitation of trademark rights, 5:73
to 5:80

Literary titles, 5:44

Loss and limitation of trademark
rights, 5:73 to 5:80

Madrid arrangement or protocol

generally, 5:125, 5:126, App 5(N)
to App 5(P)

common regulations, App 5(P)

protocol, App 5(0)

Manual of examining procedure,
online tool for soliciting public
feedback, 15:150

Marking, registration, 5:111

Misuse and unlawful use, 5:75

Modification, immunity from state
mandated, 5:117

Monetary awards for infringement,
5:65

Monopolies, 1:13

Multilateral treaties and conventions,
5:121 to 5:126

Names

brand names, 5:35 to 5:41

business names distinguished, 5:6

internet domain name acquisition,
trademark and service mark
versus, 5:18 to 5:24

Nationwide rights, registration, 5:113

Nonfunctional trademarks, 5:27 to
5:33

Nonuse, 5:73

Numerals, 5:46

Office of Patent and Trademark
(this index)

Online tool for soliciting public
feedback on Trademark Manual

of Examining Procedure, 15:150

Opposition, registration, 5:99
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Owner’s rights, generally, 5:54 to
5:72
Paris Convention, 5:121
Petitions to Director regarding
trademark registration examina-
tion, 5:94
Pictorial representations, 5:49
Post-registration practice, 5:104 to
5:108
Preemption, 5:81
Primacy of use of internet domain
names, 5:20
Principal register
generally, 5:83, 5:106, App 5(D)
certification marks, App S(H)
collective membership marks, App
50
service marks, App 5(F)
Prior use in “commerce,” application
for registration based on, 5:86
Priority of application, 5:89
Priority of appropriation in trade
generally, 5:12 to 5:26
goods or services, 5:15
intent-to-use legislation, 5:14
internet use, 5:16 to 5:26
registration of trademark, applying
for, 5:14
use vs. registration, 5:13
Product shape, 5:50
Pronunciation, 5:40
Prosecution
Generally, 5:14.01 to 5:14.05
applicant’s filing, 5:14.02
examination process, 5:14.01
examining attorney, final office
action, 5:14.04
examining attorney, first office
action, 5:14.03
extensions, 5:14.05
notice of allowance, 5:14.05
reconsideration request, 5:14.04
registration, 5:14.05
Statements of Use (SOU), 5:14.05
Quality, 5:39
Quantity designations, 5:8
Rebottling, 5:78
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TRADEMARKS—Cont’d
Reconditioning, 5:79
Recourse of trademark owners under
trademark law, 5:21
Registration

TRADEMARKS—Cont’d
Registration—Cont’d
letters of protest, 5:98.50
likelihood of confusion, 5:92.40
Madrid arrangement or protocol,

generally, 5:129
applications, generally, 5:14, 5:85
to 5:89
cancellation, 5:102
certificates and certification
generally, App 5(A)
correction, certificates of, 5:108
principal register, App S(H)
renewals, App 5(B), App 5(C)
supplemental register, App 5(I)
concurrent use, 5:101
confusingly similar, 5:92.40, 5:107
criminal sanctions, 5:116
descriptiveness, refusal to register,
5:92.70
disclaimer, 5:96
effect, generally, 5:109 to 5:117
European Community trade mark,
5:128.18
ex parte practice, 5:84.50 to 5:97
federal courts, access to, 5:110
foreign countries
application, 5:88, 5:89
importation exclusion, 5:115
treaties and conventions, 5:123,
5:124
USPTO tips for international
trademark filing and
frequently asked questions
regarding international
trademarks, App 5(Q)
fraud, 5:97
frequently asked questions regard-
ing international trademarks,
App 3(Q
immunity from state mandated
modification, 5:117
importation exclusion, 5:115
incontestability, 5:114
inter partes proceedings, 5:98 to
5:102
internet domain names, 5:23
lanham Act, generally, 5:82 to
5:117

above

marking, 5:111

nationwide rights, 5:113

opposition, 5:99

post-registration practice, 5:104 to
5:108

principal register, above

priority of appropriation in trade,

procedure, 5:84.50
renewals, below

seizure, 5:116

supplemental register, below

Trademark Modernization Act
(TMA), 5:82.30
trademark/service mark applica-
tion, App S(M)
treaties and conventions, 5:123,
5:124
treble damages, 5:116
use vs. registration, 5:13
USPTO tips for international
trademark filing and
frequently asked questions
regarding international
trademarks, App 5(Q)
Registration of trademark, applying
for, 5:14
Rejection of registration examination,
5:92
Remedies, generally, 5:62 to 5:68
Renewals
generally, 5:112
certificates, App 5(B), App 5(C)
Repackaging, 5:78
Repairs, 5:79
Responses to registration examina-
tion, 5:93
Rights of owners, generally, 5:54 to
5:72
Sale or transfer
generally, 5:70 to 5:72
first sale doctrine, 5:77
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Scandalous and other prohibited
subject matter, 5:38

Scent, 5:53
Secondary meaning trademarks, 5:33
Seizure, registration, 5:116
Service marks
generally, 5:3, 5:34 to 5:53

internet domain name acquisition,
trademark and service mark
versus, 5:18 to 5:24
principal register, App S5(F)
supplemental register, App 5(G)
Shape of product or container, 5:50
Similarity, attacking registration of

confusingly similar marks,
5:107

Slogans, 5:43
Smell, 5:53
Sound, 5:52
Spelling, 5:40
Statutory subject matter, 7:22, 7:23
Style designations, 5:8
Stylization, 5:48
Subcombinations of words, 5:42 to
5:47
Subject matter, generally, 5:34 to
5:53,7:22,7:23
Suggestive trademarks, 5:31
Supplemental register
generally, 5:84, 5:106, App 5(E)
certification marks, App 5(I)
collective membership marks, App
5(K)
service marks, App 5(G)
Surnames, 5:36
Symbols, 5:49
Tax consequences, 5:72
Territoriality, 5:118
Title 37: patents, trademarks, and
copyrights, App 16(B)
Trade dress, 5:10
infringement, 20:119.40
Trade secrets, 4:24

Trademark international classification
schedule of goods and services,
5:85.50
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Trademark Manual of Examining
Procedure (T.M.E.P.), online
tool for public feedback, 15:150

Trademark Modernization Act
(TMA), 5:82.30

Transfer. Sale or transfer, above

Treaties and conventions, 5:121 to
5:126

Treble damages, registration, 5:116

Unfair competition, 5:7

U.S. Supreme Court decisions,
5:117.30

Use vs. registration, 5:13

Words, 5:34 to 5:47

TRAINING MATERIALS

Written description requirement,
USPTO revised training materi-
als, 13:14.50

TRANSFER
Patents, sharing and transfer of rights.
Licensing and Assignment (this
index)
Trademarks (this index)

TRANSITIONAL PHRASE
Claims, 14:10

TRANSITIONAL PROGRAM

Covered business method patents,
App 15B(D)

Petition for post grant review,
covered business method
patents, 15B:41

Post grant review, covered business
method patents, 15B:41

TRANSNATIONAL PATENT LAW
Bilateral Agreements in
Transnational Law (this index)

Design, international and
transnational. International
Matters (this index)

TREATIES
Applications
PCT case, App 21(A) to App
21(F)
U.S. National Stage Patent, App
21(G)
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TREATIES—Cont’d
Bilateral Agreements in
Transnational Law (this index)
Copyrights, 6:133 to 6:138
Forms
Article 19 model set of replace-
ment claims, accompanying
letter, App 21(D)a.
Chapter I PCT case, forms returned
to applicant, App 21(D)
Chapter I PCT case, forms submit-
ted by applicant, App 21(C)
Chapter II PCT case, forms
returned to applicant, App
21(F)
Chapter II PCT case, forms
submitted by applicant, App
21(E)
U.S. National Stage Patent applica-
tion, App 21(G)
Patent Cooperation Treaty, practi-
tioner guidance, 21:10.10
Patent Cooperation Treaty (PCT)
(this index)
Regulations under PCT, App 21(B)
Revised Patent Cooperation Treaty
proposal and draft, 21:10.50
Summary of essential procedures
used by patent attorneys and
practitioners in IP, 1:40
Trademarks, 5:121 to 5:126
U.S. National Stage Patent applica-
tion, App 21(G)
World Intellectual Property Organiza-
tion (WIPO), Patent Coopera-
tion Treaty, 21:7 to 21:16

TREBLE DAMAGES
Trademark registration, 5:116

TRIAL
Generally, 20:102 to 20:106
Competing Rights to Same Patent
(this index)
Daubert motions, 20:101.60
Grant of a new trial, 20:104.50
Motions in limine, 20:101.60
TRILATERAL WEBSITE (EPO,
JPO, USPTO)
International patent law resources
and website addresses, 22:10

TRIWAY PROGRAM
Prior art, pilot program for sharing
prior art search results among
U.S. Patent and Trademark
Office (PTO), European Patent
Office (EPO), and the Japan
Patent Office (JPO), 21:16.56

TURKEY

International patent law resources
and website addresses, 22:10

UKRAINE

International patent law resources
and website addresses, 22:10

UNEXPECTED RESULTS
Nonobviousness, 12:41

UNFAIR COMPETITION

Monopolies, Restraints of Trade,
and Unfair Competition (this
index)

UNFAIR MEANS
Trade secrets, 4:10 to 4:18

UNIFIED PATENT COURT (UPC)
Agreement, 21:26.70, App 21(P)
Practioner guidance, 21:26.72

UNIFIED REPLACEMENT
SYSTEM

USPTO announces unified replace-
ment system for Private PAIR
(electronic application file
access) and EFS Web (electronic
application filing), 15:170

UNIFORM TRADE SECRETS ACT
1985 amendments, App 4(D)
Table of states adopting, App 4(C)

UNITARY PATENT

European Union, agreement to estab-
lish, 21:26.45, 21:26.70,
21:26.72,21:26.74

Practioner guidance, 21:26.72

UNITED KINGDOM
Generally, 33:1 to 33:8
Administration of patents, 33:1

Amendments and added matter dur-
ing patent prosecution, 33:7
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Bilateral agreements in transnational
patent law, 21A:3

Brexit, 33:9

County Court Rules, patents, App
33(A)

Examination of patent applications,
21A:3, 33:6

Infringement and litigation, 33:8

International patent law resources
and website addresses, 22:10

Inventive step, 33:4
Inventorship, 33:5
Litigation, 33:8
Novelty, 33:3
Obviousness, inventive step, 33:4
Prosecution of patent
amendments and added matter dur-
ing, 33:7
patent prosecution highway
between USPTO and United

Kingdom Intellectual Prop-
erty Office (UK IPO), 21A:3

Publication and examination of
patent applications, 33:6

Statutory subject matter, 33:2
Transnational patent law, 21A:3

United Kingdom Intellectual Property
Office (UK IPO), patent prose-
cution highway (PPH) between
USPTO and, 21A:3

UNIVERSAL COPYRIGHT
CONVENTION

Generally, 6:133

UNJUST ENRICHMENT
Trade secrets, 4:13

UNLAWFULNESS
Crimes and Offenses (this index)

UNOBVIOUSNESS
Nonobviousness (this index)
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