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§ 22:20
§ 22:21
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Interference with customers

Trade secrets

Misappropriating values of another company

Equitable servitudes

Passing off

Reverse passing off

Deceptive use of competitive products or representations thereof
Federal trade commission violations

Franchising

Fraudulent real estate sales

Appendix 22A. Commercial Bribery Policy

CHAPTER 23. PATENTS—GENERAL INFORMATION
AND COMPANY PROCEDURES

I. CLIENT QUESTIONNAIRES

§23:1
§ 23:2
§ 23:3
§ 23:4
§ 23:5

Questionnaire: General patent considerations
Questionnaire: Evaluating a company’s patent risk
Questionnaire: Company patent procedures
Questionnaire: Foreign patents

Questionnaire: Patent rights under government contracts

II. ATTORNEY DIAGNOSIS FORMS

§ 23:6
§ 23:7
§ 23:8
§ 23:9
§ 23:10

Diagnosis Form: General patent considerations

Diagnosis Form: Evaluating a company’s patent risk
Diagnosis Form: Company patent procedures

Diagnosis Form: Foreign patents

Diagnosis Form: Patent rights under government contracts

III. LAW SUMMARY

A.

§ 23:11
§23:12
§ 23:13
§23:14
§ 23:15
§ 23:16
§ 23:17
§ 23:18
§ 23:19
§ 23:20
§ 23:21
§ 23:22
§ 23:23
§ 23:24

B.

§ 23:25
§ 23:26
§ 23:27
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GENERAL INFORMATION

Introduction—The general attorney’s involvement in patent matters
Recent legislation

International patent rights and protection
Leahy-Smith “America Invents Act”

Patents in a nutshell—The CREATE Act

Common misconceptions about patents and inventions
Evaluating a company’s patent risks

What is a patent

Rights granted by a patent

Term of a U.S. patent

Types of things patentable

Who can obtain a patent

Priority of inventorship

Standard of patentability—Unobviousness

INTERNAL COMPANY PATENT PROCEDURES

General considerations
Rights in employee-made inventions
Employee invention agreements
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§ 23:28

§ 23:29
§ 23:30
§23:31
§ 23:32
§ 23:33
§ 23:34
§23:35

§ 23:36
§ 23:37
§ 23:38
§ 23:39
§ 23:40
§ 23:41
§ 23:42
§ 23:43
§ 23:44
§ 23:45

C.

§ 23:46
§ 23:47
§ 23:48
§ 23:49
§ 23:50

D.

§ 23:51
§ 23:52
§ 23:53
§ 23:54
§ 23:55
§ 23:56
§ 23:57
§ 23:58
§ 23:59
§ 23:60

E.

§ 23:61
§ 23:62

§ 23:63
§ 23:64
§ 23:65
§ 23:66
§ 23:67
§ 23:68

Documenting conception and development of inventions, and filing
provisional applications

Documentation in joint development efforts

Preparing invention disclosures

Technical evaluation of invention disclosures

Evaluating patentability

Obtaining and maintaining U.S. patents

The U.S. patent office procedures

Disclosure of prior art and best mode to the U.S. patent and
trademark office

Patents and trade secrets

Abandonment or suppression of invention and defensive publication

Statutory bars to obtaining a U.S. patent

Publication as a statutory bar

Commercial use as a statutory bar

Sale or offer for sale as a statutory bar

Patent marking

Patents as a research tool and patent surveillance

Patents as an incentive and patent award programs

Enforcing patent rights

AVOIDING PATENT INFRINGEMENT

General considerations

Infringement problems—Internal company communications
Patent infringement defined

Conducting an infringement study

Resolving a potential infringement problem

FOREIGN PATENTS

General considerations

Statutory bars

Convention rights

Maintenance fees and working requirements in foreign countries
Infringement of foreign patents

Indemnification against foreign infringement

Infringement of U.S. patents by imported foreign products
Preventing importation into the United States

Strategy in obtaining and enforcing foreign patents

Limitations on exporting technology

GOVERNMENT RIGHTS IN PATENTS

General considerations

Standard provisions of government research and development
contracts

Was the invention “made” under the contract
Government waiver of patent rights
Background patents

Granting licenses under proprietary information
Subcontractors under government contracts
Checklist for IP Audits

Appendix 23A. Sample Patents
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CHAPTER 24. PATENT-RELATED PROBLEMS
ENCOUNTERED BY THE GENERAL ATTORNEY

I. CLIENT QUESTIONNAIRES

§ 24:1 Questionnaire: General considerations

§ 24:2 Questionnaire: Property rights in patents (ownership, assignment and
licensing of patents)

§ 24:3 Questionnaire: Other agreements and business relationships having
patent implications

§ 24:4 Questionnaire: Commercializing an invention

§ 24:5 Questionnaire: Patents and securities regulations

II. ATTORNEY DIAGNOSIS FORMS

§ 24:6 Diagnosis Form: General considerations

§ 24:7 Diagnosis Form: Property rights in patents (ownership, assignment
and licensing of patents)

§ 24:8 Diagnosis Form: Other agreements and business relationships
having patent implications

§ 24:9 Diagnosis Form: Commercializing an invention

§ 24:10 Diagnosis Form: Patents and securities regulations

III. LAW SUMMARY
A. OWNERSHIP, ASSIGNMENT AND LICENSING OF PATENTS

§ 24:11 Introduction

§ 24:12 Ownership of patents—General considerations
§ 24:13 Patent assignments

§ 24:14 Coownership of patents

§ 24:15 Secured interest in a patent

§ 24:16 Licensing—General information

§ 24:17 Licensee or assignee contesting patent validity
§ 24:18 Royalty provisions of a patent license

§ 24:19 Patent misuse

§ 24:20 Patents and antitrust

B. OTHER AGREEMENTS AND BUSINESS RELATIONSHIPS
HAVING PATENT IMPLICATIONS

§ 24:21 Introduction

§ 24:22  Distributorship arrangements—Possible patent misuse

§ 24:23 Distributorship agreements distinguished from patent license
agreements

§ 24:24 Agreements to manufacture distinguished from license agreements

§ 24:25 Cooperative research and development efforts—Ownership of patent
rights

§ 24:26  Consulting agreements

§ 24:27 Indemnification agreements

§ 24:28 Relationships between prime contractors and subcontractors

C. COMMERCIALIZING AN INVENTION—GENERAL
CONSIDERATIONS

§ 24:29 Introduction
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§ 24:30
§ 24:31

D.

§ 24:32
§ 24:33
§ 24:34

E.

§ 24:35
§ 24:36
§ 24:37
§ 24:38

Company owned and developed inventions
Options in commercializing an invention

PATENTS AND SECURITIES LAW REGULATIONS

Introduction
Patent related situations which may involve a security
Avoiding misrepresentations about an invention or a patent

TAX CONSIDERATIONS IN COMMERCIALIZING AN
INVENTION

General comments

Capital gains treatment under § 1235 of the Internal Revenue Code
Capital gains treatment under IRC §§ 1221-1223

Possible pitfalls in losing capital gains treatment

Appendix 24A. Patent Licensing Agreement

CHAPTER 25. TRADEMARKS
I. CLIENT QUESTIONNAIRES

§ 25:1

Questionnaire: Trademarks

II. ATTORNEY DIAGNOSIS FORMS

§ 25:2

Diagnosis Form: Trademarks

III. LAW SUMMARY

A.

§ 25:3
§ 25:4
§ 25:5
§ 25:6
§ 25:7

B.

§ 25:8

§ 25:9

§ 25:10
§ 25:11
§ 25:12
§ 25:13
§ 25:14
§ 25:15
§ 25:16

C.

§ 25:17
§ 25:18
§ 25:19
§ 25:20
§ 25:21

TRADEMARKS AND TRADE NAMES

Introduction—Overlap between trademarks and trade names
Relevant law

Basic definitions

Nature of trademark rights

Scope of trademark subject matter—General considerations

TRADEMARK SUBJECT MATTER

Word marks

Letter and number trademarks

Logos, pictures, background patterns and colors
Character marks

Sounds

Fragrances

Architectural shapes

Product and container configuration, and trade dress
Family of trademarks

OBSTACLES TO OBTAINING TRADEMARK PROTECTION

Generic names

Descriptiveness or misdescriptiveness

Primarily geographically descriptive or misdescriptive marks
Surnames

Secondary meaning
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§ 25:22
§ 25:23
§ 25:24
§ 25:25

§ 25:26
§ 25:27
§ 25:28
§ 25:29
§ 25:30
§ 25:31

§ 25:32
§ 25:33
§ 25:34
§ 25:35
§ 25:36
§ 25:37
§ 25:38
§ 25:39
§ 25:40
§ 25:41
§ 25:42
§ 25:43

§ 25:44
§ 25:45
§ 25:46
§ 25:47
§ 25:48
§ 25:49
§ 25:50
§ 25:51
§ 25:52
§ 25:53
§ 25:54

§ 25:55
§ 25:56
§ 25:57
§ 25:58
§ 25:59
§ 25:60
§ 25:61

§ 25:62
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Scandalous or immoral matter

Confusing similarity to an existing mark

Phantom marks

Miscellaneous obstacles to obtaining trademark protection

SELECTING AND ESTABLISHING RIGHTS IN A
TRADEMARK OR TRADE NAME

Selecting a company name

Protecting a corporate name or other trade name nationally
Selecting a trademark

Searching a mark or trade name

Establishing trademark rights

Acquiring trademark rights of another

REGISTRATION OF TRADEMARKS

Federal registration of a trademark

Opposition to federal registration

Cancellation of registrations

Effects of federal registration on the principal register
Federal registration on the supplemental register
Constructive notice

Prima facie evidence provided by registration
Preventing importation

Incontestability

Preventing registration by another

Priority rights, geographical rights and concurrent use registrations
State registrations

MAINTAINING AND EXPANDING TRADEMARK RIGHTS

Proper trademark and trade name usage
Trademark marking

Expanding trademark use to other product lines
Modifying the trademark

Continued use and abandonment
Policing a trademark

Fair use

Abating trademark infringement
Trademark dilution

Affidavits of use and incontestability
Renewal of trademark registrations

TRADEMARKS AND THE NEW ECONOMY

Overview

Domain name registration

Registration of domain names as trademarks

Trademarks and domain names—Internet personal jurisdiction
Infringement—Initial interest confusion

Anticybersquatting Consumer Protection Act

ICANN uniform domain-name dispute-resolution policy

MISCELLANEOUS MATTERS

Assignment of trademarks
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§ 25:63 Trademark infringement by resale on the internet

§ 25:64 Trademark licensing

§ 25:65 Miscellaneous agreements involving trademarks

§ 25:66  Foreign trademark protection

§ 25:67 Foreign entities filing united states trademark applications

§ 25:68 Some practical advice

§ 25:69 The Madrid Protocol on international registration of trademarks
§ 25:70 The Stop Counterfeiting in Manufactured Goods Act

§ 25:71 The Trademark Dilution Revision Act of 2006

§ 25:72 Checklist for IP audits

Appendix 25A. Practice Checklist: Licensing or Franchising Agreements
Appendix 25B.  Assignment of Trademark

CHAPTER 26. TRADE SECRETS AND
CONFIDENTIAL INFORMATION

I. CLIENT QUESTIONNAIRES

§ 26:1 Questionnaire: General considerations

II. ATTORNEY DIAGNOSIS FORMS

§ 26:2 Diagnosis Form: General considerations

IIT. LAW SUMMARY

A. OVERVIEW

§ 26:3 Introduction

§ 26:4 Relevant law

§ 26:5 Basic definitions

§ 26:6 Establishing and maintaining a trade secret
§ 26:7 Nature of trade secret rights

§ 26:8 Types of trade secret subject matter

§ 26:9 Novelty required

§ 26:10 How widely known a secret can be

§ 26:11 Relationship of patents and trade secrets
§ 26:12 Copyrights and trade secrets

§ 26:13 Obtaining a trade secret by proper means
§ 26:14 Improperly obtaining a trade secret

B. INTERNAL COMPANY PROCEDURES

§ 26:15 Standard employee agreement

§26:16  General procedures in maintaining secrecy

§ 26:17 Marking and maintaining printed material as proprietary
§26:18 Employee procedures—General considerations

C. CONTACTS OUTSIDE OF THE COMPANY

§ 26:19 Receiving ideas from outside the company

§26:20 Mechanics of transmitting and receiving confidential information

§ 26:21  Supplier/purchaser and prime contractor/subcontractor relationships
§ 26:22  Disclosures made to government agencies

D. FORMER EMPLOYEE PROBLEMS
§ 26:23  Utilizing trade secrets vs. ordinary skill of the employee
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§ 26:24

E.

§ 26:25
§ 26:26
§ 26:27

LEecaL CompLIANCE CHECKUPS: BUsiNESs CLIENTS

Noncompete agreements

OWNERSHIP AND GRANTING OF INTERESTS IN TRADE
SECRET RIGHTS

Trade secrets as personal property
Payment for transfer or licensing of trade secret rights
Tax considerations in transferring trade secret rights

Appendix 26A. Employee confidentiality and innovations assignment

agreement

Appendix 26B. Short-Form Nondisclosure Agreement

Appendix 26C. Statement of Trade Secret Security Program

Appendix 26D. Instructions for Preparing an Intellectual Property

Compliance Manual

CHAPTER 27. COPYRIGHTS
I. CLIENT QUESTIONNAIRES

§27:1

Questionnaire: General considerations

II. ATTORNEY DIAGNOSIS FORMS

§ 27:2 Diagnosis Form: General considerations

III. LAW SUMMARY

§ 27:3
§ 27:4
§ 27:5
§ 27:6
§ 27:7
§ 27:8
§ 27:9
§ 27:10

§ 27:11
§ 27:12
§ 27:13
§27:14
§ 27:15
§ 27:16
§27:17
§27:18
§27:19
§ 27:20
§ 27:21
§ 27:22
§ 27:23
§ 27:24
§ 27:25
§ 27:26
§ 27:27
§ 27:28

liv

Introduction to domestic and foreign copyright protection

Relevant law

Nature of copyright

Subjects of copyright protection

Derivative works, reproductions, compilations and collective works

Duration of copyright

Protection of unpublished works

Protection after publication—Copyright notice for works published
before March 1, 1989

Publication

Publication without notice

Copyright registration and deposit—General considerations

Registration as a condition to suit and as prima facie evidence

Other advantages and effects of registration

Registration and disclosure

Effects on trade secret protection

Mechanics of registration

Ownership—General considerations

Coauthorship and coownership

Works by employees

Specially ordered or commissioned works

Infringement

Fair use

Exclusive rights

Complete exemptions from the copyright owner’s exclusive rights

Compulsory licenses

Semiconductor Chip Protection Act (SCPA)
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§ 27:29 Copyright law and the internet

§ 27:30 Orrin G. Hatch-Bob Goodlatte Music Modernization Act
§ 27:31 The Pro-IP Act

§ 27:32 Computer software

§ 27:33 —Preexisting works

§ 27:34 —Functional constraints

§ 27:35 —Substantial similarity test

§ 27:36 —Degree of protection

§ 27:37 —Authorized copies and adaptation

§ 27:38 —Fair use doctrine and reverse engineering
§27:39 Copyright law and the internet

§ 27:40 —Uploaded content and system caching

§ 27:41 —Print or CD works

§ 27:42 —Linking and framin

§ 27:43 —Digital Millennium Copyright Act

§ 27:44 — —Duties of service providers

§ 27:45 — —Safe harbor provisions

§ 27:46 — — —System storage and information locating tools

§27:47 — — —System caching

§ 27:48 — — —Transmission and routin

§ 27:49 — —Notice and take-down provisions

§ 27:50 — —Copyright management information and security measures

§ 27:51  Checklist for copyright audits
Appendix 27A.  Assignment of Copyright

CHAPTER 28. PRODUCT LIABILITY
I. CLIENT QUESTIONNAIRES

§ 28:1 Questionnaire: Product liability—General considerations

II. ATTORNEY DIAGNOSIS FORMS

§ 28:2 Diagnosis Form: Product liability—General considerations

IIT. LAW SUMMARY

§ 28:3 Overview
§28:4 Strict liability

§ 28:5 —Misuse and alteration
§ 28:6 —Who can be liable
§ 28:7 —What is a “product?”

§ 28:8 —What is a “defect?”
§ 28:9 Manufacturing defects
§ 28:10 Design defects

§ 28:11 —Crashworthiness

§ 28:12 —Duty to warn

§ 28:13 — —Third parties
§ 28:14 — —Postsale
§28:15 — —Form and content of warnings

§ 28:16  Safety devices and equipment

§ 28:17 Recalls, repairs and replacement
§ 28:18 Obvious dangers

§ 28:19 Unforeseeable dangers
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§ 28:20  Successor corporation liability

§ 28:21 Disclaimers, limitations of remedy, and indemnity agreements
§ 28:22  Products built to government specifications

§ 28:23  Statutes of repose and limitation

§ 28:24 Document preparation and retention

§ 28:25  Product liability insurance

§ 28:26  Products liability self-evaluation checklist

§ 28:27  Checklist for establishing a product safety program

§ 28:28 Preparation for litigation

§ 28:29 Tax issues

§28:30 Defenses to products liability claims

§ 28:31 Retailer liability under the Consumer Product Safety Act
§ 28:32 The Federal preemption defense for product liability

Appendix 28A. Corporate product safety policy
Appendix 28B. Corporate product safety committee policy and procedures

CHAPTER 29. COMPUTER SOFTWARE
AGREEMENTS

I. CLIENT QUESTIONNAIRES

§ 29:1 Questionnaire—Software acquirer
§29:2 —Software supplier

II. ATTORNEY DIAGNOSIS FORMS

§29:3 Diagnosis Form—Software acquirer
§ 29:4 —Software supplier

III. LAW SUMMARY

§ 29:5 Introduction

§ 29:6 Special software characteristics result in unexpected legal issues
§ 29:7 Representation in software acquisition transactions

§ 29:8 Protection of interests in software

§29:9 In-house software development

§ 29:10 Contracts with outside software developers and suppliers
§29:11 —Clickwrap licenses

§29:12 —Software agreement structure: License versus purchase agreement
§29:13 —Ownership of and rights in the software

§ 29:14 —Title warranties and indemnifications

§ 29:15 —Performance specifications

§ 29:16 —Performance warranties

§ 29:17 —Exclusion or modification of warranties

§29:18 —Damages and limitations of remedies

§ 29:19 —Other contracting considerations

§ 29:20 —UCC Article 9
§ 29:21 Electronic commerce statutes

Appendix 29A. Software License Agreement
Appendix 29B. Software Development Agreement
Appendix 29C. Software procurement and use policy

Appendix 29D. Policy for purchasing or licensing software
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CHAPTER 30. ENVIRONMENTAL LAW
I. CLIENT QUESTIONNAIRES

§30:1 Questionnaire: General pollution issues

§ 30:2 Questionnaire: Other EPA programs

§ 30:3 Questionnaire: Problems with old dump sites and sales or purchases
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II. ATTORNEY DIAGNOSIS FORMS

§ 30:4 Diagnosis Form: General pollution issues

§ 30:5 Diagnosis Form: Other EPA programs

§ 30:6 Diagnosis Form: Problems with old dump sites and sales or purchases
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III. LAW SUMMARY

§ 30:7 Introduction
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§ 30:13 —Permits

§ 30:14 —Pretreatment

§ 30:15 —Wetlands regulation under the Clean Water Act
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§ 30:31 —Citizen suits

§ 30:32 Comprehensive Environmental Response, Compensation and
Liability Act (CERCLA or superfund)
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§ 30:34 Toxic Substances Control Act (TSCA)
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§ 30:37 Marine and coastal protection

§ 30:38 Surface Mining Control and Reclamation Act

§ 30:39 Environmental impact statements

§ 30:40 Environmental issues concerning real property

§ 30:41 New source review

§ 30:42 Environmental self-audits
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Appendix 30A. Secured Creditors Environmental Indemnity Agreement
Appendix 30B. Environmental, Health and Safety Committee Charter
Appendix 30C. Environmental Compliance Plan

Appendix 30D. Green Business Handbook

CHAPTER 31. PRIVACY AND DATA SECURITY
I. CLIENT QUESTIONNAIRE

§ 31:1 Questionnaire: General considerations

II. ATTORNEY DIAGNOSIS FORM

§ 31:2 Diagnosis Form: General considerations

III. LAW SUMMARY

§ 31:3 Scope of chapter

§31:4 Federal privacy-related laws

§ 31:5 State privacy-related laws

§ 31:6 Security breach notification laws

§ 31:7 Privacy principles

§ 31:8 Developing privacy and data security compliance programs
§31:9 Defining and identifying nonpublic personal information

§ 31:10 Privacy policies and procedures

§ 31:11 —General privacy policies and notices

§ 31:12 —Online collection and use of personal information
§ 31:13 —Collection and protection of personal information
§31:14 —Training requirements

§ 31:15 Security requirements for nonpublic personal information
§ 31:16 —Information security policies and procedures

§ 31:17 —Guidelines and policies

§ 31:18 —Employee training and supervision

§ 31:19 —Information systems

§ 31:20 —Business partners and service providers

§ 31:21 —Disposal of personal information

§ 31:22 —Independent assessment

§ 31:23 —Investigation and notification of security breaches

§ 31:24  Effective implementation and management of privacy programs
§ 31:25 Privacy and data security issues in acquisition transactions

§ 31:26  International laws

§ 31:27 Tax considerations

IV. CHECKLISTS

§ 31:28 Checklist for privacy- and data security-related law compliance
procedures

§ 31:29  Checklist for drafting a Website privacy policy

§ 31:30 Checklist for drafting guidelines for an information security program

Appendix 31A. Best Practices for development and administration of privacy
programs
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