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Trademarks, 1:5
Trade secrets, 1:7

PARTICIPATION AND
INVOLVEMENT
Generally, 2:2
Adpvertising department, 2:9
Attorneys
In-house counsel, 2:4
Outside counsel, 2:5
Business supervisors, 2:8
Cleaning staff, 2:12
Docketing department, 2:6
Engineering department, 2:7
Human resources department, 2:11
Information services, 2:14
In-house counsel, 2:4
Legal department, 2:4
Maintenance staff, 2:12
Management, 2:3
Marketing department, 2:9
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INVOLVEMENT—Cont’d
Outside counsel, 2:5
Records retention department, 2:6
Research and development depart-
ment, 2:7
Sales department, 2:9
Security staff, 2:10
Supervisors, 2:8
Tour guides, 2:13

PATENT ACT

Disclosure requirements, 1:72 to
1:76

General Agreement on Tariffs and
Trade (GATT), effect, 1:18

Patentability of invention, 1:67 to
1:71

Types of patents, 1:66

PATENT AND TRADEMARK

OFFICE (PTO)
Board of Patent Appeals and Interfer-
ences, 1:39
Database resources, 1:64
Electronic Filing System, 1:63
Examination and issuance, 1:39
Interference proceedings, 1:40
Internet site, 1:63; 1:64
Jurisdiction
Patents, 1:41
Trademarks, 1:48
Manual of Patent Examining Proce-
dure (MPEP), 1:20
Patent Electronic Business Center,
1:63
Practice requirements, 1:41
Reexamination proceedings, 1:40
Registration of trademarks, 1:48
Reissue proceedings, 1:40
TARR database, 1:64
Trademark Electronic Application
System (TEAS), 1:64; 3:47
Trademark Electronic Search System
(TESS), 1:64
Trademark Manual of Examining
Procedure (TMEP), 1:25
Trademark Trial and Appeal Board
(TTAB), 1:48
Web site, 1:63; 1:64
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PATENTS

Generally, 1:2; 1:66 to 1:84
Agents, registration requirements,
1:41
Algorithms, 1:66
American Inventors Protection Act
(AIPA), 1:18
Antitrust liability, 1:81; 1:140
Assignment, 3:69; 3:70; 4:11
Attorneys
Disciplinary action, 1:82
Registration requirements, 1:41
Business method patents, 1:66
Clearance opinions, 3:133
Committee to evaluate, 3:27
Computer software, 1:66
Confidentiality agreements, 4:1; 4:2
Consulting agreements, 3:10; 4:5
Counsel’s patentability evaluation,
3:26
Dates of conception and reduction,
3:19
Description in written disclosure,
1:73
Design patents, 1:66
Disclosures
Generally, 1:72 to 1:76
Best mode, 1:75
Description, written, 1:73
Good faith, 1:76
Invention disclosure form, 3:15 et
seq.
Written description, 1:73
Distribution agreements, 3:11; 4:6;
4:7
Document retention, 3:70
Electronic Business Center (EBC),
1:63
Electronic Filing System (EFS), 1:63
Employee compliance handbooks,
3:152
Enablement, 1:74
Enforcement, 1:38
European Patent Convention
(EPC), Unified Patent Court,
1:44
Federal courts, 1:42
International laws, 1:46
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Enforcement, 1:38—Cont’d
International Trade Commission
(ITC), 1:43
Patent and Trademark Office
(PTO), 1:41
European Patent Convention (EPC)
Unified Patent Court, 1:44

Evaluation of invention patentability,
3:24 to 3:28

Examination and issuance, 1:39
Exploitation of rights
Implementation, 3:90
Objectives, 1:8
Fees, maintenance, 1:84; 3:71
Form, assignment agreement, 4:11
Fraud and inequitable conduct, 1:77;
1:78
Antitrust liability, 1:81
Attorneys’ fees, recovery, 1:80
Disciplinary action, 1:82
Unenforceability of patent, 1:79
General Agreement on Tariffs and
Trade (GATT), effect, 1:18;
1:19
Identification of inventor, 1:71; 3:16
Inequitable conduct, 1:77 to 1:82
Infringement, 1:138; 3:97 to 3:99
Antitrust implications, 1:140
Clearance opinions, 3:133
Damages, 1:139
Doctrine of equivalents, 1:138
Injunctive relief, 1:139
Insurance coverage, 3:131
Liability avoidance, 3:132; 3:133
misuse implications, 1:140
Interference proceedings, 1:40
International laws, 1:18; 1:19; 1:46
Internet resources, 1:63
Invention disclosure form, 3:15; 4:9
Description of invention, 3:17
Evaluation procedures, 3:21
Handling procedures, 3:21
Identification of inventor, 3:16
Prior art, 3:18
Labeling procedures, 3:44
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Letters
Inventor’s copy of application,
4:10
Submission agreement, 4:8
Letters patent, 3:70
Liability avoidance, 1:12; 3:131 to
3:132
Licensing agreements, 1:8; 3:90;
4:12
Maintenance of rights, 1:84; 3:68 to
3:71
Manual of Patent Examining Proce-
dure (MPEP), 1:20
Manuals on compliance procedures,
3:152
Manufacturing agreements, 3:11;
4:6; 4:7
Marking procedures, 3:44
Marking requirements, 1:83
Mergers and acquisitions review,
3:144
Method patents, 3:97
Nonobviousness requirement, 1:70
Notice of infringement, 3:99
Novelty requirement, 1:69
Patentability of invention, 1:67;
1:68; 1:71; 3:24 to 3:28
Patent Act, 1:18
Patent Application Information
Retrieval (PAIR), 1:63
Patent Cooperation Treaty (PCT),
1:45
Plant patents, 1:66
Prior art
Disclosure, 3:18
Search and evaluation, 3:28
Process patents, 3:97
Product marking, 1:83
Product review, 3:66
Competitor’s products, 3:97
Protection of rights, 1:4
Provisional applications, 3:42
Publication or use, 3:20
Record-keeping, 3:70
Reexamination proceedings, 1:40
Registration applications, 3:42; 3:43
Reissue proceedings, 1:40
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Remedies for infringement, 1:139
Review of competitor’s products,
3:97
Rules and regulations, 1:17
Federal, 1:19
State, 1:21
Rules of Practice in Patent Cases,
1:19
Sales agreements, 4:6; 4:7
State and local laws, 1:21
Statutes, 1:17
Federal, 1:18
State, 1:21
Submission agreements, 4:3
Confidential, 4:4
Letter enclosing agreement, 4:8
Submission procedures, 3:15 et seq.
Types, 1:66
Unenforceability, 1:79
Unsolicited inventions, 3:9; 3:14
Use, 3:20
Utility patents, 1:66
Utility requirements, 1:68
Vendor agreements, 3:11
Written description, disclosures, 1:73

PETITIONS

Intellectual property, trademark
cancellation, 4:39

PLANNING COMPLIANCE
PROGRAM
Generally, 3:1
Consulting agreements, 3:10
Distribution agreements, 3:11
Employer-employee relationship, 3:3
to 3:6
Holding companies, 3:7
Independent contractor agreements,
3:12
Joint ventures, 3:13
Manufacturing agreements, 3:11
Noncompetition agreements, 3:5
Nondisclosure agreements, 3:5
Ownership rights, 3:2
Consultants, 3:10
Distributors, 3:11
Employees, 3:3 to 3:6

Index-14

INTELLECTUAL PROPERTY COMPLIANCE

PLANNING COMPLIANCE
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Ownership rights, 3:2—Cont’d
Manufacturers, 3:11
Sales personnel, 3:11
Vendors, 3:11

Public tours of facilities, implica-

tions, 2:13

Strategic alliances, 3:13

Submission procedures
Copyrighted works, 3:23
Patentable inventions, 3:14 to 3:23
Trademarks, proposed, 3:22
Unsolicited ideas or inventions,

3:9
Unsolicited inventions or ideas,
3:14
Third party relationships, 3:8 to 3:13
Unsolicited ideas or inventions, 3:9;
3:14
Vendor agreements, 3:11

POLICY STATEMENTS
Intellectual property, computer
software compliance procedures,
4:68; 4:69
Internet, 2:14

Social media policy of employers,
1:137; 4:75

POTENTIAL INTELLECTUAL
PROPERTY RIGHTS

Generally, 3:24 et seq.

REMEDIES

American Inventors Protection Act
(AIPA), 1:18

Anticybersquatting Consumer Protec-
tion Act (ACPA), 1:143; 1:145

Copyright infringement, 1:147

Internet Corporation for Assigned
Names and Numbers (ICANN),
1:52; 3:116

Patent infringement, 1:139

Semiconductor Chip Protection Act
(SCPA), 1:117

Trademark Amendments Act (TAA),
1:23

Trademark infringement, 1:145;
3:110
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Trade secret litigation, 1:150
ex parte seizure orders, 3:127
Injunctive relief, 3:128
Protective orders, 3:129

Temporary restraining orders
(TROs), 3:12; 3:127

REPORTS AND REPORTING
Copyright assignments, 3:81
Docketing procedures and systems,

Internal audit, 2:26

Invention disclosure form, 3:15
Letters patent, 3:70

Patent documents, 3:70

Trade secret development costs, 3:40

SEMICONDUCTOR CHIP
PROTECTION ACT (SCPA)

Commencement of protection, 1:117

SMALL WEBCASTER
AMENDMENTS ACT OF 2002

Copyright Act amendments, 1:30

SOCIAL MEDIA AGREEMENTS

Trade secrets, employee agreement,
4:74

SOCIAL MEDIA POLICY

Trade secrets, employment contracts,
1:137; 4:75

STATE AND LOCAL LAWS
Copyrights, 1:33
Jurisdiction, 1:215 1:26; 1:35
Model State Trademark Bill, 1:26
Patents, 1:21
Registration of trademark, 4:40

Renewal, assignment, and cancella-
tion of trademark, 4:41

Statutes and regulations, 1:34

Trademarks, 1:26; 1:53; 3:60
Holding company taxes, 3:7
Registration, 4:40
Renewal, assignment, and cancel-

lation, 4:41
Trade secrets, 1:35; 4:40
Uniform Trade Secrets Act, 1:35

SUBMISSION AGREEMENTS
Copyrights, 4:47
Patents, 4:3
Confidential, 4:4
Letter enclosing agreement, 4:8
Trademarks, 4:13

TIMETABLES AND SCHEDULES

Intellectual property, docketing
reminder system, 2:6

TRADEMARK LAW TREATY
IMPLEMENTATION ACT
Declaration of use, 3:73
Renewal application, 3:78

TRADEMARK MODERNIZATION
ACT

Proceedings available, 3:115

TRADEMARKS

Generally, 1:2; 1:85 to 1:99; 4:18

Abandonment, 3:78

Advertising slogans, 1:96

Alien corporations, 3:49

Alteration of registered marks, 3:77

Amendments to registered marks,
3:77

Anticybersquatting Consumer Protec-
tion Act (ACPA), 1:143

Antidilution statutes, 1:26

Arbitrary marks, 1:92

Assignment agreement, 4:32

Request for recordation, 4:33
Assignment of rights, 3:76
Cancellation petition, 4:39

Cancellation proceedings, 3:100;
3:114

Certification marks, 1:88

Collective marks, 1:89

Color, 1:98

Common law, 1:27

Consulting agreements, 3:10

Container shapes, 1:97

Continued use declarations, 3:73;
3:75; 4:29; 4:31

Database information, 1:64

Deceptive trade practices statutes,
1:26
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Definitions, 1:85
Certification mark, 1:88
Collective mark, 1:89
House mark, 1:90
Service mark, 1:87
Trade dress, 1:91
Trademark, 1:86
Demand letters, 3:108
Descriptive marks, 1:94; 3:31
Dilution, 1:23; 1:141; 1:142
Distinctive marks, 1:23
Distribution agreements, 3:11
Domain names, 1:99
Dispute resolution procedures,
3:116
Internet Corporation for Assigned
Names and Numbers
(ICANN), 1:52; 3:116
Registration, 3:61
Employee compliance handbooks,
3:153
Enforcement, 1:47; 3:100
Customs Service, 1:50
Federal Trade Commission (FTC),
1:49
International laws, 1:55
International Trade Commission,
1:51
Internet Corporation for Assigned
Names and Numbers
(ICANN), 1:52; 3:116
Patent and Trademark Office
(PTO), 1:48
State and local laws, 1:53
United States International Trade
Commission, 1:54
Evaluation of potential rights, 3:24;
3:29 to 3:32
Exploitation of rights
Implementation, 3:91
Objectives of compliance program,

Famous marks, 1:23; 1:142

Federal Dilution Act, 1:23

Foreign entity applications, 3:49;
4:21

Foreign trademarks, 4:19 et seq.

Franchises, 3:91
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Generic marks, 1:95; 3:31; 3:79

Holding companies, 3:7

House marks, 1:90

Incontestability declaration, 3:74;
3:75

Incontestability declarations, 4:30;
4:31

Infringement, 1:141; 1:143

Anticybersquatting Consumer
Protection Act (ACPA), 1:143

Attorneys’ fees, 1:145
Consumer surveys, 3:110
Cybersquatters, 1:143
Damages, 1:145; 3:110
Defenses, 3:110

Demand letters, 3:108

Expert testimony, 3:110
Injunctive relief, 1:145; 3:110
Insurance coverage, 3:131
Internet, 1:143

Internet Corporation for Assigned
Names and Numbers
(ICANN), 1:52; 3:116

Internet domain names, 3:116

Investigation, 3:107

Liability avoidance, 3:134

Licensing option, 3:109

Remedies, 3:110

Watching program, 3:101 to
3:106; 3:106

Intent-to-use applications, 3:46; 4:16

International laws, 1:55

Internet Corporation for Assigned
Names and Numbers (ICANN),
1:52; 3:116

Internet piracy, 1:143; 3:106

Internet protection

Anticybersquatting Consumer
Protection Act (ACPA), 1:143

Domain names, 3:61; 3:116

Internet Corporation for Assigned
Names and Numbers
(ICANN), 1:52; 3:116

Internet resources, 1:64
Investigation of infringement, 3:107



INDEX

TRADEMARKS—Cont’d

Liability avoidance
Implementation of compliance
program, 3:134
Insurance coverage, 3:131
Objectives of compliance program,
1:13
Licensing agreements, 1:9; 3:91;
3:109; 4:35
Holding companies, 3:7
List of international goods and ser-
vices, 4:17
Litigation, 3:110
Maintenance of rights, 3:72
Amendments to registered mark,
3:77
Assignment of trademark, 3:76
Continued use declaration, 3:73;
3:75
Incontestability declaration, 3:74;
3:75
Renewal applications, 3:78
Updating registration, 3:77
Usage, 3:79
Manual on compliance procedures,
3:153
Manufacturing agreements, 3:11

Mergers and acquisitions review,
3:144

Model State Trademark Bill, 1:26
Notices, 3:59

Allowance, 3:50

Opposition, 3:112; 4:36
Opposition proceedings, 3:100; 3:111

Extension of filing period, 3:113

Notice, 3:112; 4:36

Requests for filing period exten-

sion, 4:37; 4:38
Ownership rights, holding
companies, 3:7

Petition for cancellation, 4:39
Petitions for cancellation, 3:114
Policing of marks, 3:101 to 3:106
Principal registration, 3:45

Proceedings available, Trademark
Modernization Act, 3:115

Product design infringement, 1:144
Product reviews, 3:66
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Product shapes, 1:97

Proposed trademarks, submission
procedure, 3:22

Protection of rights

Evaluation of potential rights,
3:24; 3:29 to 3:32
Objectives of compliance program,

Publication, 3:50
Registration
Internet, 1:64
Trademark Electronic Application
Systems (TEAS), 1:64; 3:47
Registration applications, 1:48; 3:31;
3:45
Amendment to allege use, 3:51;
4:23
Blackout period, 3:50
Bona fide intent to use, 4:21; 4:22
Drawing specimens, 3:54; 3:55;
4:27; 4:28
Federal requirements, 3:45 et seq.
Foreign entity, 3:49; 4:21
Intent to use, 3:46; 4:16; 4:21;
4:22
Internet, 1:64
Renewal application, 3:78; 4:34
Searches for conflicting marks,
3:30
Special form drawing specimen,
4:28
Statement of use, 3:52; 3:53; 4:24
State requirements, 3:60
Trademark Electronic Application
System (TEAS), 1:64; 3:47
Typed drawing specimen, 4:27
Use based, 3:48; 4:18
Remedies for infringement, 1:145
Renewal applications, 3:78; 4:34
Requests for filing period extension
Opposition proceedings, 4:37;
4:38
Statement of use, 4:25; 4:26
Review of registration, 1:48
Rules and regulations, 1:22
Federal, 1:24
State, 1:26
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Searches for conflicting marks
Annual search, 3:104
Application search, 3:30

Search reports, 4:15

Selection considerations, 3:29

Service marks
Application specimens, 3:58
Definition, 1:87

Slogans, 1:96

Specimens, drawings, 3:54; 3:55

Specimens of mark, 3:56 to 3:58

State and local laws, 1:26; 1:27;

1:53; 3:60
Holding company taxes, 3:7

Statement of use, 3:52
Extension of time to file, 3:53
Requests for filing period exten-

sion, 4:25; 4:26

State surveys
Registration of trademarks, 4:40
Renewal, assignment, cancellation

of trademarks, 4:41
Statutes, 1:22
Federal, 1:23
State, 1:26
Submission agreements, 4:13
Suggestive marks, 1:93
Supplemental registration, 3:45
TARR database, 1:64
Trade dress infringement, 1:91;
1:144

Trademark Amendments Act (TAA),
1:23

Trademark Dilution Revision Act,
1:142

Trademark Electronic Application
System (TEAS), 1:64; 3:47

Trademark Electronic Search System
(TESS), 1:64

Trademark Law Treaty Implementa-
tion Act, 1:24; 3:78

Trademark Manual of Examining
Procedure (TMEP), 1:25

Trademark Modernization Act
proceedings available, 3:115

Trademark Rules of Practice, 1:24

Types, 1:92 to 1:95
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United States International Trade
Commission, 1:54

Use, 3:32; 3:48; 3:79

Vendor agreements, 3:11

Watching program, 3:101 to 3:106

TRADE SECRETS

Generally, 1:2; 1:118 to 1:137
Access restrictions
Authorized third party procedures,
3:84
Employees, 3:85
Outsiders, 3:83
Visitors, 3:84
Advertising restrictions, 3:89
Authorized third party procedures,
access restrictions, 3:84
Bad faith litigation, 1:151
Computer Fraud and Abuse Act
(CFAA)
Criminal provisions, 1:124
Misappropriation, 1:153
Computer information procedures
Use of Artificial Intelligence, 3:87
Concreteness requirement, 1:126
Confidential document procedures,
3:86
Confidentiality agreements
Consultants, 3:10
Visitors, 4:71
Consulting agreements, 3:10
Criminal liability, 1:124
Defend Trade Secrets Act, 1:123
Definitions, 1:119
Defend Trade Secrets Act, 1:123
Restatement (3d) of Unfair Com-
petition, 1:122
Restatement of Torts, 1:120
Uniform Trade Secrets Act, 1:121
Disclosures
generally, 1:62; 1:127 to 1:130
Agreement, 4:73
Distributors, 3:11
Employees, 1:135; 3:5
Internet, 2:14
Litigation, 3:126
Manufacturers, 3:11
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Disclosures—Cont’d
Sales personnel, 3:11
Social media policy, 1:137; 4:75
Vendors, 3:11
Distribution agreements, 3:11
Documentation of development costs,
3:40
Economic Espionage Act, 1:36;
1:152
Employee8217s implied duty of
confidentiality
Nondisclosure, 1:130
Employees’ rights and duties, 3:3
Access to trade secrets, 3:85
Compliance handbooks, 3:155
Confidentiality agreements, 1:135;
3:5

Contractual provisions, 1:134 to
1:137
Entrance interviews, 3:142
Exit interviews, 3:88
Ideas, 3:4
Noncompetition agreements,
1:136; 3:5
Nondisclosure, 1:129; 3:5
Ownership interests, 1:131 to
1:133
Preemployment and postemploy-
ment exceptions, 1:133
Social media, 4:74; 4:75
Employer8217s ownership of
employees
contractors ideas and develop-
ments, 1:131
Enforcement, 1:61; 3:125 to 3:128
Evaluation of potential rights, 3:24;
3:40
Exploitation of rights
Implementation, 3:95
Objectives of compliance program,
1:11
Federal Defend Trade Secrets Act,
1:34
Freedom of Information Act (FOIA),
1:62
Identification procedure, 3:40

International standards and laws,
1:36; 1:152

TRADE SECRETS—Cont’d

Internet considerations, 2:14
Liability avoidance
Implementation of compliance
program, 3:141; 3:142
Insurance coverage, 3:131
Objectives of compliance program,
1:15
Licensing agreements, 3:95
Litigation
Attorneys’ fees, 1:150
Damages, 1:150
Disclosure considerations, 3:126
ex parte seizure orders, 3:127
Injunctive relief, 1:150; 3:128
Protective orders, 3:129

Temporary restraining orders
(TROs), 3:127

Maintenance of rights, 3:82
Access restrictions, 3:83 to 3:85
Adpvertising restrictions, 3:89

Computer information, Use of
Artificial Intelligence, 3:87

Confidential documents, 3:86
Employee exit interviews, 3:88
Publication restrictions, 3:89
Manual on compliance procedures,
3:155
Manufacturing agreements, 3:11
Mergers and acquisitions review,
3:145
Misappropriation, 1:149
Computer Fraud and Abuse Act
(CFAA), 1:153
Criminal penalties, 1:152
Enforcement of rights, 3:125
Insurance coverage, 3:131
Liability avoidance, 3:141; 3:142
Remedies, 1:150
Noncompetition agreements, 1:136;

Noncontractual protection
Duty of nondisclosure, 1:128

Nondisclosure, possession and duty
of, trade secrets requirements,
1:127

Novelty requirement, 1:126
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Preemployment and postemployment
exceptions to employer’s owner-
ship, 1:133

Protection of rights

Evaluation of potential rights,
3:24; 3:40
Objectives of compliance program,

Protective orders, 3:129; 4:72
Publication restrictions, 3:89
Records of development costs, 3:40
Recoverable right, legal analysis,
1:118
Restatement (3d) of Unfair Competi-
tion, 1:122
Scope of employment limitations,
1:132
Secrecy requirement, 1:125
Security procedures
Advertising restrictions, 3:89
Authorized third party procedures,
3:84
Computer information
Use of Artificial Intelligence,
3:87
Confidential documents, 3:86
Employee access restrictions, 3:85
Interviews of departing employees,
3:88
Outsider access restrictions, 3:83
Publication restrictions, 3:89
Visitor access restrictions, 3:84
Shop rights doctrine, 3:4
Social media agreement, 4:74
Social media policy, 4:75
State and local laws, 1:35; 4:40
State surveys, 4:76
Surveillance procedures, 3:83
Theories of liability, 1:35
Tort liability, 1:35; 1:120
Uniform Trade Secrets Act, 1:35;
1:121
Vendor agreements, 3:11
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Visitor access procedures, 3:84

Visitor confidentiality agreements,
4:71

TRAINING PROGRAMS
Internal auditors, 2:25
Workshops for management, 2:3

WEBSITES
Copyright Office, 1:65
Patent and Trademark Office (PTO)
Patents, 1:63
Trademarks, 1:64

WORDS AND PHRASES
Generally, 3:12
Certification mark, 1:88
Collective mark, 1:89
Collective works, 1:102
Compilation, 1:102
Defend Trade Secrets Act, 1:123
Derivative work, 1:101
Design patents, 1:66
Fair use doctrine, 1:111
First sale doctrine, 1:110
House mark, 1:90
Invention disclosure form, 3:15
National treatment, 1:60
Patent pending, 1:83
Plant patent, 1:66

Product design infringement, 1:91;
1:144

Service mark, 1:87
Shop rights doctrine, 3:4
Trade dress, 1:91

Trade dress infringement, 1:91;
1:144

Trademark, 1:86

Trade secret, 1:120; 1:122
Utility patents, 1:66
Works for hire, 3:6



