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Table of Contents
Volume 1

PART 1. RULES OF PRACTICE IN
THE PATENT AND TRADEMARK
OFFICE

CHAPTER 1. PRELIMINARY RULES AND
FEES

I. GENERAL INFORMATION AND
CORRESPONDENCE

§1:1 Practice tips—Addressing communications to the Under
Secretary of Commerce for Intellectual Property and
Director of the United States Patent and Trademark

Office

§ 1:2 —Conduct of business

§1:3 —FORM: Letter transmitting application to client for
execution(e)

§ 1:3.50 —FORM: Alternate letter transmitting application to client
for execution(e)

§1:4 Practice tips—Letters of transmittal for trademark and
service mark applications

§ 15 —Identification of application

§ 1:6 —Times for taking action

§ L7 —~Certificates of mailing

§ 1:8 —Filing of papers and fees by express mail

§1:9 —Public inspection of assignment records

§ 1:10 —Copies of certified copies

§1:11 —Requests for identifiable records

§ 1:11.50 —Paper copies of Trademark-Related Documents

§ 1:12 Addresses for trademark correspondence with the United
States Patent and Trademark Office—Rule 2.190

§1:13 —FORM: Form letter and manner of address of
communication and letters to the Patent and Trademark
Office(®)

§1:14 Business to be transacted in writing—Rule 2.191

§ 1:15 Business to be conducted with decorum and courtesy—Rule
2.192
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§1:18
§ 1:19

§ 1:19.50

§ 1:20

§ 1:21
§ 1:22
§1:23
§1:24
§ 1:25
§ 1:26

§ 1:27
§ 1:28

§ 1:29
§1:30
§1:31
§1:32
§1:33
§1:34

§ 1:35
§ 1:36

§ 1:36.50

§ 1:37
§ 1:38
§ 1:38.50

§ 1:39
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Trademark correspondence and signature requirements—
Rule 2.193

—FORM: Letter of transmittal: Trademark application—
Single class domestic applicant(s)

— —Single class foreign applicant(s)

—FORM: Letter of transmittal: Service mark application—
Single class domestic applicant(e)

—FORM: Alternate letter of transmittal: service mark
application—Single class domestic application(e)

Trademark correspondence and signature requirements—
FORM: Letter of transmittal: Service mark application—
Single class foreign applicant(e)

—FORM: Letter of transmittal: Trademark or service mark
application multiple class—Domestic applicant(e)

—FORM: Letter of transmittal: Affidavit under sections
12(c), 8, 15 or 8 and 15 combined(s)

—FORM: Letter of transmittal: Request for new certificate
of registration(s)

—FORM: Letter of transmittal: Surrender of registration
for cancellation or partial cancellation(e)

—FORM: Letter of transmittal: Amendment or disclaimer
in registration(e)

—FORM: Letter of transmittal: Renewal application—
Single class(e)

— —Multiple class(e)

—FORM: Letter of transmittal to clerk of Federal Circuit
transmitting copy of notice of appeal and docketing fee()

Identification of trademark application or registration—
Rule 2.194

—FORM: Status letter concerning pending application(e)

—FORM: Status inquiry(s)

—FORM: Communication concerning issued registration(e)

Receipt of trademark correspondence—Rule 2.195

Times for taking action: Expiration on Saturday, Sunday or
federal holiday—Rule 2.196

Certificate of mailing or transmission—Rule 2.197

—FORM: Form for certificate of mailing to be appended to
patent and trademark papers and fee submissions(e)

—FORM: Alternate form for certificate of mailing to be
appended to patent and trademark papers and fee
submissions(e)

Certificate of mailing or transmission—FORM: Certificate
of facsimile transmission to office of the solicitor(e)

—FORM: Certificate of facsimile transmission to
examination division()

—FORM: Certificate of facsimile transmission to
Commissioner for Trademarks(e)

—FORM: Declaration attesting to lost paper or fee
containing certificate of mailing(e)
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§ 1:40 Filing of correspondence by “Express Mail”—Rule 2.198

§1:41 —FORM: Form for express mail certification accompanying
paper and/or fee(s)

§ 1:41.50 —FORM: Alternate form for express mail certification
accompanying paper and/or fee(s)

§ 1:42 Assignment records open to public inspection—Rule 2.200

§1:43 Copies and certified copies—Rule 2.201

§1:44 —FORM: PTO Form 422 for ordering records and papers
from the Patent and Trademark Office using cash, check,
or coupons

§ 1:45 —FORM: PTO Form 3.76 for ordering records and papers
from the Patent and Trademark Office using a deposit
account

§ 1:46 [Reserved]

§ 1:47 —FORM: Form for an application to inspect department
records

II. FEES AND PAYMENT OF MONEY

§ 1:48 Practice tips—Miscellaneous fees and charges

§ 1:49 —Fees payable in advance

§ 1:50 —Deposit accounts

§ 1:51 —Refunds

§ 1:52 [Reserved]

§ 1:53 Trademark fees payable in advance—Rule 2.206

§ 1:54 Methods of payment—Rule 2.207

§ 1:55 —FORM: Credit card payment form and instructions

§ 1:56 Deposit accounts—Rule 2.208

§ 1:56.50 —FORM: Deposit account letter()

§ 1:57 —FORM: Representative deposit account monthly
statement issued by Patent and Trademark Office

§1:58 Refunds—Rule 2.209

§ 1:59 —FORM: Request for refund pursuant to 37 C.F.R.
§ 2.209()

III. RULES APPLICABLE TO TRADEMARK CASES

§ 1:60 Practice tips

§ 1:61 /Reserved]

§ 1:62 Definitions—Rule 2.2

§ 1:63 Trademark fees—Rule 2.6

CHAPTER 2. REPRESENTATION BY
ATTORNEYS OR OTHER AUTHORIZED
PERSONS

I. PRACTICE TIPS
§2:1 Representation by an attorney
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§ 2:2 Recognition for representation
§2:3 Correspondence with the applicant
§ 2:4 Revocation of power of attorney or withdrawal of attorney

II. POWER OF ATTORNEY AND OTHER
REPRESENTATION

§2:5 Applicants may be represented by an attorney—Rule 2.11

§2:6 —FORM: Due diligence checklist(e)

§ 2:7 Recognition for representation—Rule 2.17

§2:8 —FORM: Appointment of non-lawyer as agent(e)

§2:9 —FORM: Power of attorney(s)

§ 2:10 Correspondence, with whom held—Rule 2.18

§2:11 —FORM: Power of attorney in trademark application()

§ 2:12 —FORM: Associate power of attorney in trademark
application(®)

§2:13 —FORM: Transmittal letter Re: Associate power of
attorney(e)

§2:14 —FORM: Power of attorney in an opposition(e)

§ 2:15 —FORM: Power of attorney in a cancellation proceeding(e)

§ 2:16 Authentication of documents—Form letter to county clerk’s
office(e)

§ 2:17 —Form letter to department of state(s)

§2:18 —Form letter to foreign embassy(e)

§2:19 Correspondence, with whom held—FORM: Change of
address and firm name for applicant’s attorney()

§ 2:19.10 Correspondence, with whom held Form: Change of address
and firm name for applicant’s attorney—Illustration:
TEAS Change of correspondence address

§ 2:20 Revocation or withdrawal of attorney—Rule 2.19

§ 2:21 Revocation of power of attorney or of other authorization to
represent, withdrawal—FORM: Revocation of power of
attorney(e)

§ 2:22 —FORM: Revocation of power of attorney and appointment
of new attorney(e)

§ 2:23 —FORM: Power of attorney and revocation of prior
powers(e)

§2:24 —FORM: Request for permission to withdraw as attorney
of record(®)

CHAPTER 3. DECLARATIONS
I. PRACTICE TIPS

§3:1 General comments
§ 3:2 Substance of the declaration

II. UNSWORN DECLARATIONS PERMISSIBLE
§ 3:3 Declaration in lieu of oaths—Rule 2.20
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§3:4 —FORM: General form of declaration(e)
§3:5 —FORM: Alternate form of declaration()
§3:6 —FORM: Typical declaration(e)

CHAPTER 4. APPLICATION FOR
REGISTRATION

I. PRACTICE TIPS

§4:1
§4:1.50
§4:2
§ 4:3
§4:4
§ 4:5
§ 4:6
§ 4:7

§ 4:8
§ 4:9
§4:10
§4:11

Receiving a filing date

—Reduced fee for filing electronic TEAS Plus application

—Color of authority of person signing application

—Essential language

—Application may not be filed by fax

—Identification of goods or services

—Foreign applicants

—Constructive use as of filing date for intent-to-use
applicants

—Return of application papers

Serial number

Designation of domestic representative by foreign applicant

Filed application papers not returnable

§ 4:12 [Reserved]

§ 4:13

Access to pending applications

II. FORMALITIES

§ 4:14
§ 4:15
§4:16
§ 4:16.50
§ 4:17
§4:17.10
§4:17.20

§4:17.30
§4:17.40

§ 4:18
§ 4:18.50

§4:19
§ 4:20

Requirements for receiving a filing date—Rule 2.21

—FORM: Petition to restore filing date(®)

—FORM: PTO notice of incomplete trademark application

Filing requirements for a TEAS Plus application—Rule
2.22

Additional requirements for TEAS Plus application—Rule
2.23

—Rule 2.23—Form: Trademark Electronic Application
System (TEAS)

— —Illustration: TEAS Electronically filed trademark
application to principal register

— —Illustration: TEAS Change of correspondence address

— —Illustration: Trademark Applications and Registrations
Retrieval (TARR) search results

Serial number—FORM: PTO filing receipt for trademark
application

—FORM: Letter to client enclosing filing receipt(s)

—FORM: Request for corrected filing receipt(e)

Designation and revocation of domestic representative by
foreign applicant—Rule 2.24
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§4:21 Designation of representative by foreign applicant—FORM:
Designation of domestic representative: Separate paper
accompanying application(s)

§ 4:22 —FORM: Designation of domestic representative: Separate
paper filed during prosecution(®)

§ 4:23 Documents not returnable—Rule 2.25

§ 4:24 [Reserved]

§ 4:25 Use of old drawing in new application—FORM: Insertion in
application: Transfer of drawing from prior application(s)

§ 4:26 Pending trademark application index; Access to
applications—Rule 2.27

§ 4:27 —FORM: Request for access to application(e)

CHAPTER 5. THE WRITTEN APPLICATION

I. PRACTICE TIPS—IN GENERAL
§5:1 Generally

II. GENERAL REQUIREMENTS

§5:2 Practice tips

§ 5:3 [Reserved]

§5:4 Requirements for a complete application—Rule 2.32
§5:5 —FORM: Declaration of use in commerce(s)

§5:5.50 —FORM: Trademark/service mark statement of use(e)

III. ELEMENTS OF THE WRITTEN APPLICATION

§ 5:6 Practice tips

§5:7 —Filing new applications

§5:8 —Intent-to-use application

§5:9 —Filing date and constructive use

§5:10 —Drawings

§5:11 —Identification of goods

§ 5:12 —Use “in commerce”

§5:13 —Ownership statements

§5:14 —Applications by more than one party

§ 5:15 —Disclaimers

§5:16 —Applying to register a mark that is the name of a
deceased person

§5:17 —Names of living individuals as marks

§ 5:18 —~Classification of goods

§5:19 —Translation of the mark

§5:20 —Foreign commerce

§ 5:21 —Dates of use

§ 5:22 —Name shown on specimens

§ 5:23 —Corporate applicants
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§ 5:24
§ 5:25
§ 5:26
§ 5:27
§ 5:28
§ 5:29
§ 5:30
§ 5:30.10
§ 5:30.50
§ 5:31
§ 5:32
§ 5:33
§ 5:34
§ 5:35
§ 5:36
§ 5:37
§ 5:38
§ 5:39
§ 5:40
§ 5:41

§ 5:42

§5:43

§ 5:44

§ 5:45

§ 5:46

§ 5:47

§5:48

§ 5:48.20

§ 5:48.50

—Claiming color as a trademark

—Registration of product configuration as trademark

—FORM: Electronically filed trademark applications

— —FORM: Electronic form of trademark/service mark
application, Principal Register, with declaration

— —FORM: Electronic form of collective trademark/
service mark application

— —FORM: Electronic form of certification mark
application

— —FORM: Electronic form of collective membership
mark application

—Illustration: TEAS Electronically filed trademark
application to principal register

—FORM: Letter to client enclosing e-filing receipt(e)

Verified statement—Rule 2.33

Bases for filing—Rule 2.34

—Practice tips

— —Execution of application by foreign applicant

— —Designation of domestic representative

— —Six-month deadline

— —Abandonment of a foreign application

— —Multiple basis applications by foreign applicants

— —Transmittal of certified copy of foreign registration

— —Foreign applicant’s country of origin

—Foreign applicant—Foreign applicant’s bona fide intent
to use

—Individual domestic applicants—FORM: Trademark
application to Principal Register by domestic individual,
with oath(e)

— —FORM: Trademark application to Principal Register
by domestic individual with declaration()

—Partnership applicants—FORM: Trademark application
to Principal Register by domestic general partnership;
Oath(e)

—Partnerships—FORM: Trademark application to
Principal Register by domestic partnership; General
form; Declaration(e)

— —FORM: Trademark application to Principal Register
by domestic limited partnership; Oath(e)

— —FORM: Trademark application to Principal Register
by domestic limited partnership whose general partner is
a corporation; Declaration(e)

—Domestic Corporations—FORM: General form of
trademark application to Principal Register by domestic
corporation with oath(e)

Trademark application to Principal Register by domestic
corporation()

Bases for filing—Domestic Corporations—FORM:
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Alternate form of trademark application to Principal
Register by domestic corporation with oath(e)

§ 5:49 — —FORM: Typical trademark application with
declaration(e)

§ 5:50 — —FORM: General form of trademark application to
Principal Register by domestic corporation, with
disclaimer(e)

§ 5:50.50 — —FORM: Trademark application to Principal Register

by domestic corporation in which a color is claimed as a
feature of the mark()

§ 5:51 — —FORM: Trademark application to Principal Register
by domestic corporation in which mark is name of
deceased person(e)

§ 5:52 — —FORM: Trademark application to Principal Register
by domestic corporation in which mark is name of
fictitious person(e)

§5:53 — —FORM: Trademark application to Principal Register
by domestic corporation in which mark is name of living
person, requiring consent(e)

§ 5:54 — —FORM: Consent to registration by living person
whose name is mark applied for(s)

§ 5:55 — —FORM: Trademark application to Principal Register
by domestic corporation in which mark is foreign word(e)

§ 5:56 — —FORM: Trademark application to Principal Register
by domestic corporation; Mark is product configuration

§ 5:57 — —FORM: Trademark application to Principal Register
by domestic corporation; Mark is house mark(e)

§ 5:58 — —FORM: Combined trademark/service mark
application by joint applicants(e)

§ 5:59 —Foreign corporations—FORM: Use in the District of
Columbia by D.C. resident(s)

§ 5:60 — —FORM: Trademark application to Principal Register
by foreign corporation based on use in foreign commerce;
Declaration(e)

§ 5:61 —FORM: Trademark application to Principal Register by

foreign corporation based on foreign application filed
within previous six months with joint declaration—
Either use abroad or no use in commerce(®)

§ 5:62 —FORM: Trademark application to Principal Register by
foreign corporation based on use in foreign commerce
with claim of priority(e)

§5:63 —FORM: Transmittal of certified copy of foreign
registration(e)
§ 5:64 —Based on foreign registration—FORM: Trademark

application to Principal Register by foreign corporation
with no use in commerce, based on foreign registration
with joint declaration(e)

§ 5:65 — —FORM: Trademark application to Principal Register
by foreign corporation, based on foreign registration with
use in foreign commerce(e)
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§ 5:66 —Intent-to-use applications—FORM: Intent-to-use
trademark application to Principal Register by domestic
individual with declaration(e)

§ 5:67 — —FORM: Intent-to-use trademark application to
Principal Register by domestic general partnership with
declaration(e)

§5:68 — —FORM: Intent-to-use trademark application to
Principal Register by domestic limited partnership, with
declaration(e)

§ 5:69 — —FORM: Intent-to-use trademark application to
Principal Register by domestic corporation with
declaration(e)

§5:70 — —FORM: Intent-to-use trademark application to
Principal Register by domestic corporation in which color
is claimed as trademark

§5:71 — —FORM: Intent-to-use trademark application to
Principal Register by foreign corporation with additional
claim of priority(s)

§ 5:72 — —FORM: Intent-to-use trademark application to
Principal Register by foreign corporation relying on
foreign registration(o)

§5:73 — —FORM: PTO trademark/service mark application to
Principal Register
§5:74 Adding, Deleting, or substituting bases—Rule 2.35

§ 5:75 [Reserved]
§ 5:76 [Reserved]
§ 5:77 [Reserved]
§ 5:78 [Reserved]

§5:79 Identification of prior registrations—Rule 2.36

§ 5:80 —Practice tips

§5:81 —FORM: Insertion in application: Ownership of prior
registrations(e)

§ 5:82 Description of mark—Rule 2.37

§ 5:82.20 —Practice tips

§ 5:82.40 —FORM: Insertion in application: Mark consists of design
features

§ 5:82.60 —FORM: Insertion in application: Color is part of mark

§ 5:82.80 —FORM: Insertion in application: Shading does not
indicate color

§ 5:83 Use by predecessor or by related companies—Rule 2.38

§ 5:84 —Practice tips

§5:85 —FORM: Trademark application to Principal Register by
domestic corporation with adoption by predecessor(e)

§ 5:86 —FORM: Trademark application to Principal Register by
domestic corporation with adoption by related company(e)

§ 5:87 —FORM: Trademark application to Principal Register by
domestic corporation with use by wholly-owned
subsidiary(®)
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§ 5:88
§ 5:89
§ 5:90
§5:91
§ 5:92
§5:93
§5:94
§ 5:95
§ 5:96
§ 5:97
§ 5:98
§ 5:99
§ 5:99.50
§ 5:100

§ 5:101

§ 5:102

§5:103

§ 5:103.50

§5:104

§ 5:105

§ 5:106
§ 5:107
§ 5:108
§ 5:109
§5:110
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—FORM: Trademark application to Principal Register by
domestic corporation with use by related company(e)

—FORM: Trademark application to Principal Register by
domestic corporation with use by licensee(e)

—Intent to use by others—FORM: Intent-to-use
trademark application to Principal Register by domestic
corporation with adoption to be by related company(e)

— —FORM: Intent-to-use trademark application to
Principal Register by domestic corporation with mark to
be used by licensee(®)

Proof of distinctiveness under Section 2(f)—Rule 2.41

— —Practice tips—Acquired distinctiveness or secondary
meaning

— — —Applying under § 2(f)

— — —Intent-to-use applications

— — —Five years’ use

— — —Supplemental registration does not preclude
subsequent § 2(f) registration

— — —Evidence of distinctiveness

— —FORM: Statement in application asserting that mark
has become distinctive on the basis of five years’ use in
commerce(s)

—FORM: Alternate statement in application asserting
that mark has become distinctive on the basis of five
years’ use in commerce(®)

—Rule 2.41—FORM: Statement in application asserting
that mark has become distinctive on basis of attached
evidence(e)

— —FORM: Applicant’s declaration claiming
distinctiveness on basis of sales and advertising figures(e)

— —FORM: Applicant’s declaration claiming
distinctiveness on basis of yearly growth in sales and
advertising(e)

— —FORM: Applicant’s declaration claiming
distinctiveness based on sales volume, retail sales, and
identification of major customers(s)

Declaration in support of distinctiveness based on retail
sales, advertising, and product reviews(e)

Proof of distinctiveness under Section 2(f)—Rule 2.41—
FORM: Customer’s statement in support of
distinctiveness(e)

— —FORM: Dealer’s statement in support of
distinctiveness(e)

Concurrent use—Rule 2.42

—Practice tips

— —Concurrent use statement

— —Concurrent use registration pursuant to court decree

— —Concurrent use registration pursuant to TTAB
decision
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§5:111

§5:112

§5:113

§5:114
§ 5:115
§ 5:116
§5:117
§5:118
§5:119
§5:120
§ 5:121
§ 5:122
§ 5:123
§ 5:123.50
§ 5:124
§ 5:125

§5:126

§ 5:127
§5:128
§ 5:129

§5:130

§ 5:131
§ 5:132

§5:133

—FORM: Trademark application for concurrent use
registration by domestic corporation in which senior user
has only common law rights(e)

—FORM: Trademark application for concurrent use
registration by domestic corporation pursuant to court
decree(®)

—FORM: Application by junior user for concurrent use
claiming consent of senior registrant or owner of pending
application(®)

—FORM: Consent of owner of pending application or
registration to grant of concurrent registration(e)

Service mark—Rule 2.43

—Practice tips—Services distinguished from goods

— —Describing the services

— —Retail store services

— —Principal services registrable, not those merely
ancillary to the sale of goods

—FORM: Service mark application to Principal Register
by domestic individual(®)

—FORM: Service mark application to Principal Register
by domestic general partnership(e)

—FORM: Service mark application to Principal Register
by domestic limited partnership(e)

—FORM: Service mark application to Principal Register
by domestic corporation; General form(s)

—FORM: Alternate service mark application to Principal
Register by domestic corporation; General form(s)

—FORM: Service mark applicaton by united liability
corporation()

—FORM: Service mark application to Principal Register
by domestic corporation with adoption by predecessor(s)

—FORM: Service mark application to Principal Register
by domestic corporation with use by wholly-owned
subsidiary(®)

—FORM: Service mark application to Principal Register
by domestic corporation with use by related company(e)

—FORM: Service mark application to Principal Register
by domestic corporation with use by licensee(e)

—FORM: Service mark application to Principal Register
by foreign individual based on use in foreign commerce(s)

—FORM: Service mark application to Principal Register
by foreign corporation claiming priority based on pending
foreign application(e)

—FORM: Service mark application to Principal Register
by foreign corporation based on foreign registration(e)
—FORM: Service mark application to Principal Register

by junior applicant for concurrent use registration(e)

—FORM: Intent-to-use service mark application to
Principal Register by domestic individual(e)
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§5:134

§5:135

§ 5:136

§5:137

§5:138

§5:139
§ 5:140

§5:141

§5:142

§5:143

§5:144
§ 5:145

§ 5:146
§ 5:147
§5:148

§5:149

§ 5:150

§ 5:151

§ 5:152
§ 5:152.50
§ 5:153
§ 5:154
§ 5:155
§ 5:156

XXXV

TraDEMARK Law PracticE Forms

—FORM: Intent-to-use service mark application to
Principal Register by domestic partnership(e)

—FORM: Intent-to-use service mark application to
Principal Register by domestic corporation—General
form(e)

—FORM: Intent-to-use service mark application to
Principal Register by domestic corporation with mark to
be used by wholly-owned subsidiary(e)

—FORM: Intent-to-use service mark application to
Principal Register by domestic corporation, with mark to
be used by related company(e)

—FORM: Intent-to-use service mark application to
Principal Register by domestic corporation to be used by
licensee(®)

—FORM: Intent-to-use service mark application to
Principal Register by foreign individual(e)

—FORM: Intent-to-use service mark application to
Principal Register by foreign corporation with claim of
priority based on pending foreign application with
translation of mark(e)

—FORM: Intent-to-use service mark application to
Principal Register by foreign corporation based on
foreign registration(e)

—FORM: Intent-to-use concurrent use service mark
application to Principal Register by foreign corporation
as junior applicant(e)

—FORM: Combined trademark/service mark application
based on intent-to-use(s)

—FORM: Alternative intent-to-use application()

—FORM: General form for trademark/service mark
application(®)

Collective mark—Rule 2.44

—Practice tips

—FORM: Collective trademark application to Principal
Register by domestic non-profit corporation(e)

—FORM: Collective service mark application to Principal
Register by domestic corporation(e)

—FORM: Collective membership mark application to
Principal Register by domestic unincorporated
association(e)

—FORM: Collective trademark application to Principal
Register by domestic non-profit corporation based on
intent to use in commerce(®)

Certification mark—Rule 2.45

—Overview(e)

—Practice tips

— —Use of certification mark is not by its owner

— —Classification of goods

— —Distinction between certification mark and collective
mark
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§ 5:157
§ 5:158
§ 5:159
§5:160

§ 5:161

§ 5:162

§5:163

§ 5:164
§ 5:165
§ 5:166
§ 5:167
§ 5:168
§ 5:169
§ 5:170
§ 5:171
§ 5:172
§ 5:173
§ 5:174

§5:175

§5:176

§ 5:177

§5:178
§5:179
§ 5:180
§5:181

§5:182

— —Few marks actually qualify as certification marks

— —Regional certification marks

— —Verification of certification mark applications

—FORM: Certification mark application to Principal
Register by domestic corporation certifying nature and
quality of goods(e)

—FORM: Certification mark application to Principal
Register by foreign association certifying geographic
origin of goods based on use in foreign commerce(e)

—FORM: Certification mark application to Principal
Register by domestic association certifying services
performed by member(e)

—FORM: Certification mark application to Principal
Register by domestic corporation based on intent to use
in commerce(®)

—FORM: PTO certification mark application to Principal
Register

Principal Register—Rule 2.46

—Practice tips

Supplemental Register—Rule 2.47

—Practice tips

— —Section 44 applicants to the Supplemental Register

— —Intent-to-use applications

— —Acquired distinctiveness

—FORM: Trademark application to Supplemental
Register by domestic individual(®)

—FORM: Trademark application to Supplemental
Register by domestic general partnership(e)

—FORM: Trademark application to Supplemental
Register by domestic corporation—General form(e)

—FORM: Trademark application to Supplemental
Register by domestic corporation to register color as
trademark()

—FORM: Trademark application to Supplemental
Register by domestic corporation with adoption by
predecessor(e)

—FORM: Trademark application to Supplemental
Register by domestic corporation with use by wholly-
owned subsidiary(s)

—FORM: Trademark application to Supplemental
Register by domestic corporation with use by licensee(e)

—FORM: Service mark application to Supplemental
Register by domestic individual(®)

—FORM: Service mark application to Supplemental
Register by domestic limited partnership(e)

—FORM: Service mark application to Supplemental
Register by domestic corporation—General form(e)

—FORM: Service mark application to Supplemental
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§5:183

§5:184

§5:185

§5:186

§ 5:187
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Register by domestic corporation with use by related
company(®)

—FORM: Trademark application to Supplemental
Register by foreign corporation based on use in foreign
commerce; Joint declaration(e)

—FORM: Trademark application to Supplemental
Register by foreign corporation based on foreign
registration(e)

—FORM: Service mark application to Supplemental
Register by foreign corporation based on pending foreign
application filed within previous six months(e)

—FORM: Service mark application to Supplemental
Register by foreign corporation based on both use in
foreign commerce and on foreign registration(e)

Office does not issue duplicate registrations—Rule 2.48

CHAPTER 6. DRAWING
I. PRACTICE TIPS

§6:1
§6:2
§ 6:3
§6:4
§ 6:5
$ 6:6

“Substantially exact representation”

Material alterations of the mark

Standard character drawing or special form drawing
Color in drawings and drawings of product configurations
Describing the mark

Formalities

II. REQUIREMENTS

§ 6:7
§6:8

§6:9

§6:10
§6:11
§6:12
§6:13

Drawing required—Rule 2.51

—FORM: Service mark application to Principal Register by
domestic corporation where mark consists of a sound(e)

—FORM: Drawing of sound mark

Types of drawings and format for drawings—Rule 2.52
—FORM: Drawing page format for application(e)
Requirements for drawings filed through the TEAS—Rule 2.53
Requirements for drawings submitted on paper—Rule 2.54

CHAPTER 7. SPECIMEN
I. PRACTICE TIPS

§7:1
§ 7:2
§ 7:3
§ 74
§ 7:5
§7:6

XXXVIiil

Importance of specimens

Number of specimens

Facsimiles

Physical enclosure of specimens or facsimiles with application
Displays associated with the goods

Substitute specimens
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II. REQUIREMENTS

§ 7:7 Specimens—Rule 2.56

§ 7.8 —FORM: Specimen or facsimile page in application()

§7:9 Filing substitute specimen(s)—Rule 2.59

§7:10 —FORM: Declaration that substitute specimens/facsimiles
were in use in commerce before filing date of § 1(a)
application(s)

§ 7:11 —FORM: Declaration that substitute specimens/facsimiles
were in use in commerce prior to filing statement of use or to
expiration of time for filing same in § 1(b) application(e)

§ 7:12 —Illustration: Substitute specimen

CHAPTER 8. EXAMINATION OF
APPLICATION AND RESPONSE BY
APPLICANTS

I. OFFICE ACTIONS AND RESPONSES THERETO

§8:1 Practice tips—Preliminary Office actions

§8:2 —Combined response and amendment

§8:3 —Telephone interview with examiner

§ 8:4 —Priority actions

§ 8:5 —Intent-to-use applications

§ 8:6 —Responding to informalities

§ 8:7 —Technical matters

§ 8:8 —Substantive examination of applications—Grounds for
rejection

§8:9 —Responding to a refusal based on likelihood of confusion

§ 8:10 —Responding to a refusal based on descriptiveness

§ 8:11 — —Merely descriptive

§ 8:12 — —Marks refused as descriptive

§ 8:13 — —Surname refusals

§8:14 — —Number marks

§ 8:15 — —Product configuration as a type of descriptiveness

§ 8:16 — —Refusals based on geographic descriptiveness

§ 8:17 —FORM: Office action rejecting mark as functional and

non-distinct
§8:17.50 —FORM: Letter to client enclosing Office action(e)
§8:17.60 —FORM: Letter to client enclosing second Office action(e)

§ 8:18 —FORM: Response to Office action(e)

§ 8:19 —FORM: Supporting declaration and exhibits

§ 8:19.50 —FORM: Letter to client enclosing response to Office
action(®)

§ 8:20 —Overcoming refusals by amending to claim a § 2(f)
(acquired distinctiveness) basis for registration

§ 8:21 —Amendment to Supplemental Register
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§ 8:22
§ 8:23
§ 8:24
§ 8:25
§ 8:26
§ 8:27
§ 8:28
§ 8:29

§ 8:30
§ 8:31

§ 8:32

§ 8:33

§ 8:33.10

§ 8:33.20

§ 8:33.30

§ 8:33.40

§ 8:33.50

§ 8:33.60

§ 8:33.70

§ 8:33.80

§ 8:33.90

§ 8:34

x1
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—Alternative arguments

—Responding to informal objections—Disclaimers

— —Substitute or additional specimens

— —Responding to inquiries regarding the nature of the
goods

— —Identifying prior registrations owned by applicant

Action by examiner—Rule 2.61

—FORM: Typical 2(d) refusal based on prior registration of
similar mark()

—FORM: Typical 2(e) refusal based on descriptiveness(e)

Procedure for filing response—Rule 2.62

Period for response—Responses to § 2(d) refusals—FORM:
Response to refusal based on same mark registered for
different goods, with amendment to identification of
goods(e)

— —FORM: Response to refusal based on same mark for
different goods; Argument without amendment(e)

— — —FORM: Response re refusal of service mark re
likelihood of confusion(e)

— —FORM: Response to refusal based on likelihood of
confusion with arguments about overall commercial
impression, descriptiveness, and different goods and
services

— —FORM: Response to refusal based on likelihood of
confusion with argument about visual and conceptual
differences and coexistence of similar marks(e)

— —FORM: Response to refusal based on likelihood of
confusion with argument about coexistence of marks,
visual and conceptual differences, and consumer
recognition(e)

— —FORM: Alternate response to refusal based on
likelihood of confusion(e)

— —FORM: Second alternate response to refusal based on
likelihood of confusion(e)

— —Form: Response to refusal based on likelihood of
confusion with arguments about overall commercial
impression and descriptiveness(®)

— —FORM: Response to refusal based on likelihood of
confusion with arguments about unrelated subject matter
and consumers, unrelated services, and sophisticated
consumers(®)

— —FORM: Response to refusal based on likelihood of
confusion with arguments about overall commercial
impression and weak common element

— —FORM: Response to refusal based on likelihood of
confusion with arguments about overall commercial
impression and coexistence of similar marks(e)

— —FORM: Response to refusal based on similar
registered mark for similar goods and similar pending
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§ 8:34.50
§ 8:35

§ 8:35.20
§ 8:36
§ 8:37
§ 8:37.10

§ 8:37.20
§ 8:37.40
§ 8:37.60
§ 8:38

§ 8:38.10

§ 8:38.20

§ 8:38.30

§ 8:38.35

§ 8:38.40

§ 8:38.50

§ 8:38.60

§ 8:38.70

§ 8:38.80

§ 8:39

application for different goods, and to inquiry regarding
trade name(®)

— —FORM: Response to Office Action with request to lift
suspension due to abandonment of prior application(e)

— —FORM: Response to refusal based on similar mark for
same services with amendment of description of services,
disclaimer of descriptive words, and citation of applicant’s
other marks(e)

— —FORM: Response to Office Action with argument
against disclaimer requirement(e)

— —FORM: Response to refusal based on similar mark by
submission of letter of consent from owner of cited
registration—Related cancellation proceeding(e)

— —FORM: Consent to registration—Agreement(e)

— —FORM: Alternate consent to registration—
Agreement(e)

— — —Agreement(®)

— —FORM: Alternate response to § 2(e) refusal(e)

— —FORM: Alternate response to § 2(e) refusal(e)

—Responses to § 2(e) Refusals—FORM: Response to refusal
based on descriptiveness of word mark(e)

—Responses to § 2(e) refusals—FORM: Response to refusal
based on descriptiveness with arguments that mark is
merely suggestive and other registrations exist without
disclaimer(®)

— —FORM: Response to refusal based on descriptiveness
with argument that mark is suggestive and will be
perceived by consumers as such(e)

— —FORM: Response to refusal based on descriptiveness
with argument that mark is suggestive of identified goods
and has multiple meaning(®)

— —FORM: Response to refusal based on descriptiveness
with argument that mark does not describe quality or
characteristic of services(e)

— —FORM: Response to refusal based on descriptiveness
with argument about arbitrary foreign language term(o)

—Responses to § 2(e) Refusals—FORM: Response to refusal
based on descriptiveness with argument about obscure or
dead language(e)

— —FORM: Response to refusal based on descriptiveness of
mark with argument of applicability of doctrine of foreign
equivalents()

—Responses to § 2(e) refusals—FORM: Response to refusal
based on descriptiveness with argument that mark is not
geographically descriptive(e)

—Responses to § 2(e) Refusals—FORM: Response to refusal
based on descriptiveness of mark with argument that
mark has multiple meanings(e)

— —FORM: Response to refusal based on descriptiveness of
mark where mark is suggestive of product configuration(s)
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§ 8:39.20
§ 8:39.30

§ 8:39.35

§ 8:39.40
§ 8:39.50

§ 8:39.60

§ 8:39.70
§ 8:39.75
§ 8:39.80

§ 8:40

§ 8:41

§ 8:42

§ 8:42.50

§ 8:43

§ 8:44

§ 8:44.50

§ 8:44.60

§ 8:45
§ 8:46

§ 8:47

xlii

TraDEMARK Law Pracrtick ForMs

— —FORM: Alternate response to § 2(e) refusal(e)

— —FORM: Response to § 2(e) refusal based on
descriptiveness and generic term(e)

— —FORM: Response to § 2(e) refusal based on
descriptiveness or misdescriptiveness of mark(e)

— —FORM: Alternate response to § 2(e) refusal(e)

— —FORM: Alternative response to refusal based on
descriptiveness of mark(e)

—Responses to § 2(e) refusals—FORM: Response to refusal
based on descriptiveness, generic term and acquired
distinctiveness(s)

— —Form: Response amending application to include claim
of distinctiveness(e)

— —FORM: Declaration pursuant to § 2(f) in support of
registration based on acquired distinctiveness(e)

— —FORM: Response to refusal based on descriptiveness
and generic term(e)

—Responses to § 2(e) Refusals—FORM: Response to refusal
based on descriptiveness of mark by amending Section 2(f)
basis for registration(e)

— —FORM: Alternate response to refusal based on
descriptiveness of mark by amending to § 2(f) basis for
registration with amended drawing(e)

— —FORM: Response to refusal based on functionality of
product configuration mark by amending to § 2(f) basis for
registration with amended description of mark(s)

—Responses to § 2(e) refusals—FORM: Response to refusal
based on functionality with amendments(e)

—Responses to § 2(e) Refusals—FORM: Response to refusal
based on functionality of container configuration mark
with statement of control over licensee; No amendment to
§ 2(h©

— —FORM: Response to refusal based on deceptive
misdescriptiveness with amendment of identification of
goods, explanation of shading in drawing, and submission
of additional specimens(e)

— —FORM: Response to refusal with substitute
specimen(e)

—Responses to § 2(e) refusals—Form: Response to office
action based on unacceptable specimen with argument
relating to impracticability of placing mark on goods,
packaging or display(e)

—Responses to § 2(e) Refusals—FORM: Declaration
accompanying additional substitute specimens(e)

— —FORM: Response to refusal based on geographical
descriptiveness or misdescriptiveness of mark (§ 2(e)(2))(e)
— —FORM: Response to refusal based on descriptiveness of
mark and on same mark registered for different goods

with citation of co-pending application()
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§ 8:48

§ 8:49

§ 8:50

§ 8:51

§ 8:52
§ 8:52.50
§ 8:53
§ 8:53.10

§ 8:53.20

— —FORM: Response to refusal based on indefinite
identification of goods with amendment of identification
and class(e)

— —FORM: Alternative response to refusal based on
identification of goods(e)

— —FORM: Response to inquiry re meaning of mark
consisting of initials and re nature of goods with
amendment of identification of goods(e)

— —FORM: Response to inquiry re significance of number
mark with amendment of identification of goods and claim
of ownership of related registrations(e)

— —FORM: Response to Office action relating to color as
trademark

— —SAMPLE: Response to refusal with § 2(f) amendment
showing color acquired distinctiveness

— —FORM: Amendment and response to priority Office
action relating to color as trademark

— —Response to Office Action re significance of mark
term(e)

—Responses to § 2(d) and § 2(e) refusals—FORM: Response
to refusal based on likelihood of confusion and
descriptiveness with amendment(e)

II. REEXAMINATION, FINAL ACTION AND

RECONSIDERATION
§ 8:54 Practice tips—Reexamination
§ 8:55 —Reconsideration
§ 8:56 Reexamination—Rule 2.63

§ 8:57 —FORM: Petition for reexamination(e)

§ 8:58

Final action—Rule 2.64

§8:59 —FORM: Typical final action by examiner(e)
§8:60 —FORM: Request for reconsideration(e)

III. ABANDONMENT, SUSPENSION, REVIVAL AND

REINSTATEMENT
§ 8:61 Practice tips—Failure to respond
§ 8:62 —Petitions to revive abandoned applications and requests
for reinstatement
§ 8:63 —Reviving intent-to-use applications
§ 8:64 —Suspension of action on an application
§ 8:65 —Express abandonment of application
§ 8:66 Abandonment—Rule 2.65
§ 8:67 —FORM: PTO notice of abandonment(e)
§ 8:68 Revival of abandoned applications—Rule 2.66
$ 8:69 —FORM: Petition to revive(e)
§ 8:70 —FORM: Declaration accompanying petition to revive(s)
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§ 8:70.50 —FORM: Alternate declaration accompanying petition to

revive(e)

§ 8:71 —FORM: Request for reinstatement(e)

§ 8:72 —FORM: TTAB grant of request for reinstatement(e)

§ 8:73 Suspension of action by the Patent and Trademark Office—
Rule 2.67

§ 8:74 —FORM: Request for suspension of action(e)

§ 8:75 —FORM: Response to Office action, including request for
suspension of action(e)

§8:76 Express abandonment (withdrawal) of application—Rule
2.68

§ 8:77 —FORM: Express abandonment of application(e)

§ 8:78 —FORM: Express abandonment of trademark application

with consent(e)

§ 8:78.50 —FORM: Applicant’s express abandonment of application
pursuant to settlement agreement(s)

§ 8:79 —FORM: Response to Office action by withdrawal of
application(®)

IV. RESPONSE TO INFORMAL OBJECTION
REGARDING COMPLIANCE WITH OTHER U.S.
STATUTES

§ 8:80 Practice tips

§ 8:81 Compliance with other laws—Rule 2.69

§ 8:82 —FORM: Statement that entire labelling complies with FDCA

regulations(e)

§8:83 —FORM: Statement that products are exempt from certain

labelling requirements(e)

CHAPTER 9. AMENDMENT OF
APPLICATION

I. RESPONDING TO INFORMAL OBJECTIONS BY
AMENDMENT

§9:1 Practice tips—Miscellaneous informalities

§9:2 —Amending the identification of goods or services under Rule
2.71(b)

§9:3 —Correcting defective declarations under Rule 2.71(c)

§ 9:4 —Amending the date of first use under Rule 2.71(d)

§9:5 —Examiners’ amendments

§9:6 —Amendments to the description or drawing of the mark

under Rule 2.72
§ 9:7 Amendments to correct informalities—Rule 2.71
§9:8 —FORM: Amendment providing translation of mark(e)
§9:9 —FORM: Amendment clarifying goods(e)
§9:10 —FORM: Amendment restricting goods and changing
identification of goods with request for refund(e)

xliv
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§9:11 — —FORM: Amendment of services(®)

§9:12 — —FORM: Amendment to identification of goods(e)

§9:13 —FORM: Substitute declaration(e)

§9:14 —FORM: Declaration supporting amendment of dates of first

use(®)

§9:15 — —FORM: Declaration supporting amendment establishing
that substitute specimen was in use on filing date(e)

§9:16 —FORM: Declaration supporting amendment of name of

applicant(e)
§9:17 Amendments to correct informalities—FORM: Examiner’s
amendment
§9:18 —FORM: Letter to client enclosing examiner’s amendment(s)
§9:19 Amendments to description or drawing of the mark—Rule 2.72
§9:20 —FORM: Amendment of drawing of mark(e)
§9:21 —FORM.: alternate substitute drawing(®)
§9:22 —FORM: substitute drawing, specimen and description of

mark(e)
§9:23 Amendments to description or drawing of the mark—FORM:

Amendment of drawing of mark—FORM: Substitute
drawing(e)
§9:24 —FORM: Declaration accompanying amendment of drawing(e)

II. AMENDMENT WHEN CONCURRENT USE
ARISES

§ 9:25 Practice tips

§ 9:26 Amendment to recite concurrent use—Rule 2.73

§9:27 —FORM: Amending basis for registration to concurrent use(e)

§9:28 —FORM: Substitute declaration accompanying amendment of
application to concurrent use basis for registration(e)

III. FORM OF AMENDMENT

§ 9:29 Practice tips

§9:30 Form and signature of amendment—Rule 2.74

§9:31 Form of amendment—FORM: Form of amendment referring to
page and line numbers and adding disclaimer(e)

IV. CONVERTING THE APPLICATION TO A
DIFFERENT REGISTER

§ 9:32 Practice tips

§ 9:33 Amendment to change application to different register—Rule
2.75

§9:34 —FORM: Amendment from Principal Register to
Supplemental Register(s)

§9:35 —FORM: Amendment from Principal Register to
Supplemental Register and to Allege Use()

§9:36 —FORM: Transmittal of amendment from Principal Register
to Supplemental Register and to Allege Use(e)
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§9:37 —FORM: Amendment from Supplemental Register to
Principal Register(e)

V. AMENDMENTS IN INTENT-TO-USE
APPLICATIONS

§ 9:38 Practice tips—Amendments to allege use under Rule 2.76 —
The blackout period—When to file

§ 9:39 — —Formalities
§9:40 — —Defective amendment to allege use
§9:41 —Amendments between notice of allowance and statement of

use under Rule 2.77

§9:42 Amendment to allege use—Rule 2.76

§ 9:43 —FORM: Amendment to allege use(e)

§9:44 —FORM: PTO notice of acceptance of amendment to use(e)

§ 9:45 —FORM: PTO allegation of use for intent-to-use application

§9:46 —FORM: PTO amendment to allege use under 37 C.F.R.
§2.76

§ 9:47 Amendments between notice of allowance and statement of
use—Rule 2.77

CHAPTER 10. PUBLICATION, NOTICE OF
ALLOWANCE, AND POST PUBLICATION
FORMALITIES

I. PRACTICE TIPS

§ 10:1 Publication for opposition

§ 10:2  Letter of protest

§ 10:3  Action after publication and expiration of period for opposition

§ 10:4 Simultaneous publication and registration on the
Supplemental Register

§ 10:5 Conflicting marks

§10:6 Amendments after publication and after notice of allowance

II. PUBLICATION AND ACTION AFTER
EXPIRATION OF PERIOD FOR OPPOSITION

§ 10:7 Publication for opposition—Rule 2.80

§ 10:8 —FORM: PTO notice of publication in application based
on use in commerce

§ 10:9 —FORM: Notice of publication in intent-to-use application

§ 10:10 —FORM: Letter to client re: Publication of mark(e)

§10:11 —FORM: Alternative letter to client re: Publication of
mark(e)

§ 10:12 —FORM: Letter of protest on basis that mark is generic(e)

§ 10:13 —FORM: Letter of Protest Based on Likelihood of

Confusion with Prior Trademark Registrations(e)

xlvi
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§10:13.10 —FORM: Alternative form for letter of protest based on
likelihood of confusion with prior trademark
registrations(e)

§ 10:13.20 —FORM: Alternative Form for Letter of Protest Based on
Likelihood of Confusion with Prior Trademark
Registrations(s)

§10:13.30 —FORM: Alternative Form for Letter of Protest Based on
Likelihood of Confusion with Prior Trademark
Registrations(e)

§10:13.40 —FORM: Form for Letter of Protest Based on Likelihood
of Confusion with Prior Pending Trademark
Application(e)

§10:13.50 —FORM: Form for Letter of Protest Based on Pending
Litigation(e)

§10:13.80 —FORM: Grant of Letter of Protest by PTO

§10:14 Post publication—Rule 2.81

§10:15 —FORM: Notice of allowance
§ 10:16 —FORM: Request for correction of notice of allowance(e)
§ 10:17 —FORM: Response to notice of allowance()

III. PUBLICATION ON SUPPLEMENTAL
REGISTER

§ 10:18 Marks on Supplemental Register published only upon
registration—Rule 2.82

IV. POST-PUBLICATION FORMALITIES

§10:19 Conflicting marks—Rule 2.83

§ 10:20  Jurisdiction over published applications—Rule 2.84

§10:21 —FORM: Amendment after publication deleting portion of
identification of goods(e)

§ 10:22 —FORM: Amendment after publication restricting
identification of goods(e)

§ 10:23 —FORM: Amendment after publication but before notice of
allowance correcting immaterial error(e)

CHAPTER 11. CLASSIFICATION OF GOODS
AND SERVICES

I. PRACTICE TIPS

§ 11:1 Classification does not affect substantive rights

§ 11:2 International and prior U.S. schedules of goods and services
§ 11:3 Amending the classification in a pending application

§ 11:4 Multiple class applications

§ 11:5 Requesting to divide multiple class applications

§ 11:6 Mechanics of dividing an application
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II. INTERNATIONAL AND PRIOR U.S. SYSTEMS
OF CLASSIFICATION OF GOODS AND
SERVICES

§11:7 Classification schedules—Rule 2.85

§11:8 International schedule of classes of goods and services—Rule
6.1

§11:9 Prior U.S. schedule of classes of goods and services—Rule 6.2

§ 11:10  Schedule for certification marks—Rule 6.3

§ 11:11  Schedule for collective membership marks—Rule 6.4

III. MULTICLASS AS WELL AS SINGLE CLASS
APPLICATIONS PERMISSIBLE

§ 11:12  Application may include multiple classes—Rule 2.86

§11:13 —FORM: Multiple class trademark application to Principal
Register by domestic corporation(e)

§11:14 —FORM: Multiple class service mark application to
Supplemental Register by domestic individual(e)

§ 11:15 —FORM: Combined trademark and service mark application
to Principal Register by domestic corporation(s)

IV. REQUESTING TO DIVIDE MULTICLASS

APPLICATIONS
§11:16 Dividing an application—Rule 2.87
§11:17 —FORM: Request to divide application(e)
§11:17.50 —FORM: Alternate request to divide application(e)
§11:18 —FORM: PTO filing receipt for trademark divisional
application
§11:19 —FORM: Trademark divisional application as response to

Office action(e)

CHAPTER 12. STATEMENT OF USE IN
INTENT-TO-USE APPLICATIONS

I. PRACTICE TIPS

§12:1 Generally
§12:2 Filing a statement of use after the notice of allowance is
received

§ 12:3 The “blackout period”
§12:4 Extensions of time for filing a statement of use
§ 12:5 —Good cause

§12:6 —Essential language
§12:7 —Optional language
§12:8  —Signature on request for extension

§12:9 Verification of the statement of use
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§ 12:10 Date of first use
§ 12:11  Other formalities

II. FILING AND EXTENSION OF TIME FOR FILING
STATEMENT OF USE

§12:12 Filing statement of use after notice of allowance—Rule
2.88

§ 12:12.50 FORM: Letter to client after notice of allowance re:
statement of use(e)

§12:12.70 FORM: Alternate letter to client after notice of allowance
re: statement of use(e)

§ 12:13 Filing statement of use after notice of allowance—FORM:
Statement of use under 37 C.F.R. § 2.88()

§ 12:13.50 —FORM: Alternate statement of use under 37 C.F.R. §

2.88(0)

§12:14 —FORM: Statement of use with declaration(s)

§ 12:15 —FORM: PTO notice of acceptance of statement of use(e)

§ 12:16 —FORM: Request to change applicant’s address after
issuance of notice of acceptance of statement of use()

§ 12:17 —FORM: Letter to client after filing statement of use(e)

§12:18 —FORM: Electronic form of trademark/service mark
allegation of use

§12:19 Extensions of time for filing a statement of use—Rule 2.89

§ 12:20 —FORM: Request for extension of time to file statement
of use(®)

§12:21 —FORM: Extension of time to file statement of use with
declaration(e)

§ 12:22 —FORM: PTO notice of approval of extension request(e)

§ 12:23 —FORM: PTO request for extension of time to file
statement of use

§12:24 —FORM: Electronic form of extension of time for filing a

statement of use

Volume 2

CHAPTER 13. INTER PARTES
PROCEEDINGS

I. PRACTICE TIPS, IN GENERAL
§ 13:1  Generally

II. INTERFERENCES

§13:2 Practice tips
§13:3 —Initiating an interference
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§13:4 —Making a case for an interference

§13:5 —Prevailing in an interference depends on priority of use
§13:6 Declaration of interference—Rule 2.91

§13:7 Preliminary to interference—Rule 2.92

§13:8 Institution of interference—Rule 2.93

§13:9 Issue; Burden of proof—Rule 2.96

§ 13:10 Adding party to interference—Rule 2.98

III. CONCURRENT USE PROCEEDINGS

§ 13:11 Practice tips

§ 13:12 —Application procedure

§ 13:13 —dJurisdiction of the Trademark Trial and Appeal Board

§ 13:14 Application to register as concurrent user—Rule 2.99

§ 13:15 —FORM: Statement by applicant or registrant in response to
notice of concurrent use proceeding(e)

§13:16 —FORM: Answer by user (non-applicant, non-registrant) to
notice of concurrent use proceeding(e)

IV. OPPOSITION PROCEEDINGS

§ 13:17 Practice tips—Initiating an opposition

§13:18 —Extending the time for opposing

§13:19 —Identification of potential opposer in the request for
more time

§ 13:20 —Filing the notice of opposition

§13:21 —Amending the notice of opposition

§13:22 —FORM: Motion for leave to file amended notice of
opposition(s)

§ 13:23 —FORM: Amended notice of opposition()

§13:24 —FORM: Answer to amended notice of opposition and
counterclaim for cancellation of registration()

§ 13:25 —FORM: Answer to counterclaim(e)

§ 13:26 —Opposing multiple class applications

§ 13:27 —Opposing intent-to-use applications

§ 13:28 —Grounds for opposition

§13:29 — —Likelihood of confusion

§ 13:30 — —Descriptiveness

§ 13:31 — —Deceptive or disparaging marks

§13:32 — —Use of name without consent

§13:33 — —Failure to use the mark in commerce

§13:34 — —Misuse of the registered trademark symbol

§ 13:35 — —Invalid grounds for opposition

§ 13:36 —Answering an opposition

§13:37 —PFailure to file an answer

§ 13:37.50 —FORM: Letter to applicant regarding potential
opposition(s)

§ 13:38 Filing an opposition—Rule 2.101
1
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§13:39
§13:40
§13:41
§ 13:42
§13:43
§13:44

§13:45
§13:46

§13:47

§13:48

§ 13:48.50
§ 13:48.53
§ 13:48.55
§ 13:48.56
§ 13:48.57
§ 13:48.58
§ 13:48.59
§ 13:48.60

§ 13:48.70

§ 13:48.80

§ 13:49

§ 13:50

§ 13:50.50

§ 13:50.60
§ 13:50.70

—FORM: TTAB opposition and cancellation proceeding
synopsis

—FORM: Notice of opposition to a mark

Extension of time for filing an opposition—Rule 2.102

—FORM: Extension of time to file opposition(e)

—FORM: First request for extension of time for filing an
opposition(s)

—FORM: Request to cancel extension of time in which to
file opposition(e)

—FORM: Notice of intention not to file opposition(e)

—FORM: Request for extension of time for filing an
opposition where the time in the aggregate is more than
120 days from the date of publication of the
application(s)

Contents of opposition—Rule 2.104

—FORM: Notice of opposition(s)

—FORM: Notice of opposition based on confusing
similarity of a word mark(e)

—FORM: Notice of opposition based on likelihood of
confusion with argument about similar trade dress(e)

—FORM: Notice of opposition based on likelihood of
confusion(e)

—FORM: First alternative notice of opposition based on
likelihood of confusion(e)

—FORM: Second alternative notice of opposition based on
likelihood of confusion(e)

—FORM: Third alternative notice of opposition based on
likelihood of confusion(e)

—FORM: Notice of opposition based on likelihood of
confusion with cover sheet(e)

—FORM: Notice of opposition based on confusing
similarity of mark involving similar goods(e)

Contents of Opposition—FORM: Notice of opposition
based on likelihood of confusion and false suggestion of
connection(?)

—FORM: Alternative notice of opposition based on
likelihood of confusion and false suggestion of
connection(e)

Contents of opposition—FORM: Notice of opposition based
on confusing similarity of a design mark filed by attorney
without verification (Section 2(d) of the Lanham Act)()

—FORM: Notice of opposition based on confusing
similarity of a word mark with verification (Section 2(d)
of the Lanham Act)(e)

—FORM: Notice of opposition based on confusing
similarity of marks (Section 2(d) of the Lanham Act)(®)

Notice of opposition(s)

Contents of Opposition—FORM: Notice of opposition
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§13:53

§13:54

§ 13:55
§ 13:55.50

§ 13:56

§ 13:57
§ 13:58

§ 13:59
§ 13:59.10
§ 13:60
§13:61
§13:62
§ 13:63
§13:64
§ 13:65
§ 13:66
§ 13:66.10
§ 13:66.20
§ 13:66.30
§ 13:66.31
§ 13:66.32
§ 13:66.33

§ 13:66.34
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based on Notice of opposition based on priority,
likelihood of confusion, and primarily a surname(®)

Contents of opposition—FORM: Notice of opposition filed
by an attorney based on using a name or signature
identifying a particular living individual (Section 2(c) of
the Lanham Act)()

—FORM: Notice of opposition based on using a name
falsely suggesting a connection with a particular
individual, living or dead (Section 2(a) of the Lanham
Act)(®

—FORM: Notice of opposition—Mark sought to be
registered is a common descriptive word (Section 2(e) of
the Lanham Act)(®)

— —Mark sought to be registered is a team name (Section
2(d) of Lanham Act)(®)

—FORM: Notice of opposition based on prior use(s)

—FORM: Notice of opposition based on prior common law

use(®)
—FORM: Notice of opposition based on intent-to-use

trademark application(e)

—FORM: PTO suggested format for notice of opposition

Notification to parties of opposition proceeding(s)—Rule
2.105

—FORM: Notification by TTAB of filing of notice of
opposition(s)

—FORM: Notification by TTAB of filling notice of
opposition with information about proceeding(e)

—Form: “The TTAB would like you to know”(e)

Answer—Rule 2.106

—FORM: PTO notice of default (no answer filed)

—FORM: Judgment upon default (no response to notice of
default)

—FORM: Answer to notice of opposition(e)

—FORM: Alternative answer to notice of opposition()

—FORM: Alternative answer to notice of opposition(s)

— —Electronically filed(s)

—FORM: Answer to notice of opposition and counterclaim
for cancellation of registration(e)

—FORM: Answer to notice of opposition with affirmative
defenses(®)

—FORM: First alternative answer to notice of opposition
and affirmative defenses(e)

—FORM: Second alternative answer to notice of
opposition and affirmative defenses(e)

—FORM: Third alternative answer to notice of opposition
and affirmative defenses(s)

—FORM: Fourth alternative answer to notice of
opposition and affirmative defenses(e)
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§ 13:67

§ 13:68
§ 13:68.10

§ 13:68.20
§ 13:68.30

§ 13:68.40

§ 13:68.50
§13:69
§ 13:70
§13:71

§13:72

—FORM: TTAB discovery and testimony scheduling
order(e)

—FORM: Alternative answer to notice of opposition(s)

—FORM: Second alternative answer to notice of
opposition(s)

—FORM: Answer to amended notice of opposition(e)

—FORM: Applicant’s answer to opposer’s second amended
notice of opposition(e)

—FORM: Motion to extend the time within which
applicant may respond to opposer’s motion for summary
judgment and to opposer’s motion to amend notice of
opposition(e)

—FORM: Opposer’s response to applicant’s motion to
extend time(®)

—FORM: Withdrawal of notice of opposition before
answer is filed(s)

—FORM: Withdrawal of notice of opposition after answer
is filed(e)

—FORM: Conditional withdrawal of opposition without
prejudice(e)

—FORM: Motion for extension of time to answer or
otherwise plead(®)

§ 13:73 [Reserved]
§ 13:74 [Reserved]

§13:75
§13:76
§ 13:76.10
§13:77
§ 13:77.10
§13:77.20

§13:77.30

§ 13:77.40

§13:77.50

Amendment of pleadings in an opposition proceeding—
Rule 2.107

—FORM: Motion of opposer to amend notice of
opposition(e)

Amendment of proceedings in an opposition proceeding—
FORM: Opposer’s motion to amend notice of opposition(s)

Amendment of pleadings in an opposition proceeding—
FORM: Amended notice of opposition(s)

Amendment of proceedings in an opposition proceeding—
FORM: Alternative amended notice of opposition(e)

Answer—FORM: Applicant’s answer to opposer’s second
amended notice of opposition(e)

Amendment of proceedings in an opposition proceeding—
FORM: Applicant’s preliminary response to opposer’s
motion to amend its notice of opposition and motion to
strike all references in opposer’s papers that refer to any
claim that applicant did not sign its trademark
application in good faith(s)

—FORM: Supplement to applicant’s preliminary response
to opposer’s motion to amend(e)

—FORM: Opposer’s reply in support of its motion to
amend notice of opposition(s)

V. CANCELLATION PROCEEDINGS

§13:78

Practice tips—Cancellation of registrations

© 2013 Thomson Reuters, Rel. 21, 2/2013 liii



§13:79
§13:80
§13:81
§13:82
§13:83
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§ 13:86

§13:87
§ 13:88
§ 13:89
§ 13:90
§13:91
§13:92
§13:93
§13:94
§ 13:94.50

§ 13:95
§ 13:96

§ 13:96.50

§ 13:97

§ 13:98

§13:99

§ 13:99.50

§ 13:99.60
§ 13:99.70

§ 13:100
§13:101
§ 13:102

§13:103
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—Standing to petition to cancel

—Deadline for filing the petition for cancellation

—Execution of the petition for cancellation

—Contents of the petition to cancel

—Filing the petition

—Petitions to cancel different registrations

—Grounds for cancellation

— —Cancellation based on fraudulently obtained
registration

— —Cancellation based on false association of mark with
deceased person or other § 2(a) ground

— —Cancellation based on abandonment

— —Standing of intent-to-use applicant to petition

— —Cancellation of § 2(f) registration based on
descriptiveness

—Answering a petition for cancellation

—Defenses to petitions for cancellation

—Cancellation of a mark on the Supplemental Register

Filing petition for cancellation—Rule 2.111

—FORM: Notice of appearance in cancellation
proceeding(e)

Contents of petition for cancellation—Rule 2.112

—FORM: Petition for cancellation based on confusing
similarity (Section 2(d) of the Lanham Act)(e)

—FORM: Alternate petition for cancellation based on
confusing similarity (section 2(d) of the Lanham Act)(e)

—FORM: Petition for cancellation based on confusing
similarity (Section 2(d)) when mark not used in the
United States but registered pursuant to Section 44(e)
of the Lanham Act(e)

—FORM: Petition for cancellation based on fraudulently
obtained registration—No use in interstate commerce
(Section 14(c) of the Lanham Act)(®)

— —(No use in commerce) and abandonment—Alternate
signature by attorney (Section 14(c) of the Lanham
Act)(®

—FORM: Petition for partial cancellation based on
nonuse(®)

—FORM: Petition for cancellation based on nonuse(®)

—FORM: Petition for cancellation based on
abandonment(®)

—FORM: Petition for cancellation based on false
association of mark with deceased person (Section 2(a)
of Lanham Act)(®)

—FORM: PTO suggested format for petition to cancel(e)

Notification to parties of cancellation proceeding—Rule
2.113

—FORM: TTAB notice of cancellation proceedings(e)
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§13:104
§13:104.50
§ 13:104.60
§13:105
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§13:108

§ 13:109
§ 13:110

§13:111

—FORM: Motion to notify TTAB of alternate address(e)

Answer—Rule 2.114

—FORM: Motion for default judgment for failure to
answer(s)

—FORM: Motion for extension of time to answer or
otherwise plead(e)

—FORM: Motion to set aside default(e)

—FORM: Answer to petition for cancellation(e)

—FORM: Alternative form of answer to petition for
cancellation()

—FORM: Alternative form of answer to petition for
cancellation(e)

—FORM: Answer to petition for cancellation with
affirmative defenses(e)

—FORM: TTAB discovery and testimony scheduling
order(e)

—FORM: Withdrawal of petition for cancellation

Amendment of pleadings in a cancellation proceeding—
Rule 2.115

—FORM: Motion to amend petition for cancellation or
answer thereto(e)

VI. PROCEDURES IN INTER PARTES

PROCEEDINGS

§13:112 Practice tips—Inter partes procedural rules, in general

§13:112.10 USPTO Statement on Accelerated Case Resolution
(ACR)(®»

§13:113 Practice tips—Scheduling of discovery and the taking of
testimony

§13:114 —Discovery

§ 13:115 — —Pretrial discovery

§ 13:116 — —Interrogatories

§ 13:117 — —Discovery depositions

§13:118 — —Protective orders

§13:119 — —Sanctions for failing to comply with discovery order

§13:120 — —Requests for admissions

§ 13:121 — —Suspending opening of testimony period

§ 13:122 — —Matters in evidence

§ 13:123 — —Trial testimony

§13:124 — —Filing and service of testimony

§ 13:125 — —Involuntary dismissal for failure to take testimony

§ 13:126 —Motions

§ 13:127 — —Motion to dismiss

§13:128 — —Motion to set aside judgment

§13:129 — —DMotion for summary judgment

§ 13:130 —Briefs at final hearing

§ 13:131 —Surrender or voluntary cancellation of registration
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§13:135
§ 13:135.05

§ 13:135.10
§ 13:135.20
§13:135.30
§ 13:135.40

§ 13:135.50
§13:135.60

§ 13:135.70
§ 13:135.71

§ 13:135.72
§ 13:135.73
§ 13:135.74
§13:135.80
§ 13:135.85
§ 13:135.90
§13:136

§ 13:136.10
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§13:137
§13:138
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Federal Rules of Civil Procedure—Rule 2.116

—FORM: TTAB form assigning discovery and testimony
periods

—FORM: Notice of appearance in opposition
proceeding(e)

—FORM: Notice of appearance and motion to substitute
party in opposition proceeding()

Suspension of proceedings—Rule 2.117

—FORM: Motion to suspend proceedings(e)

Federal Rules of Civil Procedure—FORM: Request for
interlocutory attorney’s participation in discovery
conference(s)

Answer—FORM: Motion to stay further proceedings(®)

—FORM: Response to motion to stay further
proceedings(e)

Suspension of proceedings—FORM: Alternative motion
to suspend proceedings(e)

—FORM: Brief in support of motion to support
proceedings(e)

—FORM: Joint motion for suspension of proceedings(e)

—FORM: Alternate joint motion for suspension of
proceedings(e)

—FORM: Alternate motion to suspend proceedings(e)

—FORM: Motion for suspension and revised opposition
proceeding schedule(®)

—FORM: Motion for suspension for settlement with
consent(s)

—FORM: Stipulated motion to suspend proceedings and
reset dates(®)

—FORM: Consented motion to suspend proceedings and
reset dates(®)

—FORM: Brief in support of alternate motion to suspend
proceedings(e)

Federal Rules of Civil Procedure—FORM: Report on
discovery conference(e)

—FORM: Letter rejecting Accelerated Case Resolution
(ACR)(®

Suspension of proceedings—FORM: Request to resume
proceedings(e)

Answer—FORM: Motion to resume further proceedings(e)

—FORM: Response in opposition to motion to resume
further proceedings(e)

Undelivered office notices—Rule 2.118

Service and signing of papers—Rule 2.119

—FORM: Form of certificate of service(e)

Discovery—Rule 2.120

Federal Rules of Civil Procedure—FORM: Request for
interlocutory attorney’s participation in discovery
conference(e)
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§ 13:140.30

§ 13:140.50
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§ 13:140.70
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§ 13:140.87
§13:140.90
§ 13:140.91

§ 13:140.92

§ 13:140.93

§13:140.94

§ 13:140.95
§13:141

§ 13:142

§13:142.10
§ 13:142.20
§ 13:142.30
§13:142.40
§ 13:142.50

§13:143

—FORM: Report on discovery conference(e)

Federal rules of civil procedure—FORM: Letter rejecting
accelerated case resolution (ACR)()

Discovery—FORM: Motion for extension of initial
disclosures deadline and corresponding resetting of trial
schedule(e)

—FORM: Motion for extension of initial disclosures
deadline without modification of subsequent deadlines(s)

—FORM: Consented motion for extension of time and
resetting of subsequent dates(®)

—FORM: Order granting consented motion for extension
of time and resetting of subsequent dates(e)

—FORM: Applicant’s letter requesting 10-day extension
of discovery period(e)

—FORM: Opposer’s letter rejecting 10-day extension of
discovery period(e)

—FORM: Applicant’s letter in support of 10-day
extension of discovery period(e)

—FORM: Applicant’s motion to extend the discovery
period by 10 days(®)

—FORM: Opposer’s response to applicant’s motion to
extend the discovery period by 10 days(e)

—FORM: Supplemental showing in support of
applicant’s motion to extend the discovery period by 10
days(®)

—FORM: Applicant’s reply brief in support of a motion
to extend the discovery period by 10 days(e)

—FORM: Motion to extend the discovery period and to
allow a motion to compel to be filed unless a dispute is
resolved(e)

—FORM: Memorandum in support of motion to extend
the motion period if a dispute is not resolved

—FORM: Opposer’s and petitioner’s form interrogatories
to applicant and registrant(e)

—FORM: Opposer’s first request for production of
documents and things pursuant to Federal Rules of
Civil Procedure 34(2)

—FORM: Applicant’s first set of requests for production
of documents(®)

—FORM: Opposer’s response to applicant’s first set of
requests for production of documents(e)

—FORM: Opposer’s first set of requests for production of
documents(e)

—FORM: Applicant’s response to opposer’s request for
production of documents(e)

—FORM: Applicant’s response to opposer’s second set of
requests for production of documents(e)

—Objections and responses to opposer’s first set of
requests for production of documents and things()
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§ 13:144.60
§ 13:144.70
§ 13:144.80
§ 13:144.90
§13:145

§ 13:145.50

§ 13:146

§13:146.50

§ 13:146.60
§ 13:146.70

§13:146.80
§ 13:147

§ 13:147.10
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—FORM: Applicant’s first set of requests for documents
and things(®)

—FORM: Registrant’s response to petitioner AAA’s first
request for the production of documents(e)

—FORM: Petitioner AAA’s response to registrant’s first
request for the production of documents(e)

Opposer’s responses and objections to applicant’s request
for production of documents(e)

FORM: Alternative opposer’s responses and objections to
applicant’s request for production of documents(e)

Discovery—FORM: Opposer’s and petitioner’s
interrogatories to applicant and registrant with
simultaneous requests for production of documents(e)

—FORM: Applicant’s second set of requests for
production of documents and things(e)

—FORM: Opposer’s responses to applicant’s second set of
requests for production of documents and things()

—FORM: Applicant’s letter regarding production of
documents and proposed stipulation(e)

—FORM: Applicant’s letter regarding production of
documents and dispute(s)

—FORM: Opposer’s stipulation regarding document
request(e)

—FORM: Applicant’s objection to opposer’s stipulation
regarding document request(e)

—FORM: Applicant’s letter regarding discovery items
produced(®)

—FORM: Letter to Interlocutory Attorney regarding
dispute over document request(e)

—FORM: Opposer’s letter responding to dispute over
document request(e)

—FORM: Applicant’s and registrant’s interrogatories to
opposer and petitioner(e)

—FORM: Petitioner AAA’s first set of interrogatories to
registrant BBB(e)

—FORM: Registrant’s interrogatories to cancellation and
petitioner including simultaneous requests for
production of documents(e)

—FORM: Registrant BBB’s first set of interrogatories to
petitioner AAA()

—FORM: Applicant’s first set of interrogatories(e)

—FORM: Applicant’s first set of interrogatories to
opposer(®)

—FORM: Opposer’s first set of interrogatories to
applicant(e)

—FORM: Form of opposer’s or petitioner’s answers to
applicant’s or registrant’s interrogatories

—FORM: Applicant’s response to interrogatories to
opposer(e)
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§ 13:147.40
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§ 13:147.90
§ 13:148

§ 13:148.50

§ 13:149
§ 13:150

§ 13:150.50
§ 13:150.60

§13:151
§13:152

§ 13:153
§ 13:154
§ 13:155
§ 13:155.50
§ 13:156
§ 13:156.50
§ 13:157
§13:157.10
§13:157.20
§ 13:157.30

§ 13:157.40

Opposer’s responses and objections to applicant’s
interrogatories(e)

FORM: Alternative opposer’s responses and objections to
applicant’s interrogatories(e)

Discovery—FORM: Opposer’s answers to applicant’s first
set of interrogatories(s)

—FORM: Petitioner AAA’s response to registrant’s first
set of interrogatories to petitioner(e)

—FORM: Opposer’s supplemental answers to
interrogatories(e)

—FORM: Opposer’s supplemental answer to
interrogatory(e)

—FORM: Applicant’s answers to interrogatories with
objections(e)

—FORM: Supplementary answers to interrogatories(e)

—FORM: Form of applicant’s or registrant’s answers to
opposer’s or petitioner’s interrogatories(e)

—FORM: Registrant’s answers to interrogatories
pursuant to petitioner’s first request(e)

—FORM: Form of objections to certain interrogatories(s)

—Objection and responses to opposers first set of
interrogatories(e)

—Opposer’s initial disclosures(e)

—FORM: Applicant’s corrected and amended initial
disclosure and other matters(e)

—FORM: Notice of taking deposition(e)

—FORM: Motion to permit discovery deposition of person
residing in foreign country(e)

—FORM: Memorandum in opposition to opposer’s motion
for the order of deposition pursuant to Fed. R. Civ. P.
Rule 30()

—FORM: Reply memorandum(e)

—FORM: Request for production of documents and
things(e)

—FORM: Petitioner AAA’s first request for the
production of documents(e)

—FORM: Opposer’s first request for production of
documents (alternative)(e)

—FORM: Registrant BBB’s first request for the
production of documents(e)

—FORM: Motion for an order compelling discovery(e)

—FORM: Motion to compel discovery()

—FORM: Suspension of proceedings pending disposition
of motion to compel discovery(e)

—FORM: Opposer’s response to applicant’s motion to
compel discovery(®)

—FORM: Applicant’s reply brief in support of its motion
to compel discovery(®)
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§ 13:159.15
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§ 13:160
§ 13:161
§ 13:161.50
§ 13:162
§13:162.50
§ 13:162.60
§ 13:162.70

§ 13:163
§13:164

§ 13:165
§ 13:165.20

§13:165.50
§ 13:166

§13:167
§13:168
§13:169

§ 13:170
§13:171
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—FORM: Order granting and denying motion to compel
discovery and resetting discovery period(e)

—FORM: Applicant’s letter enclosing proposed motion to
compel production of documents and things(e)

—FORM: Motion to compel production of documents and
things(e)

—FORM: Memorandum in support of applicant’s motion
to compel production of documents and things(e)

—FORM: Applicant’s showing of good faith in bringing
its motion to compel production of documents and
things(®)

—FORM: Motion for a protective order(e)

—FORM: Standard protective order form(e)

—FORM: Protective order(e)

—FORM: Motion for sanctions for failing to comply with
ordered discovery(e)

—FORM: Applicant’s letter to interlocutory attorney
regarding settlement(e)

—FORM: TTAB order denying motion to compel
production of documents and motions to extend
discovery(e)

—FORM: Requests for admissions of fact(e)

—FORM: Request for admissions (alternative)(®)

—FORM: Opposer’s first set of requests for admissions(e)

—Response to opposer’s first set of requests for
admissions(e)

Opposer’s responses and objections to applicant’s request
for admissions(e)

Discovery—FORM: Opposer’s supplemental response to
applicant’s request for admissions(e)

—FORM: Opposer’s responses to applicant’s second
requests for admissions(e)

—FORM: Objections to request for admissions(e)

—FORM: Motion to compel answer to request for
admissions(®)

—FORM: Notice of reliance upon discovery(®)

—FORM: Notice of reliance on applicants’ failure to
respond to requests for admissions(e)

—FORM: Notice of reliance on deposition of BBB(e)

—FORM: Motion for leave to file reply and reply to
opposer’s opposition to applicant’s motion to seal
deposition transcript(e)

Assignment of times for taking testimony—Rule 2.121

—FORM: Stipulation rescheduling testimony periods(e)

—FORM: TTAB rescheduling notice pursuant to
stipulation of the parties

—FORM: Motion to extend testimony periods(e)

—FORM: Motion to suspend opening of testimony
periods(®)
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§13:174.50
§13:174.60
§13:175
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§13:177
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§13:179
§13:180
§13:181
§13:182
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§13:183
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§13:184.80
§ 13:185
§ 13:186
§ 13:187
§13:188
§13:188.15
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§ 13:188.40
§13:189

—FORM: Joint motion to extend answer deadline and
reschedule discovery and testimony periods(e)

Matters in evidence—Rule 2.122

—FORM: Notice of reliance on an official record of the
Patent and Trademark Office(e)

—FORM: Notice of reliance upon printed publication of
general circulation(e)

—FORM: Opposer’s notice of reliance

—FORM: Opposer’s rebuttal period filing(s)

—FORM: Objection to evidence submitted by notice of
reliance(e)

—FORM: Objection to admissibility of evidence
submitted by opposer under notice of reliance(s)

—FORM: Motion to use testimony taken in a related
proceeding(e)

—FORM: Motion to allow rebuttal of testimony taken in
another proceeding pursuant to Rule 2.122(f) and re-
sponse to applicant’s motion to allow use of testimony(e)

Trial testimony in inter partes cases—Rule 2.123

—FORM: Stipulation regarding testimony(e)

—FORM: Form of stipulated testimony(s)

—FORM: Notice of taking trial deposition(s)

—FORM: Notice of taking testimony of BBB(e)

—FORM: Notice of taking testimony of CCC(e)

—FORM: Notice of Rule 30(b)(6) deposition of opposer(e)

—FORM: Trial deposition(e)

—FORM: Rule 30(b)(6) deposition of opposer(s)

—FORM: Motion to strike deposition testimony(e)

—FORM: Applicant’s objection to opposer’s testimony on
the issue of accusing other trademark holders that their
mark is similar to opposer’s mark(e)

—FORM: Applicant’s rebuttal evidence(e)

—FORM: Filing defendant’s response to plaintiff’s second
set of requests for admissions and answers thereto(e)

—FORM: Exhibit number for evidence filed(®)

Depositions upon written questions—Rule 2.124

Filing and service of testimony—Rule 2.125

—FORM: Notice of filing of testimony depositions
pursuant to 37 C.F.R. § 2.125(c)(e)

—FORM: Notice of filing of testimony deposition
transcripts(e)

—FORM: Opposer’s notice of filing testimony deposition
transcript(e)

—FORM: Notice to registrant of filing deposition
testimony of CCC(s)

—FORM: Service of deposition testimony CCC(e)

—FORM: Opposer’s motion to file under seal and keep
confidential(e)
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§13:189.60
§ 13:190
§13:191
§ 13:191.15
§13:191.20
§ 13:192

§13:192.20

§ 13:192.50
§13:193
§13:194

§13:194.50

§ 13:195

§13:195.10

§ 13:195.20

§13:195.30

§ 13:195.40

§ 13:195.50
§ 13:195.60

§13:195.70

§ 13:195.80
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—Form of submissions to the Trademark Trial and
Appeal Board—Rule 2.126

—FORM: Defendant’s filing of additional exhibits

Motions— Rule 2.127

Motions— Rule 2.127 —FORM: Motion for extension of
time to answer or otherwise plead(e)

Motions—Rule 2.127 FORM: Applicant’s motion for
extension of time(e)

—Rule 2.127 FORM: TTAB order granting applicant’s
motion for extension of testimony period(s)

Motions— Rule 2.127 —FORM: Motion to consolidate
pending inter partes proceedings(e)

Motions—Rule 2.127 FORM: TTAB order denying motion
to suspend pending determination of another opposition
and granting 30-day extension of time to respond to
request for admissions(e)

—Rule 2.127—FORM: Motion to strike immaterial and
prejudicial subject matter from the pleadings(e)

Motions— Rule 2.127 —Motion to substitute parties—
FORM: Motion to substitute party(®)

— —FORM: Motion to substitute party and re-caption
proceedings(e)

Motions—Rule 2.127—Motion to substitute parties—
FORM: Consented motion to substitute party and re-
caption proceedings(e)

Motions— Rule 2.127—FORM: Motion for summary
judgment with supporting memorandum(e)

Motions—Rule 2.127—FORM: Order suspending
proceedings pending disposition of motion for summary
judgment(e)

— —FORM: Motion to receive a certified copy of
trademark in place of the uncertified copy filed with
applicant’s motion for summary judgment(e)

— —FORM: Opposer’s response to the board order
suspending proceedings pending disposition of motion
for summary judgment(®)

— —FORM: Applicant’s response to the Board order
suspending proceedings pending disposition of motion
for summary judgment(e)

— —FORM: Motion for leave to file supplemental brief in
support of applicant’s motion for summary judgment(e)

Motions—Rule 2.127—FORM: Supplemental brief in
support of applicant’s motion for summary judgment(s)

Motions—Rule 2.127—FORM: Order extending time to
file response to applicant’s motion for summary
judgment(e)

— —FORM: Opposer’s cross-motion for summary
judgment and opposition to applicant’s motion for
summary judgment(e)
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§ 13:195.90
§13:195.91
§ 13:195.92

§ 13:195.93

§ 13:196

§ 13:196.50
§ 13:197

§ 13:198

§ 13:198.15

§ 13:198.20

§ 13:198.50

§ 13:198.60
§ 13:199
§ 13:200
§ 13:201
§ 13:202
§ 13:202.15
§ 13:202.50

§ 13:203
§ 13:204
§ 13:204.15
§ 13:205
§ 13:206
§ 13:206.15
§ 13:207
§ 13:208
§ 13:209
§ 13:210
§ 13:211
§13:212
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— —FORM: Applicant’s objections and responses to
opposer’s motion for summary judgment(e)

— —FORM: Opposer’s reply in support of its cross-
motion for summary judgment(e)

— —FORM: Order granting applicant’s consented motion
to extend time to respond(®)

— —FORM: Order granting opposer’s motion to amend
notice of opposition and denying applicant’s and
opposer’s motions for summary judgment(e)

Motions—Rule 2.127 —FORM: Response to cross-motion
for summary judgment and reply to same—Likelihood
of confusion, geographic misdescriptiveness—
Consolidated opposition and cancellation proceedings(e)

Motions— Rule 2.127 —FORM: Petition for
cancellation()

—FORM: Motion to dismiss opposition or petition for
cancellation with supporting memorandum(e)

—FORM: Opposer/petitioner’s memorandum in
opposition to motion to dismiss with supporting
declarations(e)

Motions—Rule 2.127 FORM: Applicant’s letter to
interlocutory attorney regarding certified copies(e)

—Rule 2.127—FORM: Applicant’s memorandum in
opposition to opposer’s motion for summary judgment
with receipt(e)

— —FORM: Applicant’s withdrawal of counterclaim in
opposition proceeding(e)

— —FORM: Opposer’s withdrawal of opposition(e)

Briefs at final hearing—Rule 2.128

—FORM: Request for extension of time for filing brief(e)

—FORM: Opposer’s (petitioner’s) brief(e)

—FORM: Alternative opposer’s trial brief(e)

—FORM: Opposer’s main brief(e)

—FORM: Petitioner’s main brief on final hearing in
support of petition for cancellation(e)

—FORM: Applicant’s (registrant’s) brief(e)

—FORM: Alternative applicant’s brief

—FORM: Second alternative applicant’s brief(s)

—FORM: Opposer’s (petitioner’s) reply brief(e)

—FORM: Alternative opposer’s reply brief(s)

—FORM: Second alternative opposer’s reply brief

—FORM: Alternative brief of opposer (petitioner)(e)

—FORM: Alternative brief of applicant (respondent)(e)

Oral argument; Reconsideration—Rule 2.129

—FORM: Request for oral hearing(®)

—FORM: Alternative request for oral argument(e)

—FORM: TTAB notice advising time and place of oral
hearing

Ixiii



§13:213
§13:214
§ 13:215

§ 13:216
§ 13:217
§ 13:217.15
§ 13:218
§ 13:219

§ 13:219.50

§ 13:219.60

§ 13:219.70

§ 13:220

§ 13:221
§ 13:221.50
§ 13:222
§ 13:223

§13:224

§ 13:225
§ 13:225.50

§ 13:226

TraDEMARK LAaw Practick ForMs

New matter suggested by the trademark examining
attorney—Rule 2.130

Remand after decision in inter partes proceeding—Rule
2.131

Involuntary dismissal for failure to take testimony—Rule
2.132

—FORM: Motion for judgment on the pleadings where
party in position of plaintiff has not taken any
testimony(s)

—FORM: Motion for judgment on the pleadings where
party in position of defendant relies only on its
trademark registration()

—FORM: TTAB opinion dismissing opposition(e)

Amendment of application or registration during
proceedings—Rule 2.133

—FORM: Amendment of application involved in inter
partes proceeding after publication(e)

—FORM: Applicant’s motion on consent to request
amendment of application(e)

—FORM: Request for amendment of applications and
conditional stipulation of dismissal of oppositions
without prejudice(e)

—FORM: Consented motion to amend goods
identification in application(e)

—FORM: Request to amend application or registration to
conform to the findings of the Trademark Trial and
Appeal Board(e)

Surrender or voluntary cancellation of registration—Rule
2.134

—FORM: Voluntary surrender of registration(e)

Abandonment of application or mark—Rule 2.135

—FORM: Letter of express abandonment filed during
opposition proceeding(e)

—FORM: Letter from Patent and Trademark Office in
response to abandonment of application during
opposition proceeding

—FORM: Abandonment of trademark application with
opposer’s consent(e)

—FORM: Applicant’s motion on consent to request
abandonment of application(e)

Status of application on termination of proceeding—Rule
2.136

CHAPTER 14. APPEALS FROM DECISIONS
ON TRADEMARK REGISTRATION

I. PRACTICE TIPS—IN GENERAL

§14:1

Ixiv
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II. EX PARTE APPEALS TO THE TTAB FROM
DECISIONS OF THE EXAMINER

§14:2
§ 14:3
§14:4
§ 14:5
§ 14:6
§ 14:7
§14:8
§14:9
§ 14:10
§14:11
§14:12

§14:13
§ 14:14

§ 14:14.50
§ 14:15
§ 14:16
§ 14:16.50
§14:17

§ 14:18
§ 14:19
§ 14:20
§ 14:21
§ 14:22
§ 14:23
§ 14:24
§ 14:25
§ 14:26
§ 14:27
§ 14:28

§ 14:29
§ 14:30

Practice tips—Appropriateness of appealing

—Notice of appeal

—Oral hearing

—Consolidation of appeals

—Briefs—Appealable subject matter

— —Record on appeal

— —Refusals under § 2(e)(1), deceptive misdescriptiveness

— —Refusals under § 2(d), likelihood of confusion

— —Reply briefs

—dJurisdiction of the examiner and withdrawal of appeal

Ex parte appeals from action of trademark examining
attorney—Rule 2.141

Time and manner of ex parte appeals—Rule 2.142

—FORM: Notice of appeal to the Trademark Trial and
Appeal Board()

—FORM: Alternate notice of appeal to the Trademark
Trial and Appeal Board(e)

—FORM: Ex parte appeal brief: Issue—Deceptively
misdescriptive marks(e)

— —Likelihood of confusion with respect to prior
registered marks(e)

Supplemental appeal brief(e)

Time and manner of ex parte appeals—FORM:
Alternative ex parte appeal brief: Issue—§ 2(d) —FORM:
Letter of transmittal(e)

— —FORM: Brief for applicant(e)

— —FORM: Certificate of mailing(e)

—FORM: Examiner’s statement(e)

— —FORM: Examining attorney’s appeal brief(e)

— —FORM: Alternate form for examining attorney’s
appeal brief(s)

—FORM: Request for extension of time for filing
applicant-appellant’s reply brief(e)

—FORM: Request for further extension of time for filing
brief(e)

—FORM: TTAB approval of request for further extension
of time in which to file brief

—FORM: Withdrawal of appeal and request for remand to
examiner(e)

—FORM: Suspension of appeal and request for restoration
of jurisdiction to examiner()

—FORM: Request for oral hearing(e)

—FORM: Notification of time and place for oral hearing

—FORM: Request to consolidate appeals for purposes of
final decision and waiver of oral hearing(e)
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§ 14:31 —FORM: Communication re examiner’s brief(e)

§ 14:32 —FORM: Applicant’s reply to examining attorney’s appeal
brief(s)

§ 14:33 —FORM: Applicant’s waiver of oral hearing(e)

§ 14:34 —FORM: Applicant’s response re: Late filing of reply
brief(e)

§ 14:35 —FORM: TTAB ruling accepting late filed reply brief(e)

§ 14:36 Reconsideration of decision on ex parte appeal—Rule
2.144

III. APPEALS TO THE COURT OF APPEALS FOR
THE FEDERAL CIRCUIT FROM DECISIONS OF
THE TRADEMARK TRIAL AND APPEAL
BOARD

§ 14:37 Practice tips—Background

§ 14:38 —Appeal from final decisions only

§ 14:39 —Notice of appeal procedures

§ 14:40 —Perfecting appeals in the Federal Circuit

§ 14:41 —Standard of review in the Federal Circuit

§ 14:42 —Civil actions

§ 14:43 Appeal to court and civil action—Rule 2.145

§ 14:44 —FORM: Application for admission to the Bar

§ 14:45 —FORM: Notice of appeal to Federal Circuit from decision in
ex parte proceeding(®)

§ 14:46 —FORM: PTO Director’s notice forwarding certified list to
Federal Circuit pursuant to 15 U.S.C.A. § 1071(a)(3) and
Federal Circuit Rule 17(b)(1)

§ 14:47 —FORM: Solicitor’s request for briefs

CHAPTER 15. PETITIONS TO THE UNDER
SECRETARY OF COMMERCE FOR
INTELLECTUAL PROPERTY AND
DIRECTOR OF THE UNITED STATES
PATENT AND TRADEMARK OFFICE

I. PRACTICE TIPS

§ 15:1 Petitionable matter

§ 15:2  Service of papers on the Director

§ 15:3 Deadlines for petitions to the Director
§ 15:4  Oral hearings

§ 15:5 Contents of the petition

§ 15:6 Standing

§ 15:7 Types of petitions to the Director

§ 15:8 Petition to make special
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II. PETITIONS TO THE DIRECTOR AND WAIVER
OF CERTAIN RULES

§ 15:9 Petitions to the Director—Rule 2.146

§ 15:10 —FORM: Petition to make special

§15:11 —FORM: Petition to accept affidavit of incontestability(e)
§15:12 —FORM: Petition to accept affidavit of continued use(e)
§ 15:13  Director may suspend certain rules—Rule 2.148

CHAPTER 16. CERTIFICATE OF
REGISTRATION

I. PRACTICE TIPS
§16:1 Generally

II. FORMALITIES AND CORRECTION OF

CERTIFICATE
§ 16:2 Certificate—Rule 2.151
§16:3 —FORM: Certificate of registration—Principal Register(e)
§16:4 —FORM: Letter forwarding certificate of registration to

client with proper marking advice(s)
§16:4.50 —FORM: Alternate letter forwarding certificate of
registration to client with proper marking advice(e)

§ 16:5 —FORM: Certificate of registration—Supplemental
Register(e)
§ 16:6 —FORM: Request for corrected certificate of registration(e)

CHAPTER 17. PUBLICATION AND
REREGISTRATION OF MARKS
REGISTERED UNDER PRIOR TRADEMARK
ACTS

I. PRACTICE TIPS

§ 17:1 Republishing marks registered under 1881 or 1905 Trademark
Acts to claim benefits of current Trademark Act

§ 17:2 Reregistering under the current Act marks originally
registered under the 1881, 1905 or 1920 Trademark Acts

II. PUBLISHING MARKS REGISTERED UNDER
PREVIOUS TRADEMARK ACTS TO CLAIM
BENEFITS OF CURRENT ACT

§ 17:3  Publication requirements—Rule 2.153
§17:4 —FORM: Declaration for publication of mark registered under
1881 or 1905 Acts claiming benefits of 1946 Act(e)
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§ 17:5 Publication in Official Gazette—Rule 2.154
§ 17:6  Notice of publication—Rule 2.155
§ 17:7 Not subject to opposition; Subject to cancellation—Rule 2.156

III. NEW APPLICATIONS TO REREGISTER MARKS
REGISTERED UNDER PREVIOUS
TRADEMARK ACTS

§ 17:8 Reregistration of marks registered under Acts of 1881, 1905,
and 1920—Rule 2.158

CHAPTER 18. MAINTAINING THE
REGISTRATION—AFFIDAVITS AND
DECLARATIONS OF USE AND
INCONTESTABILITY

I. PRACTICE TIPS

§18:1 Cancellation for failure to file an affidavit or declaration of
use between the fifth and sixth years of registration

§18:2 —Fees

§18:3 —Current use in commerce

§18:4 —Specimens

§ 18:5 —Change of ownership of registration

§18:6 —Declaration of excusable nonuse

§18:7 —Reconsideration and petition to the Director

§ 18:8 Incontestability

§ 18:9 —Fee

§ 18:10 —Examination of declarations of incontestability under § 15

§ 18:11 Combined declarations of use and incontestability

II. CANCELLATION FOR FAILURE TO FILE
AFFIDAVIT OR DECLARATION

§ 18:12 Affidavit or declaration of continued use or excusable nonuse
required to avoid cancellation of registration—Rule 2.160

§ 18:13 Requirements for a complete affidavit or declaration of
continued use or excusable nonuse—Rule 2.161

§18:14 —FORM: Declaration of use of a mark under Section 8

§ 18:15 Notice to registrant—Rule 2.162

§18:16 —FORM: Affidavit of use of trademark by individual
registrant(e)

§ 18:17 —FORM: Declaration of use of service mark by individual

registrant(e)
§ 18:18 —FORM: Declaration of use of trademark by partnership(e)

§ 18:19 —FORM: Declaration of use of trademark by limited
partnership(e)

Ixviii



TaBLE oF CONTENTS

§ 18:20 —FORM: Declaration of use of service mark by corporation(e)

§ 18:21 —FORM: Corporation’s affidavit of use of trademark
registered under 1881 or 1905 Act and previously published
under 1946 Act(e)

§ 18:22 —FORM: Declaration of use of trademark registered in
multiple classes by corporation(e)

§ 18:23 —FORM: Declaration of excusable nonuse of trademark by
corporation()

§ 18:24 —Electronic form of declaration of use of mark in commerce
under Section 8

§ 18:25 Acknowledgment of receipt of affidavit or declaration—Rule
2.163

§ 18:26  Correcting deficiencies in affidavit or declaration—Rule 2.164

§ 18:27 —FORM: PTO acceptance of declaration under Section 8

§ 18:28 Petition to Director to review refusal—Rule 2.165

§ 18:29 —FORM: Request for reconsideration of refusal to accept
affidavit or declaration of use(e)

§ 18:30 Affidavit of continued use or excusable nonuse combined with
renewal application—Rule 2.166

III. DECLARATION OF INCONTESTABILITY

§18:31 Affidavit or declaration under Section 15—Rule 2.167

§ 18:32 —FORM: Declaration of incontestability of service mark by
corporation(e)

§ 18:33 —FORM: Declaration of incontestability of trademark
originally registered under 1881 or 1905 Act and previously
published under 1946 Act(e)

§ 18:3¢ —FORM: Declaration of incontestability of a mark under
Section 15

§ 18:35 —Electronic form of declaration of incontestability of a mark
under Section 15

IV. COMBINED DECLARATION OF USE AND
INCONTESTABILITY

§ 18:36 Affidavit or declaration under Section 15 combined with
affidavit or declaration under Sections 8 or 71, or with
renewal application—Rule 2.168

§ 18:37 Affidavit or declaration under Section 15 combined with
affidavit or declaration under Section 8, or with renewal
application—FORM: Affidavit of use and incontestability
of trademark by corporation()

§ 18:38 —FORM: Declaration of use and incontestability of
trademark by corporation(e)

§ 18:39 —FORM: Declaration of use and incontestability of service
mark by individual()

§ 18:40 —FORM: Declaration of use and incontestability of service

mark by partnership()
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§18:41 —FORM: Limited partnership’s affidavit of use and
incontestability of trademark originally registered under
1881 or 1905 Act and previously published under 1946
Act(e)

§ 18:42 —FORM: Declaration of use and incontestability of
trademark registered in multiple classes by
corporation(e)

§18:43 —FORM: Declaration of use and incontestability of
trademark registered in a single class by a corporation(e)

§ 18:44 —FORM: Letter transmitting Sections 8 and 15
declaration to Patent and Trademark Office(s)

§ 18:45 —FORM: Combined declaration of use in commerce and
application for renewal of registration of a mark under
sections Sections 8 and 9

§ 18:45.50 —FORM: Alternate combined declaration of use in
commerce and application for renewal of registration of a
mark under Sections 8 and 9

§ 18:46 Affidavit or declaration under Section 15 combined with
affidavit or declaration under Section 8, or with renewal
application—FORM: Communication re: Proof of
ownership by recordation of documents(e)

§ 18:47 —FORM: PTO acceptance of combined declaration under
Sections 8 and 15

§ 18:48 —FORM: Electronic form of combined declaration of use
and incontestability under Sections 8 and 15

§ 18:49 —FORM: Electronic form of combined declaration of use

in commerce and application for renewal of registration
of a mark under Sections 8 and 9

§ 18:50 —FORM: Receipt for electronic form of combined
declaration of use in commerce and application for
renewal of registration of a mark under Sections 8 and 9

§ 18:51 Affidavit or declaration under Section 15 combined with
affidavit or declaration under Section 8, or with renewal
application—FORM: Letter to client re: PTO acceptance
of combined declaration under Sections 8 and 15()

§ 18:52 —FORM: Letter to client re: PTO acceptance of combined
declaration under Sections 8 and 9(s)

CHAPTER 19. POST REGISTRATION
ALTERATIONS TO CERTIFICATE OF
REGISTRATION

I. PRACTICE TIPS

§ 19:1 Issuance of new certificate to assignee of registrant

§ 19:2 Surrender of certificate of registration for cancellation

§19:3 Amendments and partial disclaimers on trademark
registrations

§ 19:4 Correction of mistakes in the registration certificate
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II. NEW CERTIFICATE AND SURRENDER OF
CERTIFICATE

§19:5 New certificate on change of ownership—Rule 2.171

§19:6 —FORM: Request for new certificate of registration()

§ 19:7 Surrender for cancellation—Rule 2.172

§ 19:8 —FORM: Surrender of certificate for cancellation(e)

§19:9 —FORM: Surrender of one class of multiple-class registration
for cancellation(e)

III. AMENDMENT, DISCLAIMER, AND
CORRECTION OF CERTIFICATE

§19:10 Amendment of registration—Rule 2.173

§19:11 —FORM: Partial disclaimer of mark(e)

§19:12 —FORM: Amendment of registered mark(e)

§19:13 —FORM: New drawing of altered mark(e)

§19:14 —FORM: Request to amend design mark, including
argument and request for correction(e)

§19:15 —FORM: Amendment restricting identification of goods(s)

§19:16 Correction of office mistake—Rule 2.174

§19:17 —FORM: Request for correction of mistake by PTO(e)

§19:18 Correction of mistake by owner—Rule 2.175

§19:19 Correction of mistake by registrant—FORM: Request for
correction of mistake by registrant(e)

§19:20 —FORM: Alternate request for correction of mistake by
registrant(e)

§19:21 —FORM: Request for correction of mistake in date of first
use by registrant(e)

§19:22 Consideration of above matters—Rule 2.176

CHAPTER 20. TERM AND RENEWAL OF
REGISTRATION

I. PRACTICE TIPS

§20:1 Duration of original registration and of renewal

§ 20:2 When to file for renewal

§ 20:3 Requirements for renewal—Use of mark in commerce and
specimen not required

§20:4 —Renewal fee

§ 20:5 —Execution and proper renewal applicant
§20:6 —Goods and/or services
§20:7 —Foreign renewal applicants

§ 20:8 Refusal of renewal
§ 20:9 Correction of deficiencies

II. DURATION
§20:10 Term of original registrations and renewals—Rule 2.181
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III. RENEWAL

§20:11
§20:12

§ 20:13
§20:14
§ 20:15
§20:16
§ 20:17
§ 20:18

§ 20:19

§ 20:20
§ 20:20.50
§ 20:21
§ 20:22
§ 20:22.50

§ 20:23
§ 20:24

§ 20:25
§ 20:26

Time for filing renewal application—Rule 2.182

Requirements for a complete renewal application—Rule
2.183

—FORM: Trademark renewal application by domestic
individual with oath(®)

—FORM: Trademark renewal application by domestic
limited partnership registrant(e)

—FORM: Trademark renewal application by domestic
corporation(e)

—FORM: Service mark renewal application by domestic
individual registrant(e)

—FORM: Trademark renewal application by foreign
corporation()

—FORM: Service mark renewal application by foreign
individual(®)

—FORM: Trademark renewal application by domestic
corporation renewing in all classes of multiple class
registration(e)

—FORM: Trademark renewal application by domestic
corporation renewing in one class only(®)

—FORM: Letter forwarding application for renewal to
client(®)

Requirements for a complete renewal application—FORM:
Renewal certificate(®)

—FORM: Letter forwarding certificate of renewal to
client(e)

—FORM: Alternate letter forwarding certificate of renewal
to client(e)

Refusal of renewal—Rule 2.184

—FORM: Petition to the Director requesting review of
action adhering to refusal to renew(e)

Correcting deficiencies in renewal application—Rule 2.185

Petition to Director to review refusal of renewal—Rule
2.186

CHAPTER 21. ASSIGNMENT, RECORDAL,
AND RIGHTS OF ASSIGNEE

I. PRACTICE TIPS

§ 21:1 Definitions and cross-references to old rules

§21:2 Filing assignment documents for recordal

§ 21:3 Documents other than assignments that should be recorded
§ 21:4 Assignments of intent-to-use applications

§ 21:5 Mechanics of recording and cover sheet requirements

§21:6  Prosecution by the assignee
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II. DEFINITIONS AND CROSS-REFERENCES TO
OLD RULES

§ 21:7 Definitions—Rule 3.1
§ 21:8 Table correlating previous rules of practice on assignment and
recordal with new rules as of July 6, 1992

III. RECORDAL OF ASSIGNMENTS OF VARIOUS

DOCUMENTS
§ 21:9 Documents which will be recorded—Rule 3.11
§ 21:10 —FORM: Assignment of registered trademarks(e)
§ 21:10.50 —FORM: Letter to client re: Assignment of registered
trademarks(e)
§21:11 —FORM: Assignment of pending applications(e)

§21:11.50 —FORM: Alternate assignment of pending application(e)

§ 21:12 Documents which will be recorded—FORM: Assignment of
registered trademark or pending application to successor
company(e)

§ 21:12.50 —Form: Instructions to foreign associates regarding
recordation of assignment documents and change of
correspondence after acquisition of holder(e)

§21:13 —FORM: Security agreement(e)

§21:14 —FORM: Grant of security interest in and mortgage of
U.S. trademarks and ptents(s)

§ 21:15 —FORM: Alternative form grant of security interest in
intellectual property()

§21:16 —FORM: Release of security interest(e)

§21:17 —FORM: Alternative form release of security interest(s)

§21:18 —FORM: Nunc pro tunc assignment of trademark(e)

§21:18.50 —FORM: Notice of recorded assignment(e)

§ 21:19 Assignability of trademarks prior to filing of an allegation
of use—Rule 3.16

§ 21:20 —FORM: Assignment of intent-to-use application as part

of sale of ongoing business(®)

IV. REQUIREMENTS FOR RECORDING

§21:21 Recording requirements for trademark applications and
registrations—Rule 3.25

§ 21:22 English language requirement—Rule 3.26

§ 21:23 Mailing address for submitting documents to be recorded—
Rule 3.27

§ 21:24 Requests for recording—Rule 3.28
§21:25 —FORM: Letter requesting recordal of assignment(s)

V. COVER SHEET REQUIREMENTS
§ 21:26  Cover sheet content—Rule 3.31
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§ 21:27 [Reserved]

§ 21:28 [Reserved]

§ 21:29 Cover sheet content—FORM: Trademark recordation form
cover sheet and guidelines for completion

§ 21:30 /Reserved]

§ 21:31 PTO guidelines for completing trademarks cover sheets

§ 21:32  Correction of cover sheet errors—Rule 3.34

VI. FEES
§ 21:33  Recording fees—Rule 3.41

VII. DATE AND EFFECT OF RECORDING

§ 21:34 Recording date—Rule 3.51

§ 21:35 —FORM: PTO notice of recordation of assignment document

§21:36 —FORM: Communication to examiner with assignment
recordal details

§ 21:37 Effect of recording—Rule 3.54

§ 21:38 Conditional assignments—Rule 3.56

§ 21:39 Governmental Registers—Rule 3.58

VIII. DOMESTIC REPRESENTATIVE
§ 21:40 Domestic representative—Rule 3.61

IX. PROSECUTION BY ASSIGNEE

§ 21:41  Action taken by assignee—Rule 3.71

§ 21:42 Establishing right of assignee to take action—Rule 3.73

§ 21:43 Issue of registration to assignee—Rule 3.85

§ 21:44 —FORM: Request that certificate of registration issue to
assignee or in applicant’s new name(e)

CHAPTER 21A. THE MADRID SYSTEM OF
INTERNATIONAL REGISTRATION OF
MARKS

I. PRACTICE TIPS—IN GENERAL
§ 21A:1  Overview of the Madrid System

II. LEGAL TEXTS

§ 21A:2 Text: The Madrid Agreement concerning the International
Registration of Marks—Nice Text of June 15, 1957

§ 21A:3 Text: The Madrid Agreement concerning the International
Registration of Marks-Stockholm Text of July 14, 1967,
further amended on October 2, 1979, effective October 23,
1983
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§ 21A:4

§ 21A:5

§ 21A:6

Protocol relating to the Madrid Agreement concerning the
International Registration of Marks

Common regulations under the Madrid Agreement
concerning the International Registration of Marks and the
protocol relating to that agreement

Administrative instructions for the application of the Madrid
Agreement concerning the International Registration of
Marks and the protocol relating thereto

III. USPTO RULES AND FORMS

§ 21A:7

§ 21A:8

§ 21A:9

§ 21A:10
§ 21A:11
§ 21A:12
§ 21A:13
§ 21A:14
§ 21A:15
§ 21A:16
§ 21A:17
§ 21A:18
§ 21A:19
§ 21A:20

§ 21A:21

§ 21A:22
§ 21A:23
§ 21A:24
§ 21A:25

§ 21A:26
§ 21A:27

§ 21A:28

§ 21A:29

Definitions of terms as used in this part—Rule 7.1

Correspondence must be in English—Rule 7.3

Receipt of correspondence—Rule 7.4

Schedule of U.S. process fees—Rule 7.6

Payments of fees to international bureau—Rule 7.7

Requirements for international application originating from
the United States—Rule 7.11

—USPTO Notice: Electronic forms for submitting Madrid-
Protocol related documents are now available

—USPTO Notice: USPTO tips for filing on paper

Claim of color—Rule 7.12

Certification of international application—Rule 7.13

Correcting irregularities in international application—Rule
7.14

Subsequent designation—Rule 7.21

Recording changes to international registration—Rule 7.22

Requests for recording assignments at the International
Bureau—Rule 7.23

Requests to record security interest or other restriction of
holder’s rights of disposal or release of such restriction
submitted through the Office—Rule 7.24

Sections of part 2 applicable to extension of protection—
Rule 7.25

Filing date of extension of protection for purposes of
examination in the Office—Rule 7.26

Priority claim of extension of protection for purposes of
examination in the Office—Rule 7.27

Replacement of U.S. registration by registered extension of
protection—Rule 7.28

Effect of replacement on U.S. registration—Rule 7.29

Effect of cancellation or expiration of international
registration—Rule 7.30

Requirements for transformation of an extension of
protection to the United States into a U.S. application—
Rule 7.31

Affidavit or declaration of use in commerce or excusable
nonuse required to avoid cancellation of an extension of
protection to the United States—Rule 7.36
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§ 21A:36
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Requirements for a complete affidavit or declaration of use
in commerce or excusable nonuse—Rule 7.37

Notice to holder of extension of protection—Rule 7.38

Acknowledgment of receipt of and correcting deficiencies in
affidavit or declaration of use in commerce or excusable
nonuse—Rule 7.39

Petition to Director to review refusal—Rule 7.40

Renewal of international registration and extension of
protection—Rule 7.41

The Madrid Protocol: Frequently asked questions by U.S.
trademark owners seeking international rights

Trademark Manual of Examining Procedure Chapter 1900,
Madrid Protocol

Madrid Protocol Implementation Act of 2002, 15 U.S.C.A.
§§ 1141 et seq., Pub. L. 107-273 116 Stat. 1758, 1913-1921

IV. WORLD INTELLECTUAL PROPERTY
ORGANIZATION INFORMATION AND FORMS

§ 21A:38 [Reserved]

§ 21A:39

§ 21A:40

§ 21A:41

§ 21A:42
§ 21A:43
§ 21A:44
§ 21A:45
§ 21A:46
§ 21A:47

§ 21A:48

§ 21A:49

§ 21A:50

Ixxvi

Madrid System of International Registration of Marks—
Objectives, main features, advantages

The Madrid Agreement Concerning the International
Registration of Marks and the Protocol Relating to that
Agreement: Objectives, Main Features, Advantages—
FORM: Application for International Registration
Governed Exclusively by the Madrid Protocol (Form
MM2(E))

—FORM: Application for International Registration
Governed by Both the Madrid Agreement and the
Madrid Protocol (Form MMS3(E))

—FORM: Designation Subsequent to the International
Registration (Form MM4(E))

—FORM: Request for the Recording of a Change in
Ownership (Form MM5(E))

—FORM: Request for the Recording of a Limitation of
the List of Goods and Services (Form MMG6(E))

—FORM: Request for the Recording of a Renunciation
(Form MM7(E))

—FORM: Request for the Recording of a Cancellation of
the International Registration (Form MMS8(E))

—FORM: Request for the Recording of a Change in
Name and/or Address of the Holder (Form MM9(E))

—FORM: Request for the Recording of a Change in
Name and/or Address of the Representative (Form
MM10(E))

—FORM: Renewal of the International Registration
(Form MM11(E))

—FORM: Appointment of a Representative (Form
MM12(E))
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§ 21A:51 —FORM: Request for the Recording of a License (Form
MM13(E))

§ 21A:52 —FORM: Request for Amendment of the Recording of a
License (Form MM14(E))

§ 21A:53 —FORM: Request for Cancellation of the Recording of a
License (Form MM15(E))

§ 21A:54 —FORM: Declaration of Intention to Use the Mark-

United States of America (Form MM18(E))

§ 21A:54.50 —FORM: Request for the Recording of a Restriction of
the Holder’s Right of Disposal (Form MM19E)

§ 21A:55 Schedule of Fees prescribed by the Common Regulations
under the Madrid Agreement and the Madrid Protocol

§ 21A:56 Member Countries

Volume 3

PART II. CIVIL LITIGATION OF
TRADEMARK DISPUTES IN
FEDERAL DISTRICT COURT AND
THE I.T.C. UNDER THE FEDERAL
RULES OF CIVIL PROCEDURE

CHAPTER 22. SCOPE OF RULES; FORM OF

ACTION—FED. R. CIV. P. 1
§ 22:1 Practice tips

§ 22:2 Scope and purpose—Rule 1

§ 22:3  One form of action—Rule 2

CHAPTER 23. COMMENCING AN ACTION;
SERVICE OF PROCESS, PLEADINGS,

MOTIONS, AND ORDERS—FED. R. CIV. P. 11

§23:1 Practice tips

§ 23:2 Commenceing an action—Rule 3

§ 23:3 Commencement of action—FORM: Civil cover sheet for
complaint including instructions for attorneys

§ 23:4 Summons—Rule 4

§ 23:5 —FORM: Summons in civil action(e)

§ 23:6 —FORM: Notice and acknowledgment of receipt of summons
and complaint when service is made by mail(e)

§ 23:7 —FORM: Authorization for Marshal to serve process, with
instructions

§23:8 —FORM: Return of service

§23:9 —FORM: Letter authorizing service by clerk of court on
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person found only in foreign country, pursuant to Rule
4(H2)(C)(i1)()

§ 23:10 Serving other process—Rule 4.1

§ 23:11 Servicing and filing pleadings and other papers—Rule 5

§ 23:12 Service and filing of pleadings and other papers—FORM:
Appearance(®)

§23:13 —FORM: Motion for admission of visiting attorney(e)

§23:14 —FORM: Withdrawal of appearance(®)

§23:15 —FORM: Certificate of service(s)

§23:16 —FORM: Request for service abroad of judicial or
extrajudicial documents

§ 23:17 Constitutional Challenge to a Statute—Notice, Certification,
and Intervention—Rule 5.1

§ 23:18 Privacy Protection For Filings Made with the Court—Rule
5.2

§23:19 Computing and Extending Time; Time for Motion Papers—
Rule 6

§ 23:20 Time—FORM: Motion for enlargement of time to respond to
a complaint(e)

§23:21 — —Investigation incomplete(e)
§23:22 —FORM: Stipulation for enlargement of time to answer
complaint(e)

§23:23 —FORM: Objection to motion for enlargement of time(s)

§23:24 —FORM: Motion for stay of discovery()

§23:25 —FORM: Memorandum in opposition to motion for
enlargement of time()

§ 23:26 —FORM: Motion for enlargment of time to respond to motion
to consider new evidence(e)

CHAPTER 24. PLEADINGS AND
MOTIONS—FED. R. CIV. P. II1

§24:1 Practice tips

§ 24:2 Pleadings allowed; Form of motions and other papers—
Rule 7

§ 24:2.50 Disclosure Statement—Rule 7.1

§24:3 General rules of pleading—Rule 8

§24:4 —FORM: Complaint based on infringement of federal

registration, infringement under common law, false
designation of origin, dilution under state statute, unfair
competition under common law, and unfair competition
under state statute(e)

§ 24:5 — —FORM: Endorsement order(s)

§ 24:6 —FORM: Verified complaint based on infringement of
federal registration, false designation of origin,
infringement under state statute, dilution under state
statute, and infringement under common law()

§ 24:7 —FORM: Alternative complaint for false designation of
origin (15 U.S.C.A. § 1125(a)), imitation of trade dress,
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§24:7.10

§24:7.15

§ 24:7.20

§24:7.30

§24:7.40

§24:7.50

§ 24:7.55

§24:7.60
§24:7.70

§ 24:7.80

§24:7.90

common law trademark infringement, federal trademark
infringement, unfair competition and tortious
interference with business expectancy and contractual
obligations(e)

—FORM: Complaint based on statutory infringement,
false designation of origin, common law infringement,
unfair competition and injury to business reputation(e)

—FORM: Complaint based on infringement, false
designation of origin, dilution, unfair competition, and
unfair and deceptive trade practices(e)

—FORM: Complaint based on trademark infringement,
false designation of origin, false advertising, and related
claims of common law trademark infringement, unfair
competition, unjust enrichment, and breach of fiduciary
duty under state law(e)

Complaint based on trademark and trade dress
infringement, common law trademark infringement, false
designation of origin and unfair competition(e)

FORM: Complaint based on infringement of federal
registration, false designation of origin, unfair
competition, cyberpiracy, and related common law and
state law violations(e)

General rules of pleading—FORM: Complaint for federal
trademark infringement, false designation of origin/
dilution, unfair competition, import of infringing goods,
common law trademark infringement, trademark
dilution, unlawful business practices, and declaratory
relief(e)

FORM: Complaint for declaratory judgment that mark
doesn’t violate Lanham Act, doesn’t constitute infringe-
ment or unfair competition, is not a reproduction, copy,
counterfeit, or colorable imitation, and for defamation,
unfair competition, violation of state uniform deceptive
practices act, attorneys’ fees and punitive damages(e)

Complaint based on federal trademark infringement(e)

General rules of pleading—FORM: Complaint for false
designation of origin, unfair competition, violation of
state unfair competition statutes, breach of contract,
misappropriation of confidential information, conversion,
unjust enrichment, tortious interference with contractual
relations, and breach of fiduciary duty(e)

—FORM: Complaint for infringement, false designation of
origin and trade dress infringement, dilution, deceptive
acts and practices, dilution and likelihood of injury to
business reputation, and common law trademark and
trade dress infringement, unfair competition, and unjust
enrichment(e)

—FORM: Complaint based on trademark infringement,
false designation of origin, reverse confusion, state law
trademark infringement and unfair competition, and
common law trademark infringement
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§24:10.40

§24:11

§ 24:12

§ 24:13

§24:14

§ 24:14.50

§ 24:15

§ 24:15.20
§ 24:15.40

§ 24:15.50
§ 24:16

§ 24:16.50
§ 24:16.60
§ 24:16.70
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—FORM: Alternative short form complaint for trademark
infringement and unfair competition(s)

—FORM: Complaint based on service mark infringement,
false designation of origin, unfair competition, and
deceptive acts and practices

—FORM: Complaint in response to cease and desist letter
based on no trademark infringement or unfair
competition, no reproduction, copy, counterfeit, or
colorable imitation of trademark, defamation, unfair
competition, and deceptive practices(s)

—FORM: Complaint for trademark infringement against
opposer of application(e)

—FORM: Alternative complaint based on trademark
infringement and unfair competition against opposer of
trademark application(e)

—FORM: Complaint for trademark infringement of
counterfeiting, false designation of origin, false
advertising, unfair competition, common law trademark
infringement, and common law unfair competition(e)

—FORM: Motion for preliminary injunction with
supporting memorandum and affidavit—Trademark and
trade dress infringement, rebuilt or reconditioned
goods(®)

—FORM: Plaintiff's memorandum of law in support of its
motion for a temporary restraining order and
preliminary injunction(s)

—FORM: District court memorandum order on motion for
preliminary injunction—Trademark and trade dress
infringement, rebuilt or reconditioned goods(e)

—FORM: Answer to complaint, with alternative
counterclaims of false designation of origin, infringement
of state registration, infringement under common law,
and unfair competition under common law(e)

—FORM: Answer to complaint with defenses of laches,
waiver, and estoppel, and counterclaims of unfair
competition, abandonment, and invalid trademarks(e)

—FORM: Answer to complaint with defenses of
abandonment, laches, fraud in renewal of trademark,
and counterclaim of invalidity by declaratory judgment(s)

—FORM: Answer to complaint with affirmative defenses
and counterclaims(e)

—FORM: Alternate answer to complaint with affirmative
defenses and counterclaims(e)

—FORM: Answer to complaint with affirmative defenses(s)

—FORM: Answer and counterclaims(e)

—FORM: Alternative form of answer and counterclaim(e)

Second alternative form of answer and counterclaim(e)

General rules of pleading—FORM: Amended answer to
complaint with affirmative defenses and counterclaims(e)
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§ 24:17

§ 24:18
§ 24:18.50

§ 24:18.60

§ 24:19
§ 24:20
§24:21
§ 24:22

§ 24:23

§24:24

§ 24:25

§ 24:26

§ 24:27

§ 24:27.50
§ 24:28

§ 24:29

§ 24:29.10

§ 24:29.20
§ 24:29.30
§ 24:29.40
§ 24:29.50

§ 24:29.60

General rules of pleading—FORM: Reply to
counterclaim(e)

—FORM: Alternate form reply to counterclaim(e)

—FORM: Reply to counterclaims with affirmative
defenses(e)

—FORM: Reply to counterclaim on issues of infringement,
dilution, false designation, and deceptive trade practices
with affirmative defenses(e)

—FORM: Plaintiff's memorandum in support of its motion
for a preliminary injunction—False advertising(e)

Pleading special matters—Rule 9

Form of pleadings—Rule 10

Signing pleadings, motions, and other papers;
Representations to the court; Sanctions—Rule 11

Signing of pleadings, motions, and other papers;
Representations to court; Sanctions—FORM: Motion for
sanctions(®)

—FORM: Memorandum in support of motion for
sanctions(®)

—FORM: Motion for Rule 11 sanctions for filing improper
papers (misrepresenting legal entitlement) with
supporting memorandum and affidavits(e)

—FORM: Alternative motion for attorney’s fees pursuant
to Fed. R. Civ. P. 11, or, in the alternative, under 35
U.S.C.A. §1117()

—FORM: Memorandum in support of motion for
attorney’s fees pursuant to Fed. R. Civ. P. 11 and 35
U.S.C.A. § 1117(>)

—FORM: Memorandum in support of motion for
attorney’s fees under 28 U.S.C.A. § 1927

—FORM: Affidavit in support of motion for Rule 11
sanctions(®)

Defenses and Objections: When and How Presented;
Motion for Judgment on the Pleadings; Consolidating
Motions; Waiving Defenses; Pretrial Hearing—Rule 12

Defenses and objections—When and how presented—By
pleading or motion—Motion for judgment on the
pleadings—Rule 12—Form: Motion to dismiss based on
lack of personal jurisdiction(e)

—Form: Memorandum in support of motion to dismiss
based on lack of personal jurisdiction(e)

—Form: Affidavit in support of motion to dismiss based on
lack of personal jurisdiction(e)

—Form: Motion to dismiss based on improper venue and
failure to join a party(e)

—Form: Memorandum in support of motion to dismiss
based on improper venue and failure to join a party(e)

—Form: Affidavit in support of motion to dismiss based on
improper venue and failure to join a party(e)
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§ 24:32.60
§ 24:32.70

§ 24:32.80
§ 24:33

§24:34

§ 24:34.40

§ 24:34.50
§ 24:34.60
§ 24:34.70

§ 24:35

§ 24:36

§ 24:37
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Defenses and objections—When and how presented—By
pleading or motion—Motion for judgment on the
pleadings— Rule 12—Form: Memorandum and order(s)

Defenses and objections—FORM: Motion to dismiss based
on failure to state a federal claim upon which relief can
be granted and lack of federal jurisdiction, and
supporting memorandum(e)

— —FORM: Memorandum in support of motion to
dismiss(e)

— —FORM: Affidavit in support of motion to dismiss(e)

—FORM: Memorandum in support of motion to dismiss
for failure to plead a cause of action for which relief can
be granted(®)

—FORM: Declaration in support of motion to dismiss for
failure to plead a cause of action for which relief can be
granted(®)

—Notice of cross-motion to strike exhibits to declaration
in support of motion to dismiss()

—FORM: Reply memorandum in support of motion to
strike exhibits to declaration in support of motion to
dismiss(e)

—Brief in opposition to motion to strike exhibits to
declaration in support of motion to dismiss(e)

—Proposed order granting motion to strike exhibits to
declaration in support of motion to dismiss(e)

—Memorandum of law in opposition to motion to dismiss
and in support of motion to strike(e)

—Reply brief in support of motion to dismiss()

—FORM: Memorandum in opposition to motion to
dismiss(e)

— —FORM: Alternative plaintiff’s memorandum of law in
opposition to defendant’s motion to dismiss under Fed. R.
Civ. P. 12(b)(6)(»)

Motion to dismiss counterclaim or, in the alternative,
motion for more definite statement and supporting
memorandum(e)

Defenses and objections—FORM: Motion to dismiss or
strike paragraph from counterclaim(e)

—FORM: Memorandum in support of motion to dismiss or
strike paragraph from counterclaim(e)

—FORM: Reply memorandum in support of motion to
dismiss or strike paragraph from counterclaim(e)

—FORM: Motion to dismiss based on failure to state a
claim upon which relief can be granted (generic mark;

§ 43(a) remedy unavailable)(e)

—FORM: Motion to dismiss for lack of personal
jurisdiction, improper venue, and error in parties(®)

— —FORM: Memorandum in support of motion to

dismiss(e)
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§ 24:38
§ 24:39
§ 24:40

§ 24:41

§ 24:42
§ 24:43

§ 24:43.50

§ 24:44

§ 24:45
§ 24:46

§ 24:47

§ 24:48

§ 24:49

§ 24:50
§ 24:51

§ 24:51.40

§ 24:51.50
§ 24:51.60

§ 24:51.70

§ 24:52
§ 24:53
§ 24:54
§ 24:55

— —FORM: Affidavit in support of motion to dismiss
complaint against individual(e)

— —FORM: Memorandum in opposition to motion to
dismiss(e)

— —FORM: Affidavit in support of memorandum opposing
motion to dismiss(e)

—FORM: Motion to dismiss for failure to state a claim
upon which relief can be granted and failure to join an
indispensable party(e)

— —FORM: Memorandum in support of motion to
dismiss(e)

— —FORM: Memorandum in opposition to motion to
dismiss(e)

— —FORM: Plaintiff’s response to defendant’s motion to
dismiss for failure to state a claim upon which relief can
be granted(®)

—FORM: Notice of motion to dismiss and/or transfer for
lack of personal jurisdiction and service and improper
venue(®)

— —FORM: Memorandum in support of motion to
dismiss(e)

— —FORM: Memorandum in opposition to motion to
dismiss(e)

—FORM: Motion to dismiss for lack of personal
jurisdiction, lack of jurisdiction over the subject matter,
and insufficiency of process and service of process, with
supporting declarations(e)

— —FORM: Proposed order for motion to dismiss for lack
of personal jurisdiction, lack of jurisdiction over the
subject matter, and insufficiency of process and service of
process(e)

— —FORM: Memorandum in support of motion to dismiss
for lack of personal jurisdiction, lack of jurisdiction over
the subject matter, and insufficiency of process and
service of process(e)

—FORM: Motion for more definite statement(e)

— —FORM: Memorandum in support of motion for more
definite statement(e)

— —FORM: Motion to strike affirmative defenses and
reply to counterclaims(e)

—FORM: Motion to strike affirmative defenses(e)

—FORM: Memorandum in support of motion to strike
affirmative defenses(e)

—FORM: Memorandum in support of motion to strike
affirmative defenses and reply to counterclaims(e)

Counterclaim and cross claim—Rule 13

Third-party practice—Rule 14

Amended and supplemental pleadings—Rule 15

—FORM: Amendment of pleading to change named

party(e)
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—FORM: Motion for leave to amend and support
complaint(e)

—FORM: Memorandum of law in support of motion for
leave to amend and supplement complaint(e)

—FORM: Second amendment complaint(e)

—FORM: First supplemental complaint()

—FORM: Opposition to motion to amend and supplement
complaint(e)

—FORM: Reply to opposition to motion for leave to amend
and supplement complaint(e)

—FORM: Ruling on motion to amend and supplement the
complaint(e)

Pretrial conferences; Scheduling; Management—Rule 16

—FORM: Pretrial scheduling order(s)

— —FORM: Joint (proposed) scheduling order(s)

— —FORM: Motion to modify the scheduling order and
case management plan(e)

—FORM: Joint motion to amend scheduling order(e)

—FORM: Memorandum in support of joint motion to
amend scheduling order(e)

—FORM: Pretrial scheduling order—FORM: Order setting
pretrial conference and trial date(e)

Opposition to motion to amend case schedule and to
compel discovery and for sanctions, and supporting
memorandum(e)

Pretrial conferences; Scheduling; Management—FORM:
Motion to reopen discovery after tentative date set by
pretrial order(s)

—FORM: Motion to adjourn a settlement and status
conference(e)

—FORM: Case management report template(e)

—FORM: Case management report(e)

—FORM: Outline for pretrial memorandum()

— —FORM: Pretrial memorandum(e)

— —FORM: Plaintiff’s exhibit list to pretrial
memorandum(e)

—FORM Submission of redacted exhibits(e)

—Defendant’s Emergency Motion, with Supporting
Memorandum and proposed order, to bring physical
exhibits and related material into courthouse for
preliminary injunction hearing(®)

—FORM: Report of parties’ planning meeting(e)

—FORM: Revised report of parties’ planning meeting(e)

—FORM: Order of referral to mediation(e)

CHAPTER 25. PARTIES—FED. R. CIV. P. IV

§ 25:1
§ 25:2

Ixxxiv

Practice tips
Plaintiff and defendant; capacity; public officers—Rule 17
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§ 25:3
§ 25:4
§ 25:5

§ 25:6
§ 25:7

§ 25:8

§ 25:9

§ 25:10
§ 25:11
§ 25:12
§ 25:13
§ 25:14
§ 25:15
§ 25:16

§ 25:17
§ 25:18

§ 25:19
§ 25:20

§ 25:21
§ 25:22

§ 25:23
§ 25:24
§ 25:25

§ 25:26

Joinder of claims—Rule 18

Required Joinder of Parties—Rule 19

Joinder of persons needed for just adjudication—FORM:
Motion to join additional parties(e)

— —FORM: Memorandum in support of motion to join
additional parties(s)

— —FORM: Memorandum opposing motion to join additional
parties(e)

Permissive joinder of parties—Rule 20

Misjoinder and nonjoinder of parties—Rule 21

Interpleader—Rule 22

Class actions—Rule 23

Derivative actions—Rule 23.1

Actions relating to unincorporated associations—Rule 23.2

Intervention—Rule 24

—FORM: Notice of motion to intervene(s)

— —FORM: Memorandum in support of motion to
intervene(®)

— —FORM: Proposed order accompanying motion to
intervene(e)

—FORM: Alternative motion to intervene by defendant’s
insurer to recover attorneys’ fees(e)

— —FORM: Intervenor’s complaint(e)

— —FORM: Memorandum of law in support of intervenor’s
motion to intervene()

— —FORM: Affidavit in support of motion to intervene(e)

—FORM: Memorandum in opposition to motion to
intervene(®)

— —FORM: Reply to opposition to motion to intervene(®)

—FORM: Motion for reconsideration of motion to intervene(®)

— —FORM: Opposition to motion for reconsideration of
motion to intervene(e)

Substitution of parties—Rule 25

CHAPTER 26. DISCLOSURES AND
DISCOVERY—FED. R. CIV.P. V

§ 26:1
§ 26:2

§ 26:3
§ 26:4
§ 26:5

§ 26:5.50
§ 26:6

Practice tips

Duty to Disclose; General Provisions Governing
Discovery—Rule 26

General provisions governing discovery; Duty of
disclosure—FORM: Report of scheduling meeting(e)

—FORM: Motion requesting permission to take discovery
of plaintiffs’ expert witness(e)

— —FORM: Interrogatories and document requests
relating to expert witness(e)

—FORM: Responses to expert witness interrogatories(e)

— —FORM: Memorandum in support of motion
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requesting permission to take discovery of expert
witness(e)

— —FORM: Memorandum opposing motion requesting
permission to take discovery relating to expert witness()

— —FORM: Identification of expert witness(e)

Expert retention agreement(e)

General provisions governing discovery; Duty of
disclosure—FORM: Survey questions regarding
likelihood of confusion(e)

FORM: Joint preliminary report and discovery plan under
local rules(e)

General provisions governing discovery; Duty of
disclosure—FORM: Motion for protective order to delay
or quash depositions pending motion to dismiss, or limit
scope to avoid disclosure of confidential information()

— —FORM: Memorandum opposing motion for protective
order(e)

—FORM: Motion to quash the taking of depositions, with
supporting memorandum(e)

— —FORM: Alternative memorandum in support of
motion to quash(e)

—FORM: Motion for protective order against
dissemination of confidential information(e)

— —FORM: Stipulated order on dissemination of
proprietary material(e)

— —FORM: Stipulation for entry of protective order(e)

— —FORM: Alternative format for protective order on
dissemination of proprietary material(e)

— —FORM: Alternative format for stipulated protective
order(e)

FORM: Stipulated protective order regarding disclosure of
confidential information(s)

General provisions governing discovery; Duty of
disclosure—FORM: Stipulation for use of discovery taken
in opposition proceeding and other litigation involving
same parties(e)

—FORM: Motion for protective order quashing deposition
of person not a party to action(e)

—FORM: Motion to modify subpoena duces tecum and
postponing deposition(s)

Depositions to Perpetuate Testimony—Rule 27

Persons before whom depositions may be taken—Rule 28

—FORM: Motion requesting issuance of letter rogatory to
depose a foreign national residing abroad()

—FORM: Affidavit in support of motion requesting
issuance of letter rogatory(e)

—FORM: Letter rogatory pursuant to motion requesting

same(e)
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§ 26:27

§ 26:28
§ 26:29
§ 26:30
§ 26:31
§ 26:32
§26:33

§26:34

§ 26:35
§ 26:36
§ 26:37
§26:37.20
§ 26:37.30
§ 26:38
§ 26:39
§ 26:40
§ 26:41
§ 26:42
§ 26:43
§ 26:44
§ 26:45
§ 26:46
§ 26:47
§ 26:47.50

§ 26:47.60

§ 26:48

—FORM: Motion requesting issuance of letter of request
to depose a foreign national residing abroad, with text of
Hague Convention(e)

—FORM: Letter of request to depose a foreign national
residing abroad pursuant to motion for same(e)

—FORM: Notice of taking deposition upon oral
examination of foreign national residing abroad pursuant
to letter of request(e)

Stipulations about discovery procedure—Rule 29

Stipulations regarding discovery procedure—FORM:
Stipulation to modify date of deposition(e)

Depositions by oral examination—Rule 30

Depositions upon oral examination—FORM: Notice of
taking deposition of named individuals upon oral
examination(e)

—FORM: Notice of deposition of named individuals upon
oral examination and related request for production of
documents(e)

—FORM: Notice of deposition of corporation upon oral
examination of knowledgeable representatives(e)

— —FORM: Notice of deposition of Rule 30(b)(6)
witness(e)

— —FORM: Renotice of deposition of Rule 30(b)(6)
witness(e)

Notice of deposition of Rule 30(b)(6) witness, including
matters for examination(e)

Notice of deposition to keeper of records(e)

Depositions upon oral examination—FORM: Stipulation to
take deposition upon oral examination in U.S. of foreign
national residing abroad(e)

—FORM: Motion for leave to take depositions prior to the
expiration of thirty days after commencement of action(s)

—FORM: Plaintiff’s notice of Rule 30(b)(6) deposition in
trademark/domain name dispute(®)

—FORM: Defendant’s notice of Rule 30(b)(6) deposition in
trademark/domain name dispute(s)

Depositions by written questions—Rule 31

Using depositions in court proceedings—Rule 32

Interrogatories to parties—Rule 33

—FORM: Interrogatories to defendant(e)

—FORM: Interrogatories to plaintiffs()

— —FORM: Alternative interrogatories to plaintiff(s)

FORM: Interrogatories to plaintiff/counterclaim
defendant(e)

Interrogatories to parties—FORM: Defendant/
counterclaimant’s response to plaintiff/counterclaim
defendant’s first set of interrogatories(e)

—FORM: Interrogatories to defendant (alternative)(®)
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§ 26:49
§ 26:50

§ 26:51
§ 26:52

§ 26:53

§ 26:54

§ 26:54.50

§ 26:55
§ 26:56
§ 26:57

§ 26:58

§ 26:59
§ 26:60
§ 26:61
§ 26:61.50

§ 26:62

§ 26:63

§ 26:63.50

§ 26:64

§ 26:65

§ 26:66

§ 26:67
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—FORM: Interrogatories to defendant (for accounting)(®)

—FORM: Interrogatories to defendant
(accounting/services)(e)

—FORM: Notice of response to interrogatories(e)

— —FORM: Supplemental responses to plaintiff’s
interrogatories(®)

— —FORM: Responses to defendants’ interrogatories with
general and specific objections(e)

Producing Documents, Electronically Stored Information,
and Tangible Things, or Entering onto Land, for
Inspection and Other Purposes—Rule 34

Production of documents and things and entry upon land
for inspection and other purposes—FORM: Litigation
hold: Notice of Litigation and Required Preservation of
Paper and Electronic Documents()

—FORM: Defendants’ request for production of
documents(e)

—FORM: Plaintiff’s first set of interrogatories to
defendant in trademark/domain name dispute(®)

—FORM: Defendant’s first set of interrogatories in
trademark/domain name dispute(s)

—FORM: Plaintiff’'s answers and objections to defendant’s
first set of interrogatories in trademark/domain name
dispute(®)

—FORM: Defendant’s second set of interrogatories in
trademark/domain name dispute(s)

—FORM: Plaintiffs’ first request for production of
documents from defendant(e)

— —FORM: Alternate plaintiffs’ request for production of
documents(e)

FORM: Plaintiff/counterclaim defendant’s first request for
production of documents and things(e)

Production of documents and things and entry upon land
for inspection and other purposes—FORM: Notice of
compliance with request for production(e)

— —FORM: Response with objections to request for
production of documents()

— —FORM: Defendant/counterclaimant’s response to
plaintiff/counterclaim defendant’s request for production
of documents with objections(e)

— —FORM: Response to request for production of
documents(e)

—FORM: Plaintiff’s first request for production of
documents from defendant in trademark/domain name
dispute(®)

—FORM: Defendant’s first set of requests for production
of documents in trademark/domain name dispute(e)

—FORM: Plaintiff’s response to defendant’s first request
for production in trademark/domain name dispute(s)
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§26:67.50 FORM: Plaintiff’s first request for production of
documents and things from plaintiff-counterclaim
defendant in trademark/domain name dispute(s)

§ 26:68 Physical and mental examinations—Rule 35

§ 26:69 Requests for admission—Rule 36

§ 26:70 —FORM: Requests for admissions of facts(e)
§26:71 —FORM: Requests for admissions of facts—FORM:

Response to request for admissions of facts(e)
§26:71.50 —FORM: Request for admissions(e)

§ 26:72 —FORM: Requests for admissions of genuineness of
documents(e)

§ 26:73 — —FORM: Response to request for admissions of
genuineness of documents(e)

§26:74 —FORM: Motion to strike request for admissions(e)

§ 26:75 —FORM: Stipulation of admissions by plaintiff(e)

§ 26:76 —FORM: Defendant’s first request for admissions in
trademark/domain name dispute(e)

§ 26:77 —FORM: Plaintiff’s response to defendant’s request for
admissions in trademark/domain name dispute(®)

§ 26:78 Failure to make disclosures or to cooperate in discovery:
Sanctions—Rule 37

§ 26:79 Failure to make or cooperate in discovery: Sanctions—

Motions to compel—FORM: Motion to compel responses
to interrogatories and for expenses for filing this

motion()

§ 26:80 — —FORM: Memorandum in support of motion to compel
responses to interrogatories and for expenses(e)

§ 26:81 — —FORM: Motion to compel production of documents
and for expenses for filing this motion()

§ 26:82 —DMotions for sanctions—FORM: Motion for sanctions,
including non-suit, for failure to respond to discovery
requests(®)

§ 26:83 — —FORM: Motion for sanctions for failure to appear at
deposition(s)

§ 26:84 — —FORM: Motion for sanctions—Default judgment,

order establishing facts as alleged, order precluding
opponent from offering evidence, and costs for failure to
respond to discovery requests(®)

Volume 4
CHAPTER 27. TRIALS—FED. R. CIV. P. VI
§27:1 Practice tips
§ 27:2 Right to a jury trial; Demand—Rule 38
§ 27:3 Trial by jury or by the court—Rule 39
§27:4 Scheduling cases for trial—Rule 40
§ 27:5 Dismissal of actions—Rule 41

© 2013 Thomson Reuters, Rel. 21, 2/2013 Ixxxix



§27:6
§ 27:6.50
§ 27:7

§ 27:7.50
§27:8
§27:9
§27:10

§ 27:11

§ 27:12
§27:13
§27:13.20
§27:13.40
§27:14
§27:15
§27:16
§27:17
§27:17.50
§27:17.60
§ 27:17.70
§27:18
§27:19

§ 27:20

§ 27:21

§ 27:21.50
§ 27:22

§ 27:23

§ 27:24

§ 27:25
§ 27:26

§ 27:27
§27:28

§ 27:29

XC
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—FORM: Voluntary dismissal by plaintiff(e)

—FORM: Notice of dismissal of complaint(e)

—FORM: Stipulation and order for dismissal with
prejudice(e)

—FORM: Alternative stipulation and order for dismissal
with prejudice(®)

Consolidation; Separate trials—Rule 42

—FORM: Motion to bifurcate trial(e)

Taking testimony—Rule 43

—FORM: Stipulation broadening scope of cross-
examination, designating dates of availability of
witnesses, and allowing use of deposition(s)

—FORM: Notice of motion and motion in limine to
preclude testimony of expert(e)

—FORM: Memorandum in support of motion in limine to
preclude testimony of expert(e)

—FORM: Defendant’s motion to exclude plaintiff’s
expert(e)

—FORM: Plaintiff's memorandum in opposition to
defendant’s motion to exclude expert(s)

Proving an official record—Rule 44

Determining foreign law—Rule 44.1

Subpoena—Rule 45

—FORM: Subpoena with return of service

Subpoena commanding production of documents(e)

Letter accompanying subpoena commanding production of
documents(e)

Alternative deposition subpoena(e)

Subpoena—FORM: Deposition subpoena

—FORM: Motion for order authorizing issuance of trial
subpoena beyond 100 miles(e)

— —FORM: Order for authorizing issuance of trial
subpoena beyond 100 miles(e)

— —FORM: Motion to quash subpoena compelling witness
to attend trial beyond 100 miles(e)

Memorandum in opposition to motion to quash
subpoena(®)

Objecting to a ruling or order—Rule 46

Selecting jurors—Rule 47

Number of jurors; Verdict; Polling—Rule 48

Special verdict; General verdict and questions—Rule 49

Special verdicts and interrogatories—FORM:
Interrogatories for special verdict(s)

—FORM: Interrogatories accompanying general verdict(s)

Judgment as a matter of law in a jury trial; Related
motion for a new trial; Conditional ruling—Rule 50

Instructions to the jury; Objections; Preserving a claim of
error—Rule 51
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§ 27:30 Instructions to jury; Objections; Preserving a claim of
error—FORM: Standard jury instructions(e)

§ 27:31 —FORM: Substantive jury instructions(e)

§27:31.50 —FORM: Plaintiffs’ proposed jury instructions(e)

§ 27:32 Findings and conclusions by the court; Judgment on
partial findings—Rule 52

§ 27:33 Findings by the court; Judgment on partial findings—
FORM: Plaintiffs’ post-trial memorandum(e)

§27:34 —FORM: Defendants’ post-trial memorandum(e)

§ 27:35 Masters—Rule 53

CHAPTER 28. JUDGMENT—FED. R. CIV. P.
VII

§28:1 Practice tips

§ 28:2 Judgments; Costs—Rule 54

§ 28:3 —FORM: Bill of costs

§ 28:4 — —FORM: Brief in support of bill of costs(e)

§ 28:5 — —FORM: Objections to bill of costs(e)

§ 28:6 — —FORM: Memorandum of law in support of objections
to bill of costs(e)

§ 28:7 — —FORM: Reply to objections to bill of costs and
memorandum in support thereof(e)

§ 28:8 — —FORM: Alternative opposition to bill of costs(e)

§ 28:9 — —FORM: Alternative response to opposition to bill of
costs(®)

§ 28:10 —FORM: Bill of costs (alternative)(®)

§ 28:11 — —FORM: Memorandum in support of bill of costs
(alternative)(e)

§ 28:12 —FORM: Motion to review taxation of costs by court(e)

§ 28:13 — —FORM: Response to motion to review taxation of

costs by court(e)
§28:14 Default; default judgment—Rule 55
§ 28:15 Default—FORM: Motion for default(e)

§ 28:16 —FORM: Alternative form for motion for entry of default
judgment(e)

§ 28:17 —FORM: Affidavit in support of request for certificate of
default(e)

§ 28:18 —FORM: Alternative form proof of service(e)

§28:19 —FORM: Default judgment(e)

§ 28:20 Summary judgment—Rule 56

§ 28:21 —Motion for summary judgment based on laches and

acquiescence—FORM: Notice of motion and motion for
summary judgment based on laches and acquiescence(e)

§ 28:22 — —FORM: Memorandum of law in support of motion for
summary judgment(e)

§ 28:23 — —FORM: Statement of material facts as to which there
is no genuine issue, in support of motion for summary
judgment(e)
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§ 28:27

§ 28:28
§ 28:29
§ 28:30
§28:31

§ 28:32

§ 28:33

§28:34

§ 28:34.30

§ 28:34.40

§ 28:34.50

§ 28:35

§ 28:36
§ 28:37

§ 28:38

§ 28:39
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— —FORM: Affidavit in support of motion for summary
judgment(e)

— —FORM: Memorandum in opposition to motion for
summary judgment(e)

— —FORM: Affidavit in opposition to motion for summary
judgment and injunction(e)

—DMotion for summary judgment based on lack of
trademark rights and likelihood of confusion—FORM:
Alternative form for motion for summary judgment based
on lack of trademark rights/likelihood of confusion(e)

— —FORM: Memorandum in support of motion for
summary judgment(e)

— — —FORM: Statement of material facts as to which
there is no genuine issue to be tried(®)

— —FORM: Memorandum in opposition to motion for
summary judgment(e)

— — —FORM: Statement of material facts in genuine
dispute that need to be tried(s)

— — —FORM: Memorandum of law in opposition to
motion for summary judgment on the issue of likelihood
of confusion(e)

— —FORM: Motion for opportunity to reply to
memorandum in opposition to motion for summary
judgment(e)

— — —FORM: Reply to memorandum in opposition to
motion for summary judgment(e)

—FORM: Plaintiff’s dispositive motion for summary
judgement upon defendant’s counterclaim and related
affirmative defenses(e)

—FORM: Response in opposition to plaintiff’s dispositive
motion for summary judgment upon defendants’
counterclaim and related affirmative defenses(e)

—FORM: Defendant’s request for leave to file reply brief
and memorandum in support of defendant’s motion for
summary judgment on the issue of damages(e)

—Magistrate Judge’s opinion granting summary
judgment—FORM: Opinion on motion for summary
judgment(®)

— —FORM: Objections and exceptions to Magistrate
Judge’s opinion on motion for summary judgment(e)

— —FORM: Reply to objections and exceptions to opinion
on motion for summary judgment(s)

—DMotions to make preliminary injunction permanent—
FORM: Motion for summary judgment to make
preliminary injunction for trademark infringement
permanent(e)

— —FORM: Combined motion for summary judgment and
to make preliminary injunction permanent and
supporting memorandum(e)
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§ 28:40
§28:41
§ 28:42
§ 28:43
§ 28:44
§ 28:45
§ 28:46
§ 28:47
§ 28:48

§ 28:49
§ 28:50

§ 28:51
§ 28:52

§ 28:52.50
§ 28:53
§ 28:54

§ 28:55

§ 28:56
§ 28:57
§ 28:58

§ 28:59
§ 28:60
§ 28:61
§ 28:62
§ 28:63
§ 28:64
§ 28:65

§ 28:66

Declaratory judgment—Rule 57

Entering judgment—Rule 58

Entry of judgment—FORM: Motion for entry of
judgment(e)

—FORM: Form of judgment prepared by party upon
direction of court (upon default)(e)

—FORM: Form of judgment prepared by clerk pursuant to
court direction, with notice of time limit for filing appeal

—FORM: Final consent judgment(e)

—FORM: Alternative form consent order and judgment(e)

New trial; altering or amending a judgment—Rule 59

New trials; Amendment of judgments—FORM: Amended
judgment in a civil case(®)

— —FORM: Motion to alter judgment(s)

— —FORM: Memorandum in support of motion to alter
judgment(e)

—FORM: Post-judgment motion for attorneys’ fees(e)

— —FORM: Memorandum in support of post-judgment
motion for attorneys’ fees(e)

—FORM: Alternate memorandum in support of post-
hearing motion for reasonable attorney’s fees and costs(e)

Relief from a judgment or order—Rule 60

Relief from judgment or order—FORM: Memorandum in
opposition to stay of preliminary injunction under Rule
60(b)(®

—FORM: Motion to consider new evidence relating to
report and recommendation of Magistrate pursuant to
Fed. R. Civ. P. 60(b)(2)

—FORM: Order granting plaintiff’s motion to consider
new evidence(e)

—FORM: Notice of filing of original declaration(e)

—FORM: Defendant’s memorandum of law in opposition
to plaintiff’s motion to consider new evidence relating to
report and recommendation of Magistrate()

Harmless error—Rule 61

Stay of proceedings to enforce a judgment—Rule 62

—FORM: Motion for stay of preliminary injunction
pending ruling on motion for correction(s)

— —FORM: Memorandum in support of motion for stay of
preliminary injunction(e)

— —FORM: Affidavit in support of motion for stay of
preliminary injunction(e)

—FORM: Proposed order to show cause why motion for
stay should not be granted(e)

— —FORM: Memorandum in opposition to motion for stay
of preliminary injunction(e)

— —FORM: Alternative memorandum in opposition to
motion for stay of preliminary injunction under Rule

60(b)(=)

© 2013 Thomson Reuters, Rel. 21, 2/2013 Xciii



TraDEMARK Law PracticE ForMs

§ 28:66.50 Indicative ruling on a motion for relief that is barred by a
pending appeal—Rule 62.1
§ 28:67 Judge’s inability to proceed—Rule 63

CHAPTER 29. PROVISIONAL AND FINAL
REMEDIES—FED. R. CIV. P. VIII

§29:1 Practice tips
§ 29:2 Seizing a person or property—Rule 64
§ 29:3 Seizure of person or property—FORM: Motion for ex parte

order of immediate seizure and impoundment and
memorandum in support thereof(s)

§29:4 — —FORM: Affidavit in support of motion for ex parte
seizure order(e)

§ 29:5 — —FORM: Order granting motion for order of immediate
inventory and impoundment(s)

§ 29:6 — —FORM: Motion for an order to dissolve ex parte order
of seizure and impoundment with supporting
memorandum(e)

§ 29:7 Injunctions and restraining orders—Rule 65

§ 29:7.50 Injunctions—Against any use of mark in related trade—
FORM: Verified complaint(e)

§ 29:8 —FORM: Motion for preliminary injunction against any
use of mark by defendant in related trade(e)

§ 29:8.50 — —FORM: Motion for preliminary injunction()

§ 29:8.60 — —FORM: Defendants/counter-plaintiffs’ motion for
preliminary injunction(s)

§29:9 — —FORM: Memorandum in support of plaintiffs’ motion
for preliminary injunction(e)

§29:9.10 —Rule 65 —Alternate memorandum in support of
plaintiff’s motion for preliminary injunction()

§ 29:9.20 —FORM: Motion for preliminary injunction against any

use of mark by defendant in related trade—FORM:
Memorandum in support of defendants/counter-plaintiffs’
motion for preliminary injunction

§29:10 — —FORM: Declaration in support of motion for
preliminary injunction(e)

§ 29:11 — —FORM: Declaration by corporate counsel in support
of motion for preliminary injunction()

§ 29:12 — —FORM: Proposed order to show cause why the motion
for preliminary injunction should not be granted(e)

§ 29:12.50 — —FORM: Order to show cause on motion for
preliminary injunction(e)

§ 29:13 — —FORM: Memorandum in opposition to motion for

preliminary injunction(e)

§29:13.50 —FORM: Memorandum in opposition to plaintiffs motion
for a preliminary injunction(s)

§29:14 —Against geographic expansion of use of mark—FORM:
Motion for preliminary injunction against geographic
expansion of use of mark by defendant(e)

XCiv
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§29:15
§29:16
§29:17
§29:18
§29:19

§29:19.20

§29:19.40

§ 29:19.60
§ 29:20

§29:21

§ 29:21.50
§ 29:22

§ 29:23

§29:24

§ 29:25

§ 29:26
§ 29:27

§ 29:28
§ 29:28.50
§ 29:29
§ 29:30

§29:31
§29:32
§29:33
§29:34

§29:35

— —FORM: Memorandum in support of motion for
preliminary injunction(e)

— —FORM: Affidavit in support of motion for preliminary
injunction(e)

— —FORM: Proposed order to show cause why the motion
for preliminary injunction should not be granted(®)

— —FORM: Bond for preliminary injunction pursuant to
motion(e)

— —FORM: Memorandum in opposition to motion for
preliminary injunction(e)

—Against use of registered and common law marks—
FORM: Notice of motion and motion to show cause why a
preliminary injunction should not issue(®)

—FORM: Declaration in support of motion for preliminary
injunction(e)

—FORM: Proposed order for preliminary injunction(e)

—Against trade dress and common law infringement—
FORM: Plaintiff’s post-hearing memorandum in support
of motion for preliminary injunction (trade dress and
common law infringement)(®)

— —FORM: Post-hearing memorandum in opposition to
motion for preliminary injunction

— —FORM: Order denying preliminary injunction(s)

—Correction of preliminary injunction order—FORM:
Motion to correct preliminary injunction order(e)

— —FORM: Memorandum in support of motion to correct
preliminary injunction order()

— —FORM: Proposed order to show cause why motion to
correct preliminary injunction should not be modified or
reargued(®)

—FORM: Motion for preliminary and permanent
injunction and advancement and consolidation of trial(s)

—FORM: Form of bond securing preliminary injunction

—Motion for preliminary injunction with temporary
restraining order—Misappropriation of design—FORM:
Summons

— —FORM: Complaint(e)

— —FORM: Verified complaint(e)

— —FORM: Motion for temporary restraining order(s)

— —FORM: Plaintiff’s affidavit in support of motion for
temporary restraining order(s)

— —FORM: Temporary restraining order(e)

— —FORM: Bond on temporary restraining order(e)

— —FORM: Motion for an order to show cause and for a
preliminary injunction(s)

— —FORM: Order to show cause on motion for
preliminary injunction(e)

— —FORM: Plaintiff’s memorandum in support of motion
for preliminary injunction(e)
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§29:35.20 — —FORM: Memorandum in support of motion for
preliminary injunction(e)

§29:35.40 — —FORM: Declaration in support of motion for
preliminary injunction(e)

§ 29:36 — —FORM: Certificate of attorney(s)

§ 29:37 —Complaint for preliminary and permanent injunction
and temporary restraining order—FORM: Civil cover
sheet

§ 29:38 — —FORM: Complaint(e)

§ 29:39 — —FORM: Memo of law in support of motion for
preliminary injunction and temporary restraining
order(s)

§ 29:40 — —FORM: Temporary restraining order(s)

§ 29:41 — —FORM: Bond on temporary restraining order(e)

§ 29:42 — —FORM: Motion for an order to show cause and for a
preliminary injunction(e)

§ 29:43 — —FORM: Order to show cause on motion for
preliminary injunction(e)

§29:44 — —FORM: Appearance(s)

§ 29:45 — —FORM: Certificate of attorney(e)

§ 29:46 — —FORM: Affidavit of paralegal(e)

§ 29:47 — —FORM: Temporary restraining order(s)

§ 29:48 Proceedings against a surety—Rule 65.1

§ 29:49 Receivers—Rule 66

§ 29:50 Deposit into court—Rule 67

§ 29:51 Offer of judgment—Rule 68

§ 29:52 Execution—Rule 69

§ 29:53 Enforcing a judgment for a specific act—Rule 70

§ 29:54 Enforcing relief for or against a nonparty—Rule 71

CHAPTER 30. SPECIAL PROCEEDINGS—

FED. R. CIV. P. IX

§ 30:1 Practice tips

§ 30:2 Condemning real or personal property—Rule 71.1

§ 30:3 Magistrate judges: Pretrial order—Rule 72

§30:4 Magistrate Judges; Pretrial orders—Objections to
Magistrate’s recommended ruling—FORM: Objections to

Magistrate Judge’s recommended ruling on motions and
request for de novo reconsideration(e)

§ 30:5 — —FORM: Objection to recommended ruling on motion for
reconsideration(e)
§ 30:6 —Responses to objections to Magistrate recommended

rulings—FORM: Response to objections to Magistrate’s
recommended ruling on motions(e)

§ 30:7 — —FORM: Response to objection to recommended ruling on
motion for reconsideration()
§ 30:8 Magistrate judges: Trial by consent; Appeal—Rule 73

XCvi



TaBLE oF CONTENTS

§ 30:9 Magistrate Judges; Trial by consent and appeal options—
FORM: Notice of availability of Magistrate Judge to exercise

jurisdiction(e)

§30:10 —FORM: Consent to proceed before a U.S. Magistrate
Judge(®)

§30:11 —FORM: Order of reference to Magistrate Judge pursuant to
consent(e)

§30:12 Method of appeal from Magistrate Judge to District Judge
under Title 28, U.S.C.A. § 636(c)(4) and Rule 73(d)—Rule 74
[abrogated] —FORM: Notice of appeal from Magistrate’s
ruling to District Court Judge(®)

§30:13 Method of appeal from Magistrate Judge to District Judge
under Title 28, U.S.C.A. § 636(c)(4) and Rule 73(d)— Rule
74 [abrogated]| —FORM: Notice of cross-appeal to U.S.
District Judge from Magistrate’s ruling(e)

§30:14 Method of appeal from Magistrate Judge to District Judge
under Title 28, U.S.C.A. § 636(c)(4) and Rule 73(d)—Rule 74
[abrogated]| —FORM: Motion for leave to consolidate brief in
support of cross-appeal with brief in answer to appeal(®)

§ 30:15 Proceedings on appeal from Magistrate Judge to District
Judge under Rule 73(d)—Rule 75 [abrogated December 1,
1997]—FORM: Appellant’s brief to District Court Judge(e)

§30:16 —FORM: Appellee’s brief to District Court Judge(e)

§30:17 Judgment of the District Judge on the appeal under Rule
73(d) and costs—Rule 76 [abrogated December 1, 1997]—
FORM: Motion for stay of judgment pending petition to
Court of Appeals for leave to appeal(®)

§ 30:18 Judgment of the District Judge on the appeal under Rule
73(d) and costs—FORM: Notice of motion for petition for
leave to appeal from decision of District Court Judge(e)

§30:19 Judgment of the District Judge on the appeal under Rule
73(d) and costs—FORM: Petition for leave to appeal
decision of District Court Judge(e)

§ 30:20 —FORM: Answer to petition for leave to appeal decision of
District Court Judge(®)

Volume 5

CHAPTER 31. DISTRICT COURTS AND
CLERKS—FED. R. CIV. P. X

§31:1 Practice tips

§ 31:2 Conducting Business; Clerk’s Authority; Notice of an Order or
Judgment—Rule 77

§ 31:3 Hearing motions; Submission on briefs—Rule 78

§31:4 Records kept by the clerk—Rule 79

§ 31:5 Stenographic transcript as evidence—Rule 80
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CHAPTER 32. GENERAL PROVISIONS—

FED. R. CIV. P. XI

§ 32:1 Practice tips

§ 32:2 Applicability of the rules in general; Removed actions—Rule
81

§ 32:3  Jurisdiction and venue unaffected—Rule 82

§ 32:4 Rules by district courts; Judge’s directives—Rule 83

§32:5 Forms—Rule 84

§32:6 Title—Rule 85

§ 32:7 Effective dates—Rule 86

CHAPTER 33. FALSE DESIGNATION OF
ORIGIN, SEIZURE OF COUNTERFEIT
GOODS AND TRADEMARK DILUTION
UNDER THE TRADEMARK ACT

§33:1 Practice tips

§ 33:2 —Preventing importation of counterfeit or falsely
designated goods by registration with U.S. Customs

§ 33:3 —Preliminary injunctions and seizure litigation under the
Trademark Act

§33:4 — —Treble damages and counsel fees

§ 33:5 — —Criminal prosecution of counterfeiters

§ 33:6 —Cause of action for trademark dilution under the
Trademark Act

§ 33:7 Seizure of counterfeit goods by U.S. Customs—19 C.F.R.

§§ 133.1-133.27, 133.51-133.53: Trademarks, trade
names, and copyrights

§ 33:8 —15 U.S.C. § 1124: Importation forbidden of goods
bearing infringing marks or names (Trademark Act § 42)

§ 33:9 —15 U.S.C. § 1125(b): Importation of infringing goods
forbidden (Trademark Act § 43(b))

§ 33:10 — —FORM: Request to U.S. Customs to register U.S.

Trademark Registration

§33:10.20 —Form: Certificate of mailing(e)

§33:10.30  Client letter proposing U.S. Customs registration(s)

§ 33:10.40  Seizure of counterfeit goods by U.S. Customs—Form:
Trademark recordation application template(s)

§ 33:10.80 —Form: Petition to U.S. Customs requesting return of
seized goods(e)

§ 33:11 —15 U.S.C. § 1125(b): Importation of infringing goods
forbidden (Trademark Act § 43(b))—FORM: Notice from
U.S. Customs acknowledging registration of U.S.

trademarks

§33:12 — —FORM: U.S. Customs notice of recordation in the
Official Gazette()

§33:13 —19 U.S.C. § 1526: Merchandise bearing American

trademark

Xcviil
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§ 33:14
§ 33:14.50
§ 33:14.60

§33:15

§ 33:16

§ 33:17

§ 33:18
§33:19
§ 33:20
§ 33:20.50

§33:21

§ 33:22
§ 33:23

§ 33:24

§33:25

§ 33:26

§ 33:27

§ 33:28

§ 33:29

§ 33:30

—18 U.S.C. § 2320: Trafficking in counterfeit goods or
services (Trademark Counterfeiting Act of 1984)

FOIA request for information regarding seizure of
counterfeit goods()

Alternative FOIA request for information regarding
seizure of counterfeit goods(e)

Preliminary injunctions against trademark infringement
and false designation of origin in civil litigation—15
U.S.C. § 1114: Infringer liable in civil action; innocent
acts by printers, publishers, and broadcasters
(Trademark Act § 32)

—15 U.S.C. § 1125(a): False designations of origin and
false descriptions (Trademark Act § 43(a))

—Typical action for federal trademark infringement and
false designation of origin under Trademark Act §§ 32
and 43(a)—FORM: Summons

— —FORM: Civil cover sheet, with instructions

— —FORM: Verified complaint with exhibits

— —FORM: Affidavit in support of verified complaint(e)

— —FORM: Complaint for infringement, unfair
competition and false designation of origin, dilution,
unfair and deceptive trade practices, and common law
unfair competition

—Motion for preliminary injunction against use of
counterfeit registered marks—FORM: Motion for
preliminary injunction(e)

— —FORM: Memorandum of law in support of motion for
preliminary injunction(s)

— —FORM: Order to show cause why preliminary
injunction should not issue(®)

— —FORM: U.S. Marshal search and seizure process
receipt pursuant to order to show cause, with
memorandum of seized property and evidence control

—DMotion for preliminary injunction against counterfeiting
under 15 U.S.C. § 1125(a), false designation of origin—
FORM: Motion for preliminary injunction seeking to
enjoin false designation of origin and counterfeiting(e)

— —FORM: Memorandum in support of plaintiff’'s motion
for a preliminary injunction(s)

—Alternative motion for preliminary injunction under
§§ 32 and 43(a) of the Trademark Act—FORM: Motion
for preliminary injunction based on sale of counterfeit
goods(e)

— —FORM: Memorandum in support of motion for
preliminary injunction under §§ 32 and 43(a)()

Seizure actions under 15 U.S.C. § 1116 (Trademark Act
§ 34)—15 U.S.C. § 1116: Injunctions; Enforcement; Notice
to Commissioner

—Typical application for order of seizure, with supporting
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affidavits and order of seizure—FORM: Application for
an order of seizure of goods sold under counterfeit
trademarks pursuant to 15 U.S.C. § 1116(d)(1)(A)()

— —FORM: Attorney’s affidavit in support of application
for seizure order(?)

— —FORM: Supplement to application for seizure order,
with supporting affidavit(e)

— —FORM: Order of seizure pursuant to 15 U.S.C.

§ 1116(d)(1)(A), with cash bond and agreement of
indemnity

—Complaint and application for order of seizure of
counterfeit goods—FORM: Complaint for seizure of
counterfeit goods based on Trademark Act §§ 32 and
43(a), with pendent violations of state anti-counterfeiting
law(®)

— —FORM: Application for order of seizure of counterfeit
goods based on 15 U.S.C. § 1116(d)(1)(A)()

— —FORM: Order of seizure of counterfeit goods
pursuant to 15 U.S.C. § 1116(d)(1)(A)()

Seizure actions under state law—FORM: Complaint for
seizure of counterfeit goods based on state law
comprising application for seizure order(e)

—FORM: Memorandum in support of application for order
of seizure pursuant to state law(e)

—FORM: Order of seizure under state law(e)

Federal cause of action for trademark dilution) (15 U.S.C.
§ 1125(c) dilution (Trademark Act § 43(c))

CHAPTER 34. ACTIONS FOR
INFRINGEMENT BY GRAY MARKET GOODS

§ 34:1
§ 34:2
§ 34:3
§ 34:4
§ 34:5

§ 34:6
§ 34:7
§ 34:8

§ 34:9
§ 34:10

FORM: Complaint(e)
FORM: Motion for temporary restraining order(e)
FORM: Temporary restraining order(e)
FORM: Bond on temporary restraining order(s)
FORM: Memorandum of law in support of motion for
preliminary injunction and temporary restraining order(s)
FORM: Motion for order to show cause and for a preliminary
injunction(e)

FORM: Order to show cause on motion for preliminary
injunction(e)

FORM: Certificate of attorney(e)

FORM: Affidavit(e)

FORM: Order granting request for immediate ex parte order
of inventory and impoundment(e)

CHAPTER 35. ACTIONS FOR DOMAIN
NAME DISPUTE RESOLUTION

§35:1

WIPO Guide to the Uniform Dispute Resolution Policy
(UDRP)
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§ 35:2
§ 35:3

ICANN uniform domain name dispute resolution policy
ICANN Rules for Uniform Domain Name Dispute
Resolution Policy

§ 35:4 [Reserved]

§ 35:5
§ 35:6
§ 35:7
§ 35:8
§ 35:9
§ 35:10
§ 35:11

§ 35:11.10

§ 35:11.15

§35:11.20

§ 35:11.30

§ 35:11.35

§ 35:11.40
§ 35:11.50

§ 35:12
§ 35:13
§ 35:14

§ 35:15
§ 35:16

§ 35:16.10
§ 35:16.20
§ 35:17

§ 35:17.10

§ 35:18
§ 35:19

Supplemental Rules for Uniform Domain Name Dispute
Resolution

Schedule of fees

Complaint transmittal sheet

eUDRP Model Complaint and Filing Guidelines

Model complaint (¢eUDRP)()

Complaint notification instructions—Single panelist
(eUDRP)

FORM: Example of complaint in accordance with Uniform
Domain Name Dispute Resolution Policy(s)

—FORM: First alternative example of complaint in
accordance with Uniform Domain Name Dispute
Resolution Policy()

—FORM: Second alternative example of complaint in
accordance with Uniform Domain Name Dispute
Resolution Policy(e)

—FORM: Third alternative example of complaint in
accordance with uniform domain name dispute
resolution(®)

—FORM: Fourth alternative example of complaint in
accordance with uniform domain name dispute
resolution(e)

FORM: Affidavit in support of complaint in accordance
with Uniform Domain Name Dispute Resolution Policy(s)

—FORM: Cover letter transmitting complaint to WIPO(e)

Complaint in accordance with uniform domain name
dispute resolution policy alleging “typosquatting”(e)

FORM: Acknowledgment of receipt of complaint(e)

FORM: Complaint transmittal coversheet(o)

FORM: Complaint notification instructions—Three
panelists (eUDRP)

Model form of response and filing guidelines(e)

FORM: Response to Complaint for Uniform Domain Name
Dispute Resolution(e)

—FORM: Alternate response to complaint for Uniform
Domain Name Dispute Resolution(e)

—FORM: Reply to response to complaint for Uniform
Domain Name Dispute Resolution(e)

FORM: Notification of appointment of Administrative
Panel and projected decision date(e)

—FORM: Notification of decision in accordance with
Uniform Domain Name Dispute Resolution Policy(e)

WIPO arbitration guidelines

FORM: Typical arbitration complaint(e)
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WIPO mediation guidelines

Request to terminate UDRP proceeding(e)

FORM: Report of conclusion of UDRP proceeding to
client(e)

FORM: Complaint for infringement of domain name by
use of trademark filed in U.S. District Court(e)

FORM: Complaint based on infringement of registered
trademark by internet domain name(e)

—FORM: Complaint alleging cyberpiracy and false
designation of origin based on registration and use of
domain name(®)

FORM: Defendant’s motion to dismiss infringement action
based on domain name(s)

FORM: Memorandum in support of motion to dismiss(e)

FORM: Memorandum in opposition to motion to dismiss(e)

—FORM: Motion for default(s)

—FORM: Memorandum in support of motion for default(e)

—FORM: Default judgment and order to transfer domain
name()

FORM: Internet domain name purchase agreement(e)

FORM: Escrow agreement(e)

CHAPTER 36. COMPLAINTS FOR COMMON
LAW INFRINGEMENT BROUGHT BEFORE
THE U.S. INTERNATIONAL TRADE

COMMISSION

§ 36:1 Practice tips

§ 36:2 19 U.S.C. § 1337: § 337, Tariff Act of 1930, as amended—
Unfair practices in import trade

§ 36:3 19 C.F.R. Ch. II, subpart C—Pleadings and motions

§ 36:4 19 C.F.R. Ch. II, subpart C—FORM: Complaint for common
law trademark infringement before the United States
International Trade Commission under § 337 of the Tariff
Act of 1930, as amended(e)

§ 36:5 19 C.F.R. Ch. II, subpart C—FORM: Alternative complaint
for common law trademark infringement and false
designation of origin before the ITC()

§ 36:6 —FORM: Letter of transmittal of status certificate(s)

§ 36:7 —FORM: Certification of status of agreement(e)

§ 36:8 19 C.F.R. Ch. II, subpart C—FORM: Complaint filed with the
WIPO Arbitration and Mediation Center pursuant to the
Uniform Domain Name Dispute Resolution Policy adopted
by ICANN(e)

§ 36:9 19 C.F.R. Ch. II, subpart C—FORM: Complaint for
trademark infringement arising from registration of
internet domain name(®)

§36:10 —FORM: Affidavit in support of complaint in domain name

cii
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§ 36:11  Jurisdiction, venue and service of process

Volume 6

PART III. APPEALS TO CIRCUIT
COURTS OF APPEAL UNDER THE
FEDERAL RULES OF APPELLATE
PROCEDURE

CHAPTER 37. APPEALS FROM
JUDGMENTS AND ORDERS OF DISTRICT
COURTS—FED. R. APP. P. 11

§37:1 Practice tips

§ 37:2 Appeal as of right—How taken—Appellate Rule 3
§37:3 —FORM: Notice of appeal(e)

§37:4 —FORM: Civil appeal pre-argument statement
§37:5 —FORM: Transcript information form

§37:6 —FORM: Civil appeal scheduling order

§ 37:7 —FORM: Pre-argument conference notice

§ 37:8 —FORM: Modified scheduling order

§ 37:9 [Reserved]
§37:10 Appeal as of right—When taken—Appellate Rule 4
§ 37:12 [Reserved]

§37:11 Appeal by permission—Appellate Rule 5

§37:13 Bond for costs on appeal in a civil case—Appellate Rule 7

§37:14 Stay or injunction pending appeal—Appellate Rule 8

§ 37:15 —DMotions in District Court—FORM: Motion for stay of
preliminary injunction pending appeal(®)

§37:16 — —FORM: Order to show cause why stay should not be
granted(®)

§ 37:17 — —FORM: Memorandum in support of motion for stay of
preliminary injunction(e)

§ 37:18 — —FORM: Memorandum in opposition to motion for stay
of preliminary injunction(e)

§37:19 — —FORM: Memorandum and order of District Court(e)

§ 37:20 —DMotions in Court of Appeals—FORM: Motion for stay of
preliminary injunction

§ 37:21 — —FORM: Memorandum in support of motion for stay of
preliminary injunction(e)

§ 37:22 — —FORM: Memorandum in opposition to motion for stay
of preliminary injunction(e)

§ 37:23 — —FORM: Notice of filing of motion to stay preliminary
injunction(e)

§37:24 — —FORM: Order on motion for stay of preliminary
injunction
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§ 37:33.50
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The record on appeal—Appellate Rule 10

—FORM: Designation of record on appeal(s)

—FORM: Supplementation of record

—FORM: Motion for supplementation of the record

—FORM: Memorandum in support of motion to
supplement record(e)

Forwarding the record—Appellate Rule 11

Transmission of the record—FORM: Transmission of
record by clerk

Docketing the appeal; filing a representation statement;
filing the record—Appellate Rule 12

Docketing the appeal; Filing of the record—FORM: Docket
of appeal and notice of filing of record by clerk

Remand after an indicative ruling by the district court on
a motion for relief that is barred by a pending appeal—
Appellate Rule 12.1

28 U.S.C. 1295 Jurisdiction of the United States Court of
Appeals for the Federal Circuit

CHAPTER 38. GENERAL PROVISIONS—
FED. R. APP. P. VII

§38:1
§ 38:2
§ 38:3
§ 38:4

§ 38:5
§ 38:6
§ 38:7

§ 38:8

§ 38:9
§ 38:10
§ 38:11

§ 38:12
§ 38:13
§ 38:13.50
§ 38:13.60
§ 38:14
§ 38:15
§ 38:15.50
§ 38:16

§ 38:16.50

civ
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Filing and service—Appellate Rule 25

Computing and extending time—Appellate Rule 26

Computation and extension of time—FORM: Motion for
extension of time to file appellants’ brief and joint
appendix

Corporate disclosure statement—Appellate Rule 26.1

Motions—Appellate Rule 27

—FORM: Motion to reopen case and permit filing of
Forms C and D

—FORM: Appellee’s opposition to appellant’s motion to
reopen case(®)

—FORM: Motion for leave to file supplemental appendix

Briefs—Appellate Rule 28

—FORM: Brief of appellant (appeal of grant of
preliminary injunction)(e)

—FORM: Brief of appellee(e)

—FORM: Reply brief of appellant()

—FORM: Brief/appendix for plaintiff-appellant

Cross-appeals—Appellate Rule 28.1

Appendix to the briefs—Appellate Rule 30

Serving and filing briefs—Appellate Rule 31

— —FORM: Second Circuit filing requirements(s)

Form of briefs, appendices, and other papers—Appellate
Rule 32

Citing judicial dispositions—Appellate Rule 32.1
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§ 38:17 Appeal conferences—Appellate Rule 33
§ 38:18 Oral argument—Appellate Rule 34

§ 38:19 —FORM: Notice of argument

§ 38:20 Entry of judgment; notice—Appellate Rule 36

§ 38:21 Interest on judgment—Appellate Rule 37

§ 38:22 Frivolous appeal-damages and costs—Appellate Rule 38

§ 38:23 Costs—Appellate Rule 39

§ 38:24 —FORM: Bill of costs

§ 38:25 Petition for panel rehearing—Appellate Rule 40

§ 38:26 Petition for rehearing—FORM: Petition for rehearing(e)

§ 38:27 Mandate: contents; issuance and effective date; stay—
Appellate Rule 41

§ 38:28 Voluntary dismissal—Appellate Rule 42

§ 38:29 Substitution of parties—Appellate Rule 43

PART IV. WRIT OF CERTIORARI TO
THE U.S. SUPREME COURT
UNDER THE SUPREME COURT
RULES

CHAPTER 39. JURISDICTION ON WRIT OF
CERTIORARI—SUPREME COURT RULES,

PART III

§39:1 Practice tips
§ 39:2 Considerations governing review on writ of certiorari—
Supreme Court Rule 10

§ 39:3 Certiorari to a United States Court of Appeals before
judgment—Supreme Court Rule 11

§39:4 Review on certiorari: How sought; Parties—Supreme Court
Rule 12

§ 39:5 Review on certiorari; How sought; Parties—FORM: Notice to
counsel of filing of petition for writ of certiorari(e)

§ 39:6 —FORM: Appearance form(e)
§ 39:7 Review on certiorari: Time for petitioning—Supreme Court
Rule 13

§ 39:8 Review on certiorari; Time for petitioning—FORM:
Application for extension of time to file petition for writ of
certiorari(e)

§39:9 Content of a petition for a writ of certiorari—Supreme Court
Rule 14

§39:10 Content of petition for a writ of certiorari—FORM: Petition
for a writ of certiorari

§ 39:11 Briefs in opposition; Reply briefs; Supplemental briefs—
Supreme Court Rule 15

§39:12 —FORM: Brief in opposition to writ of certiorari(e)
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§39:13 —FORM: Reply brief(s)
§ 39:14 Disposition of a petition for a writ of certiorari—Supreme
Court Rule 16

CHAPTER 40. MOTIONS AND
APPLICATIONS—SUPREME COURT RULES,

PART V

§40:1 Practice tips
§40:2 Motions to the Court—Supreme Court Rule 21

CHAPTER 41. BRIEFS ON THE MERITS
AND ORAL ARGUMENT—SUPREME COURT
RULES, PART VI

§41:1 Practice tips

§41:2 Brief on the merits; in general—Supreme Court Rule 24

§41:3 Briefs on the merits: Number of copies and time to file—
Supreme Court Rule 25

§41:4 Joint appendix—Supreme Court Rule 26

§41:5 Calendar—Supreme Court Rule 27

§41:6 Oral argument—Supreme Court Rule 28

PART V. TRADEMARK COUNSELING

CHAPTER 42. TRADEMARK AVAILABILITY
OPINION LETTERS

§42:1 Practice tips
§42:2 Typical opinions on trademark availability—FORM:
Alternate forms of mark available for adoption and federal

registration(e)

§42:3 —FORM: Client entitled to use mark but objections
anticipated(e)

§42:4  —FORM: Adoption not recommended(s)

§42:5 —FORM: Design mark—Adoption recommended whether or
not used in conjunction with word mark; Caveat re
dilution(e)

§42:6 —FORM: Opinion as to two marks; One free to adopt with
some risk the other, unavailable(s)

§42:7  —FORM: Opinion as to weak mark(e)

§42:8 —FORM: Alternative clearance opinion(e)

§42:9  —FORM: First alternative clearance opinion including
consideration of domain names(e)

§42:10 —FORM: Second alternative clearance opinion including

consideration of domain names(e)
§42:11 —FORM: Third alternative clearance opinion including
consideration of domain names(e)
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§ 42:12 Enforcement strategy for existing mark(e)

CHAPTER 43. TRADEMARK LICENSES
AND MERCHANDISING AGREEMENTS

§43:1 Practice tips—Trademark license agreements

§43:2 — —Naked licensing

§43:3 — —License disputes

§43:4 — —Licenses and related companies

§43:5 — —Quality control

§43:6 — —Assignment and license back

§ 43:7 —Merchandising licensing agreements

§43:8 —Franchising

§43:9 Trademark license agreements—FORM: Trademark
license letter agreement(e)

§43:10 —FORM: Service mark license agreement(s)

§43:11 —FORM: Trademark license agreement with dealer(s)

§43:12 —FORM: Joint marketing agreement with limited

trademark license(s)
§ 43:12.50 Non-exclusive, royalty-free trademark license agreement()

§43:13 Trademark license agreements—FORM: Bottling
agreement with trademark license(e)

§43:14 Merchandising agreements—FORM: Merchandising
license agreement—Fictional character(e)

§43:15 FORM: Domain name sale and transfer agreement(e)

CHAPTER 44. ALTERNATIVES TO
LITIGATION—CEASE AND DESIST
LETTERS AND COEXISTENCE
AGREEMENTS

I. PRACTICE TIPS

§44:1 Cease and desist letters
§44:2 Trademark coexistence or consent agreements

II. CEASE AND DESIST LETTERS

§ 44:3 FORM: Infringement of common law trademark(s)

§44:4 FORM: Infringement of registered trademark

§ 44:4.50 FORM: Alternate infringement of registered trademark(s)

§ 44:4.60 FORM: Trademark infringement, false designation, and
unfair competition, including use of domain name()

§44:4.70 Infringement of registered trademark to applicant(s)

§ 44:4.80 Alternative infringement of registered trademark by

applicant(e)
§44:4.90 Unfair competition and trademark infringement(e)
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§ 44:16.40

TraDEMARK Law Practick ForMs

FORM: Counterfeit of registered trademark()

FORM: Infringement of nonfunctional elements of
common law trade dress(e)

FORM: Counterfeits of registered trademarks and
common law trade dress(e)

FORM: Counterfeit of registered service mark(e)

FORM: Agreement by potential infringer to cease and
desist infringing activity(e)

FORM: Cease and desist—Dilution of registered mark(e)

—Infringement and unfair competition on the internet()

—Internet infringement with NSI registration name
change agreement

FORM Internet infringement in violation of UDRP and
ACPA()

Infringement, false designation, and unfair competition on
the internet(e)

FORM: Cease and desist letter(s)

FORM: Infringement of common law trademark and
service mark(e)

FORM: Infringement of copyright and trademark(e)

FORM: Infringement of plural trademarks(e)

FORM: Infringement of trademark, false designation of
origin, and unfair competition on the internet(s)

FORM: Trademark infringement, false designation, and
unfair competition, and false and misleading advertising,
including on the internet(e)

FORM: False and misleading advertising and trademark
infringement from comparison of products(®)

FORM: Response to cease and desist letter refusing to
abandon application(e)

III. AGREEMENTS TO AVOID OPPOSITIONS

§ 44:17
§44:18

§ 44:19
§ 44:20

§ 44:20.50
§ 44:21

§ 44:21.50
§ 44:21.60

FORM: Applicant’s letter agreement to change mark()

FORM: Agreement averting need for opposition—
Applicant’s agreement not to extend use of its mark(e)

FORM: Agreement to amend application to avoid
opposition(s)

FORM: Coexistence agreement to avoid opposition—
Mutual restriction of markets(e)

—Mutual restriction of use(s)

FORM: Applicant’s letter agreement to restrict
specification of goods

FORM: Agreement restricting use of mark(e)

FORM: Agreement to withdraw applications in exchange
for restricted use(e)

IV. AGREEMENTS SETTLING OPPOSITIONS

§ 44:22

cviil

FORM: Applicant’s agreement to maintain certain form of
conflicting stylized initial logo
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§ 44:23 FORM: Applicant’s letter agreement not to use mark on
goods related to opposer’s(®)
§ 44:24 FORM: Letter agreement settling opposition by mutual

restrictions of use(s)

§44:24.20 FORM: Applicant’s agreement to use mark subject to
restrictions(e)

§44:24.30 FORM: Alternative applicant’s agreement to use mark
subject to restrictions(e)

§44:24.40 FORM: Applicant’s agreement to abandon application and
restrict use(e)

§44:24.50 FORM: Coexistence agreement settling opposition by
mutual restrictions of use(®)

§44:24.60 FORM: Agreement settling opposition by mutual
restrictions of use(®)

§ 44:25 FORM: Foreign applicant’s letter agreement to restrict
form of initial logo to use in combination with design
and/or other works(®)

§ 44:26 FORM: Applicant’s letter agreement settling both
opposition and cancellation proceedings by deleting
certain goods from application(e)

§44:26.20 Applicant’s agreement to withdraw application and cease
use(®)

§44:26.50 FORM: Applicant’s agreement to abandon and amend
applications(e)

§44:26.60 FORM: Stipulation of withdrawal of application and
dismissal of opposition(e)

§44:26.65 FORM: Alternative stipulation of withdrawal of
application and dismissal of opposition(s)

§44:26.68 FORM: Stipulation of withdrawal of application and
dismissal of opposition with prejudice(s)

§44:26.70 FORM: Withdrawal of application and termination of
opposition(s)

§ 44:26.80 FORM: Stipulation of dismissal of opposition(s)

§44:26.90 FORM: Stipulation of dismissal of opposition and
counterclaim(e)

V. AGREEMENTS SETTLING OR TO AVOID CIVIL
LITIGATION

§ 44:27 FORM: Settlement of patent infringement action with
ancillary trademark infringement and unfair competition

claims(®)
§ 44:28 FORM: Settlement agreement with trustee in bankruptcy
after trial of federal trademark infringement(e)

§ 44:29 FORM: Coexistence agreement to avoid likelihood of
confusion between common law trademarks and trade

names(e)
§44:29.20 FORM: Settlement agreement to avoid likelihood of
confusion(e)
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§44:29.50 FORM: Settlement agreement to avoid likelihood of
confusion(e)

§ 44:30 —FORM: First alternate settlement agreement involving
assignment of domain name(®)

§44:30.20 —FORM: Second alternate settlement agreement
involving assignment of domain name(e)

§ 44:30.40 —FORM: Alternate settlement agreement involving
assignment of domain name(*)

§ 44:30.50 FORM: Settlement agreement involving assignment of
domain name—FORM: Settlement agreement involving
withdrawal of trademark appeal and cessation of use of
mark(®)

§44:30.60 FORM: Letter agreement involving assignment of domain
name and cessation of use(e)

§44:30.70 FORM: Alternate letter agreement involving assignment
of domain name and cessation of use(®)

VI. LICENSES AND DEALERSHIP AGREEMENTS
TO AVOID CIVIL LITIGATION

§44:31 FORM: License agreement with infringer to avoid litigation
§44:32 FORM: Trademark license and dealer agreement reached in
avoidance of action for infringement(e)

APPENDICES

Appendix 1. USPTO Examination Guides
Appendix 2. Federal Tax Treatment of Trademarks
Appendix 3. Disclosure of Government Information
Appendix 4. State Registration of Trademarks

Appendix 5. Part 10 of the Rules of Practice—Representation of
Others Before the Patent and Trademark Office

Appendix 6. Part 11 of the Rules of Practice—Representation of
Others Before the United States Patent and
Trademark Office
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