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e opposing trade-marks, 10.7 (583)
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e withdrawal of, 10.12 (592)
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appeals, 4.7 (206)
rules, 4.7.1 (206)
standard of review, 4.7.2 (207)

e e e material new evidence, 4.7.2.1

(209)
timeline, 4.7.1 (206)
evidence, see OPPOSITION PRO-
CEEDINGS — EVIDENCE
introduction, 4.1 (159)
regulatory framework, see OPPO-
SITION PROCEEDINGS —
REGULATORY FRAMEWORK
relevant dates, see OPPOSITION
PROCEEDINGS — RELEVANT
DATES
statutory framework, see OPPOSI-
TION PROCEEDINGS — STAT-
UTORY FRAMEWORK
steps overview of, 4.2 (160)
timeline, overview of, 4.2 (160)

OPPOSITION PROCEEDINGS —

EVIDENCE, see also OPPOSI-
TION PROCEEDINGS

generally, 4.6 (195)

hearsay, 4.6.5 (201)

likelihood of confusion, 4.6.2 (197)
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generally, 4.6.2 (197)
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4.6.2.1 (197)
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meaning of trade-mark, 4.6.4 (201)
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OPPOSITION PROCEEDINGS —
REGULATORY FRAMEWORK,
see also OPPOSITION PRO-
CEEDINGS
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4.4.3 (183)
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e counter statement, 4.4.2 (186)

e cross-examination, 4.4.7 (190)
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e oral hearings, 4.4.8 (190)
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OPPOSITION PROCEEDINGS —
RELEVANT DATES, see also OP-
POSITION PROCEEDINGS
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e applications, divisional, 4.3.1.7 (166)

e distinctiveness, 4.5.4 (194)
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OPPOSITION PROCEEDINGS —
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AND OPPOSITION PROCEED-
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OPPOSITION PROCEEDINGS
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OPPOSITION PROCEEDINGS —
STATUTORY FRAMEWORK, see
also OPPOSITION PROCEEDINGS
— (cont’d)

e distinctiveness, 4.3.2.4 (181)

o entitlement, see ENTITLEMENT
AND OPPOSITION PROCEED-
INGS
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PROCEEDINGS

e statement of opposition,
(163)

PASSING OFF
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e o rule 104, 4.3.2.2.3.2 (178)

e o ytilitarian function, 4.3.2.2.3.1 (178)

e registrability issues, new and old
Acts, 4.3.2.2.1 (174)

e o clearly descriptive, 4.3.2.2.1.2 (175)

e o confusion with registered trade-
mark, 4.3.2.2.1.4 (176)

e o deceptively misdescriptive,
4.3.2.2.1.2 (163)

e ¢ ocographical indications, 4.3.2.2.1.8
(177)

e e name in any language of goods or
services, 4.3.2.2.1.3 (175)

e o Olympic marks, 4.3.2.2.1.9 (177)

e o primarily merely
4.322.1.1 (174)

e o prohibited marks, 4.3.2.2.1.5 (176)

e registrability issues, old Act, 4.3.2.2.2
177)

e o distinguishing  guises,
177)

e o registered abroad, 4.3.2.2.2.2 (178)

surname,

432221



REMEDIES

e pre-trial remedies, 8.4 (418)

e o Anton Piller orders, 8.4.4 (433)

e o o convincing evidence, possession of
incriminating documents, things,
real possibility of destruction,
8.4.4.6 (437)

e e ¢ damage, potential or actual, must
be very serious, 8.4.4.5 (437)

e o o disclosure, full and frank, 8.4.4.8
(439)

e e ¢ introduction, 8.4.4.1 (433)

e o o jurisdiction, 8.4.4.2 (435)

e o o [egal test, 8.4.4.3 (4306)

e ¢ ¢ no harm to defendant, 8.4.4.7 (439)

e e ¢ prima facie case, extremely strong,
8.4.4.4 (437)

e e ¢ procedure, 8.4.4.9 (439)

e  customs remedies, 8.4.5 (443)

e o detention and prohibition of future

imports, 8.4.7 (446)

e e interim injunctions, 8.4.2 (433)

e ¢ interlocutory injunctions, 8.4.1 (418)

e e e balance of convenience, 8.4.1.6
(431)

e e o delay, 8.4.1.7 (431)

e e ¢ cyes wide open, 8.4.1.8 (432)

e e ¢ introduction, 8.4.1.1 (418)

e o o irreparable harm, 8.4.1.5 (422)

e o o [egal test, 8.4.1.3 (419)

e e o gerious issue to be tried, 8.4.1.4
(419)

e o o status quo, 8.4.1.10 (432)

e e o statutory basis, 8.4.1.2 (418)

e e ¢ yndertaking in damages, 8.4.1.9
(432)

® ® quia timet injunctions, 8.4.3 (433)

e e request for assistance programs,

8.4.6 (444)
e o summary judgment, 8.4.8 (448)
e o summary trial, 8.4.8 (448)

Index 645

SOCIAL SCIENCE EVIDENCE IN-

CLUDING SURVEYS

copyright licensing fees, tariffs, 9.3

(521)

e evaluating social science, 9.6 (525)

e evidence, social science, 9.1 (512)

e evidence, surveys, 9.1 (512)

e expert, social science, 9.9 (551)

presentation, 9.9.3 (552)

report, 9.9.2 (552)

tendering surveys, 9.9.1 (551)

e misleading advertising, public per-
ception, 9.5 (523)

e patent infringements, apportion-
ment of profits or lost profits, 9.4
(522)

e survey evidence, alternatives, sup-
plements to, 9.10 (553)

e trademark law, 9.2 (513)

e » confusion, likelihood of, 9.2.1 (513)

e o distinctiveness, 9.2.2 (516)

e o oenericism evidence, 9.2.4 (518)

e » resemblance, 9.2.3 (516)

SOCIAL SCIENCE EVIDENCE, RE-
LIABILITY

e coding reliability, 9.7.5 (538)

e confidence level, 9.7.1 (529)

e full disclosure, 9.7.6 (539)

e Internet survey, sampling quality,
9.7.4 (535)

e mall survey, sampling quality, 9.7.4
(535)

e pertinent population, 9.7.3 (530)

e sample size, 9.7.2 (529)

SOCIAL SCIENCE EVIDENCE, VA-
LIDITY

e alternative explanations, control for,

9.8.3 (544)

ambiguity, 9.8.6 (548)

e complexity, undue, 9.8.6 (548)

e context effects, 9.8.1 (541)
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SOCIAL SCIENCE EVIDENCE, VA-
LIDITY — (cont’d)
e distracting factors, control for, 9.8.2

(543)

e extraneous factors, control for, 9.8.2
(543)

e irrelevant guessing, control for, 9.8.3
(544)

e order bias, 9.8.5 (548)

e response biases, 9.8.4 (547)

e word association, confusion, 9.8.7
(549)

TRADEMARK LAW — OVERVIEW

e application process, 1.6 (14)

e o advertisement, 1.6.5 (16)

e » application, divisional, 1.6.7 (18)

e o application, examination, 1.6.4 (16)

e o international application process,
1.6.3 (15)

e e national application, form and con-
tent, 1.6.2 (14)

e ¢ opposition, 1.6.6 (17)

e o registration, entitlement, 1.6.1 (14)

e border measures, 1.11 (22)

e changes in title, 1.10 (22)

e o assignment, 1.10.1 (22)

e » changes in title, other, 1.10.3 (23)

e o security interests, 1.10.2 (23)

e co-existence of common law and
statutory rights, 1.3 (10)

e o invalidating registrations, 1.8.1 (20)

e o proceedings, non-use cancellation,
1.8.2 (20)

e introduction, 1.1 (4)

e licencing, 1.9 (21)

e o controlled licencing, 1.9.1 (21)

e e licence, form and content, 1.9.2 (21)

e matters not dealt with in Trade-
marks Act, 1.14 (24)

e o Charter of the French Language,
1.14.9 (27)

e comparative advertising, 1.14.1 (24)

e o disputes, trademark, 1.14.10 (27)

e » exhaustion of rights, 1.14.5 (26)

e o famous marks, 1.14.3 (25)

e e orey goods, 1.14.2 (25)

e » mandatory marking requirements,
1.14.4 (26)

e o Olympic and Paralympic Marks Act,
1.14.6 (26)

e o Tobacco Act, 1.14.7 (26)

e Newfoundland registrations,
(24)

e privilege, 1.12 (24)

e registration, 1.7 (18)

classification, 1.7.3 (19)

merger, 1.7.4 (19)

registration, obtaining, 1.7.1 (18)

renewal, 1.7.2 (19)

e registrations, proceedings against,
1.8 (20)

e » proceedings, non-use cancellation,

1.8.2 (20)

registrations, invalidating, 1.8.1 (20)

e trade-mark defined, 1.2 (7)

e Trademarks Act, present, 1.4 (10)

e Trademarks Act, scheme of, 1.5 (11)

e o barred statutory matters, 1.5.2 (11)

e o registrability, when trademarks,
1.5.3 (14)

e o statutory rights arising under sta-
tute, 1.5.1 (11)

REGISTRABILITY, see also ENTI-
TLEMENT

e introduction, 2.1 (32)

e trademark registrability, 2.2 (32)

e o certification marks, 2.2.8 (69)

e e ¢ orounds, 2.2.8.1 (69)

e o o standards, 2.2.8.2 (70)

e o clearly descriptive or deceptively
misdescriptive, 2.2.2 (36)

e o o character or quality of the goods or

services, 2.2.2.5 (41)
e o o clearly descriptive, 2.2.2.1 (36)

1.13



e e ¢ composite marks - “sounded test”,
2.2.2.4 (40)

e ¢ o conditions of production of the
goods or services, 2.2.2.6 (42)

e o o deceptively misdescriptive, 2.2.2.2

(39)
ee e English or French language,
2.2.2.3(39)

e o o persons employed in the produc-
tion of goods or services, 2.2.2.7
43)

e e ¢ place of origin of goods or services,
2.2.2.8 (43)

e o confusing with registered trade-
mark, 2.2.4 (47)
e o o considerations generally, 2.2.4.1
(47)
e e o o jnherent distinctiveness, 2.2.4.1.1
(49)

e e o o Jength of use, 2.2.4.1.2 (50)
e o o o pature of goods, services, or
business, 2.2.4.1.3 (51)
e e ¢ o nature of trade, 2.2.4.1.4 (53)
e o ¢ ¢ other surrounding circumstances,
2.2.4.1.6 (56)
e e o ¢ resemblance in appearance, sound
and ideas suggested, 2.2.4.1.5 (54)
e e ¢ cxception for same owner, 2.2.4.2
(57)
e » name of goods or services, 2.2.3 (45)
e o o disclaimer, 2.2.3.1 (46)
e o primarily merely a name or sur-
name, 2.2.1 (33)
e e e name vs surname, 2.2.1.1 (34)
eee “primarily merely” test, 2.2.1.2
(34)
e o prohibited marks, 2.2.5 (57)
e e ¢ gcographical indications,
(62)
e o o official marks, 2.2.5.1 (58)
e ¢ o ¢ connection with living individual,
2.2.5.1.1 (59)
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e e o o portrait or signature, 2.2.5.1.2
(60)

e e o Olympic or
2.2.5.2 (60)

e o o plant variety, 2.2.5.4 (62)

e e o recognized through ordinary and
bona fide commercial usage,
2.2.5.3 (61)

e e secondary meaning/acquired dis-

tinctiveness, 2.2.7 (64)

e o o cyidentiary requirements, 2.2.7.1
(65)

e e e marks registered abroad, 2.2.7.2
(66)

e o o Utilitarian Function, 2.2.6 (62)

REGISTRATION, MAINTENANCE
OF, see also USE

e concurrent use, 3.8.3 (151)

e expungement by Federal Court, see
also EXPUNGEMENT — ABAN-
DONMENT

e expungement by Registrar, see EX-
PUNGEMENT — NON-USE

USE

e definition of “trade-mark”
section 2, 3.3 (105)

e length of time in use and confusion,
3.4 (106)

e maintenance of registration, see also
REGISTRATION, MAIN-
TENANCE OF

e meaning of use, application and re-
gistration, 3.5 (107)

e o application: use and proposed use,
3.5.1 (108)

e o transfer of ownership, 3.5.2 (108)

e meaning of use, depreciation of
goodwill, 3.7 (116)

e o criticism, debate, and fair use, 3.7.2
(119)

e o requirements, 3.7.1 (116)

Paralympic Mark,

under
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USE — (cont’d)

e meaning of use, infringement, 3.6
(110)

e ¢ pona fide use defence, 3.6.4 (115)

e o extent of similarity required, 3.6.3
(114)

e « function or effect, 3.6.2 (112)

e o trademark use, 3.6.1 (111)

e use by export, 3.2.3 (104)

e use in relation to goods, see USE IN
RELATION TO GOODS

e use in relation to services, see USE
IN RELATION TO SERVICES

USE IN RELATION TO GOODS

e association with goods at time of
transfer of property or possession,
3.2.1.2 (89)

e o advertising, promotional and other
materials present at time of transfer,
3.2.1.2.6 (94)

e e association with goods,
(89)

e o determination of sufficiency of no-
tice, 3.2.1.2.2 (90)

e e invoice, 3.2.1.2.8 (97)

e e non-visual presentations of word
marks and sound marks, 3.2.1.2.5
(92)

3.2.1.2.1

e e promotional material directly re-
sulting in transaction, 3.2.1.2.7 (96)

e o time of transfer of property or pos-
session, 3.2.1.2.3 (90)

e e types of objects where no trade-
mark can be physically applied,
3.2.1.2.4 91)

e generally, 3.2.1 (81)

e normal course of trade, 3.2.1.1 (82)

e o delivery to the market: extent of
sales, 3.2.1.1.2 (85)

e e delivery to the market:
mediaries, 3.2.1.1.1 (83)

e o lawful transfers, 3.2.1.1.3 (85)

e e no consideration given, 3.2.1.1.4
(87)

USE IN RELATION TO SERVICES

e commercial use and the “normal
course of trade”, 3.2.2.3 (100)

e definition of “services”, 3.2.2.1 (99)

e generally, 3.2.2 (98)

e use in association with services,
3.2.2.2 (99)

e use with and performance of services
in Canada, 3.2.2.4 (101)

inter-



